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PART 


THE DEFENSE OF TRADE-MARK AND UNFAIR 
COMPETITION CASES* 


By Wallace H. Martin** 


Tonight we will discuss the defense of trade-mark and unfair competition 
cases. We have been requested to direct our remarks primarily to the normal 
and usual defense in trade-mark cases rather than the exceptional or unusual 
defenses. 

In most cases, plaintiff's attorney endeavors to show that a defendant 
has deliberately and intentionally infringed. In attempting to substantiate 
this position, every effort is made to blacken the character of the defendant. 
It follows that from the beginning, a defendant’s case must be prepared with 
the idea of showing that the defendant has always traded on his own reputation 
and has never committed any act for the purpose of gaining some of plaintiff's 
good will. Usually the standing and reputation of the respective parties plays 
no part in the court’s decision, but in those cases where there may be some 
doubt as to the decision, many times the proof as to the reputation of one or 
the other of the parties will be decisive. It is important, therefore, for defend- 
ant’s attorney to make every effort to maintain the good standing of his client’s 
reputation and, at the same time, to be vigilant and on the lookout for any 
evidence which will raise a question as to plaintiff's reputation. 

The defendant’s lawyer has the burden of proving the honesty and trust- 
worthiness of his client. From the beginning he should prepare his case, and 
at the trial try his case with this thought uppermost in his mind. His questions 
on cross-examination of plaintiff's witnesses and on direct examination of his 
own witnesses should always emphasize and bring to the attention of the court 
the fact that he is trying to present to the court the true facts in support of 
defendant’s case and that he is not concealing or hiding or trying to avoid facts 
which are injurious to defendant’s case. His witnesses should be instructed 
to tell the truth and never try to give an answer which would help the defendant 
or hurt the plaintiff. 

In the “Budweiser” case! depositions were being taken in Buffalo. One 
afternoon we went out to see a former distributor of the defendant’s product. 
After talking with the manager, he agreed to supply certain witnesses who 
could give helpful testimony. One of these was the bookkeeper. Due to the 








*Lecture delivered at Practising Law Institute Course in Trade-Mark Law Practice 
November 9, 1950, in which the author was assisted by John J. Horan, Esq., who is associ- 
ated with the firm of Nims, Verdi & Martin 

** Member of the New York Bar, Member of the firm of Nims, Verdi & Martin, Mem- 
ber of the Lawyers’ Advisory Committee of The United States Trade-Mark Association. 

Copyright 1951, Wallace H. Martin. 

1. Anheuser-Busch, Inc. v. Dubois Brewing Co., 175 Fed. 2d 370 (C. A. 3, 1949). 
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fact that we had only a few minutes to talk with the bookkeeper, the manager 
suggested that the bookkeeper could bring certain exhibits up to the hotel that 
evening and talk with us. This he did, and we went over his testimony with 
the exhibits at some length. The next day the bookkeeper testified on direct 
examination quite satisfactorily. On cross-examination defendant’s counsel, 
among other questions, inquired when the bookkeeper had first met plaintiff's 
counsel, and what was said and done, and was able to get the witness to state 
that he had brought the exhibits that morning with him from his own office 
to the hearing room, which was a misstatement, since he had left the exhibits 
at our hotel the previous evening and we had brought them to the hearing room. 
I did not undertake to correct the witness’ testimony because it seemed to me 
unimportant whether he brought the exhibits with him or whether he brought 
them to our room and we brought them to the hearing room, but the next 
morning at about 8 o’clock I received a telephone call from the witness. He 
was in a terrible condition. He had not slept all night. His conscience bothered 
him. He was a God-fearing man and realized that he had taken an oath to tell 
the truth and that he had misstated the facts, and he asked permission to come 
back and correct them. I told him by all means to come right down. He was 
the first witness, and in three or four questions the record was straightened out, 
so that it appeared he had come to our hotel room the night before and left the 
exhibits with us, and that we had brought the exhibits to the hearing room 
on the morning of the examination. 

On cross-examination defendant’s counsel emphasized the fact that the 
witness’ conscience had bothered him, and then inquired, “Did Mr. Martin ask 
you to come back and correct your testimony?” The witness answered, “No sir, 
I insisted on coming back.” Thus counsel was able to leave the impression 
that my conscience was not quite as tender as the witness’ conscience, and you 
may be sure that thereafter I resolved when one of my witnesses made any 
inaccurate statement in the course of his testimony, regardless of whether the 
statement was material or important, I would see that the statement was cor- 
rected at once. 

From my more than twenty-five years’ experience in trial work it is my 
conclusion that the only sound way to prepare and try a case is on the basis 
that the duty of counsel is to make a full disclosure of the facts to the court in 
support of his case. 

In the July 1950 New York University Law Review there is an interesting 
and well written article by Lord Chorley entitled “More Thoughts on the Prob- 
lem of Trial.” Lord Chorley sums up his discussion by quoting from Dean 
Wigmore, as follows: 


“* * * 4)] the rules in the world will not get us substantial justice if the judges and 
the counsel have not the correct living moral attitude towards substantial justice.” 


When a client walks into your office with a complaint for an injunction 
against alleged trade-mark infringement and asks you to defend him there are 
certain preliminary questions concerning which you should satisfy yourself. 
Are you free to represent the defendant? Have you previously represented 
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the plaintiff in matters involving the same or similar facts? Will representing 
the defendant in any way conflict with other clients’ interests? When you are 
satisfied that you are free to accept the case, you should then make satisfactory 
arrangements for your fees and possibly for a retainer. 

In connection with these preliminaries, you have of course, given the 
complaint a preliminary examination. You have noted whether the action 
is in the Federal court or the State court; whether it is based upon a trade- 
mark registered in the Patent Office or upon a common law trade-mark 
and, if the latter, whether it is a technical or secondary meaning trade-mark. 
Also, whether there are any additional acts of unfair competition alleged. 
Wherever the common law is involved you will have in mind that under the 
rule in Erie v. Tompkins* it is the State common law. In view of the recent 
decision in Stauffer v. Exley,? you should not be surprised if the complaint is 
one in the Federal court and is based on unfair competition under the Lanham 
Act. Nor should you be surprised if the complaint is for a declaratory judgment 
as to the rights of the parties. 

Having looked over the complaint you will, of course, desire to question 
client as to his alleged misconduct. If the complaint is based upon claimed 
trade-mark rights, you will find out from your client what he knows about 
plaintiff's claimed trade-mark. You will also ask client about the history and 
the manner and extent of use of his mark and any other acts alleged to be unfair 
competition and request him to supply you with material showing how he has 
used his trade-mark on labels, billheads, invoices, letterheads and advertisements. 
Thereafter, you should collect all available information with reference to the 
trade-marks involved in the litigation. You should request trade-mark searches 
in the Patent Office and also secure reports on common law trade-mark searches. 
You should have various publications examined to see whether you can find 
any use of names which include the trade-marks involved in the litigation, such 
as telephone directories and trade directories from the particular industries in 
which the marks are used. If any of the plaintiff's marks are in the nature of 
trade names under which the plaintiff may have done business, it is also advisable 
to have searches made in the County Clerk’s office to determine whether there 
is any record of the name having been filed as a trade name under which the 
plaintiff has done business. I remember a case where the principal issue involved 
was the first use of the mark. The Court’s decision on this issue was largely 
governed by the production of an early certificate of doing business under a 
trade name which included the mark in issue.* 

The foregoing investigations are necessary before preparing the answer. 
They, of course, are not all the investigations which should be made. These 
will be discussed later. 

It is possible that a motion for a preliminary injunction, together with sup- 
porting affidavits, may be served on the defendant with the complaint. In that 


2. Erie Railroad Co. v. Tompkins, 304 U. S. 64 (1938). 

3. 87 U.S. P. Q. 40 (C. A. 9, 1950). 

4. The mark involved was “Royal” and the case was Royal Silver Mfg. Co., Inc. v. 
National Silver Co., et al., 61 F. Supp 232 (S. D. N. Y., 1945). 
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event, it will be necessary, of course, to file answering affidavits which affida- 
vits will, in the main, cover the same defenses raised when the case comes to 
trial. In Mr. Nims’ book on Unfair Competition and Trade-Marks in the 
chapter entitled “Remedies’”> there is a discussion of various types of prelim- 
inary injunctions. 

Also in advance of preparation of the answer, consideration should be 
given to motions addressed to the complaint. These include motions concerning 
failure to state a cause of action and clarification of the complaint, as well as 
jurisdiction and venue. 

Usually the venue is fixed by the place where the plaintiff brings the action. 
Sometimes parties consider that an advantage can be gained by choosing the 
place of trial. It may be for the convenience of witnesses; it may be for other 
reasons such as the standing and reputation of the party in a particular com- 
munity. In one of our cases we represented an upstate plaintiff, Oneida Ltd., 
of Madison County, who brought suit against a New York City defendant.® 
In accordance with our right, we chose the venue in Madison County. The case 
was bitterly fought from the beginning. Motion after motion was brought on 
for hearing before Judge Davis. Finally, when the case was set for trial, a 
further motion was brought to change the venue to New York City for the 
convenience of defendant’s witnesses. The motion was heard in the county 
courthouse in Elmira, where Judge Davis resided. You can imagine several 
New York counsel representing each of the parties traveling to this upstate city 
and appearing before this upstate judge on such a motion. The judge heard 
both sides at length and finally announced his decision. He felt that both 
parties were sincere in their desire to accommodate witnesses and that justice 
required that the witnesses of both parties be accommodated. Therefore, he 
would hold the trial for plaintiff’s case in Madison County, and thereafter 
adjourn to New York County where the trial would continue during the sub- 
mission of the defendant’s case. And this is what the Court did. He heard 
plaintiff's case in Madison County for ten days and defendant’s case in New 
York County for another ten days. 

The provision for declaratory judgment makes it possible for a defendant 
to choose the place of trial. It is becoming rather common at the present time 
for a party who has received a letter from a competitor to the effect that he is 
infringing his competitor’s trade-mark and that, unless he discontinues, suit 
will be brought immediately to file a complaint for declaratory judgment as 
to his rights to use the mark in question. This enables him in some cases to 
choose the venue. Of course it also enables him to secure a rather prompt 
decision as to his rights and to impress the court with the fact that he has confi- 
dence in his rights. In a recent case in the Southern District, Judge McGoey 
stayed an action for unfair competition brought in his court, pending deter- 
mination of a prior state court declaratory judgment action between the parties 
in which the issues were substantially similar.” 





5. Page 1147. 
6. Oneida Ltd. v. National Silver Co., 25 N. Y. Supp. (2d) 271, 48 U. S. P. Q. 33. 
1950) P. Beiersdorf & Co., Inc. v. Duke Laboratories, Inc., 87 U. S. P. Q. 24 (S. D. N. Y., 





41 T. M.R. THE DEFENSE OF TRADE-MARK 103 


We now come to the preparation of the answer. You will have in mind, 
of course, that you should readily admit the allegations which are known to 
be true, deny facts or information sufficient to form a belief as to facts which 
are not within your client’s knowledge, and deny allegations of fact which are 
known to your client not to be true. 

You should also allege separate and affirmative defenses available to your 
client. We discuss in detail the various defenses which may exist: 


1. Priority of use of the mark: It sometimes happens that the defendant 
used the mark in question prior to the first claimed use by the plaintiff. You 
will remember the Iodent case* where the defendant had earlier used its mark 
but its use had been restricted to a part of Jersey City. There, the Court dis- 
missed the complaint as to defendant’s territory but enjoined defendant from 
any use of the mark outside that territory. It is not unusual for owners of 
well known trade-marks to find that in some remote territory a concern has 
prior use. For that reason, trade-mark lawyers usually ascertain the date of 
first use of a mark before making an objection to it. In cases where the defend- 
ant has the earlier use, he has a perfect defense to the action, so far as his own 
territory is concerned. He should be careful, however, to preserve his right to 
use his mark in territory where he would naturally expand his business. Under 
the Lanham Act, such a defendant is protected in the territory where he has 
used his mark against the claim of an owner of a mark whose registration has 
become incontestable. Also, the Lanham Act® provides that where a plaintiff's 
mark has been published under the Act either as an old or new registration and 
plaintiff relies on incontestability, defendant shall have the defense to incon- 
testability, for the territory where defendant has used his mark, that his mark 
was registered and used prior to said publication and not abandoned. 


2. No likelihood of confusion of origin, either because of difference in 
goods or because of lack of confusing similarity. 

Under the 1905 Trade-Mark Act the two elements in determining infringe- 
ment were the goods and the marks. If the goods were different, or if the marks 
were not confusingly similar, there was no infringement. In the early years, 
under this Act the infringement provision was strictly construed, but as the 
courts began to develop the theory that the real test of infringement was 
the likelihood of confusion resulting from the use of defendant’s mark regardless 
of whether the goods were the same, the Patent Office also began to give a 
broader construction to the language of the statute, so that in the years immedi- 
ately preceding the passage of the 1947 Act the 1905 language had been 
construed to cover any case where it was shown that likelihood of confusion 
existed.10 The Lanham Act makes likelihood of confusion the test of infringe- 
ment, and some of the more recent decisions!! have failed to recognize that the 





8. Jacobs v. lodent Chemical Co., 41 F. 2d 637 (C. C. A. 3, 1930). 

9. Section 33(b) (6). 

10. Elgin American Mfg. Co. v. Elizabeth Arden, Inc., 83 F. 2d 681 (C. C. P. A., 1936) ; 
Skol Co. Inc. v. Olsen Inc., 151 F. 2d 200 (C. C. P. A., 1945); Hanson v. Triangle Publica- 
tions, 163 F. 2d 74 (C. C. A. 8, 1947). f 
: 11. California Fruit Growers Exchange v. Sunkist Baking Co., 166 F. 2d 971 (C. C. A. 
, 1947). 
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Lanham Act merely intended to incorporate in the New Act the common law 
and the then existing construction of the 1905 Act. 

Normally, a substantial difference in the goods is a defense, since confusion 
is not likely to result from the use even of the same mark on different goods.!* 
It does not follow, however, that in every case a difference in the goods will be a 
sufficient defense. There are numerous cases involving different goods where 
infringement has been held. When I came with Mr. Nims he was just completing 
the “Vogue” case. There the manufacture of hats was held sufficiently close to 
the publication of a magazine to justify the Court in enjoining defendant from 
using the word “Vouge” and the letter “V” as a label of hats in similitude of 
the word “Vogue” and the letter ““V” used by plaintiff as the name and mark of 
a style magazine which it published. There are numerous other illustrations 
where injunctions were granted, though the goods were different, appearing in 
Note 1 of the case of Standard Oil Co. of New Mexico v. Standard Oil of Cali- 
fornia.*8 

The most usual defense to any trade-mark infringement case is that the 
defendant’s mark is not confusingly similar to plaintiff's mark. The test of 
confusing similarity includes similarity in sound, appearance or meaning. 
To establish a good defense it is necessary to show that the defendant’s mark 
is not confusingly similar in any of these characteristics. As one approaches the 
outer fringe of similarity, the case becomes more difficult. 

“Ivy” has been held not to infringe “Ivory.” The British court justified 
its decision by the statement,!4 “* * * simply because the ‘IVY’ may have some 
sort of similar sound to the word ‘Ivory’ if you do not pronounce the word 
‘Ivy’ properly, the plaintiff asks the court to assume as an inevitable deduction 
that what the defendants are doing must be calculated to deceive. It is 
impossible to my mind to make any such deduction from the facts.” 

I cite this case in order to give hope to wavering defendants. 

“Pyrex” has been held not to infringe “REX,” the court saying: “It has 
neither the appearance nor the sound of ‘Rex’.”!5 Of course, the court was 
strengthened in its opinion in this regard by the fact that the defendant’s 
goods were heat-resisting glassware and the plaintiff’s goods were prescription 
bottles, the only real conflict being nursing bottles and, as to these, defendant’s 
use of its mark had been prior to plaintiff’s use. 

“Knotair” was held not to infringe “Holeproof,” the court holding that 
while doubtless they conveyed the same idea of purpose, “This resemblance 


12. Thus it was held there was no likelihood of confusion where the same mark was used 
on a dictionary and on toilet articles. Nieman v. Plough Chemical Co., 22 Fed. 2d 73 (C. C. A. 
6, 1927); on cash registers and paper rolls for use therein by plaintiff and on paper towels 
and serpentine by defendant, National Cash Register Co. v. National Paper Products Co., 
297 Fed. 351 (C. A. D. C., 1924); on radios and radio equipment by plaintiff and on auto- 
mobile ignition repairs parts by defendant Philco Corporation v. F & B Mfg. Co., 170 Fed. 
2d 958 (C. C. A. 7, 1948). 

13. 56 F. 2d 973, 978 (C. C. A. 10, 1932). 

14. Goodwin v. Ivory Soap Company and Proctor & Gamble Co., 18 R. P. C. 389, 392 
(Court of Appeal, 1901). 
ain” Walgreen Drug Stores v. Obear-Nester Glass Co., 113 F. 2d 956, 963 (C. C. A. 8, 
1940). 
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* * * standing alone, is without controlling significance in view of the fact that 
‘Holeproof’ is not strictly imitated by the word ‘Knotair’ in such manner as 
to deceive the unwary purchaser.”?® 

Examples of marks held not to be infringed because of their differences 
in sound, appearance and meaning are numerous.!? 

In arriving at the conclusion that the use of defendant’s mark is not likely 
to cause confusion with plaintiff's mark, all of the above elements must be 
considered together. The question is: Will the consuming public be likely to 
believe, when seeing defendant’s mark on defendant’s goods, that defendant’s 
goods originate with plaintiff? If the goods are entirely different, or if the 
marks are not confusingly similar, the answer is likely to be “no.” If the goods 
have some relation and the marks have some similarity, the answer may be 
“no”or “yes.” 

When there is some doubt as to whether the defendant’s mark infringes, 
it becomes necessary to consider various other elements which may affect the 
confusion issue. For example, are the goods sold in the same retail channels? 
Is there any similarity between the packages, or advertising, display, and pro- 
motional material of the two parties? Is there other unfair competition ? 

In preparing the defendant’s case it becomes necessary to explore all of 
these possibilities. If it is found that the defendant has committed acts which 
would tend to support the plaintiff’s case, it becomes necessary to make every 
effort to explain such acts. For example, if one of defendant’s clerks inad- 
vertently permitted a display card to be used which imitated some of plaintiff’s 
display cards, was the card promptly discontinued and destroyed, and an 
unobjectionable card substituted in its place? When the defendant discovered 
that his salesmen were inaccurately referring to defendant’s product as the 
original, did he promptly issue instructions to discontinue the practice? In 
close cases, all these little pieces of evidence become significant as showing the 
good faith of the defendant and his intention to trade only on his own good 
will and not on the good will of plaintiff. 


3. Estoppel by laches and acquiescence, or by contract. 

Even though defendant’s mark when first used was an infringement of 
plaintiff’s mark, if the plaintiff permits its use to continue for a sufficient time 
during which defendant builds up a good will in his mark and substantially 
changes his position by making expenditures in new factories or in advertising, 
plaintiff is estopped to maintain that the mark is an infringement. In the 
“Budweiser” case, supra, plaintiff and its predecessors had used the mark 
“BUDWEISER” all over the United States since 1876. Defendant began to 
use the mark “Du Bois Budweiser” in 1905. It applied to register its mark, 
and in its application claimed the word “BUDWEISER” as a part of its mark 
for use not only on beer but on porter and ale. Plaintiff promptly objected, 
and in 1908 brought suit, but this suit was discontinued by stipulation of the 











16. Holeproof Hosiery Co. v. Wallach Bros., 190 F. 606, 607 (S. D. N. Y., 1911), modi- 
fied with respect to an injunction against the copying of a package, 192 F. 534 (C. C. A. 2, 
1911) 


17. Nims, Unfair Competition and Trade-Marks, p. 713. 
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parties in 1909. The trade-mark application was finally denied by the Patent 
Office in 1919. Nothing further was done by plaintiff until 1940 when a 
second suit was brought. The defense to the second suit was that “BUD- 
WEISER” was the name of a type of beer and that plaintiff was estopped by 
laches and acquiescence. The District Court granted a complete injunction, 
holding that “Budweiser” was not the name of a type of beer, that estoppel 
was not present because defendant had not changed its position, and, furthermore, 
that defendant, being guilty of fraud in the use of its claimed trade-mark, was 
not in a position to plead estoppel. The Court of Appeals reversed on the 
ground that the defendant had, over some thirty years, built up a substantial 
good will in a localized territory in its mark “Du Bois Budweiser,” and, therefore, 
had changed its position. It further held that the proof of fraud was not 
sufficient, and that the parties should be left in the same position as they 
were when the complaint was filed in 1940. 

Whenever there is a period of several years during which the plaintiff has 
had knowledge of defendant’s use of his mark and fails to take action, a 
defense of laches should be included in the answer. The defense should be 
successful if it can be shown that during the years that defendant used the 
mark it expended money in building up its business and that it has never 
attempted to trade on plaintiff’s reputation. 

The defense should be that plaintiff is estopped by reason of its laches 
and acquiescene and defendant’s change of position. The defense should not 
be based merely upon laches since the courts have repeatedly held that mere 
laches is not a defense to an injunction although it may be sufficient to defeat 
the prayer for an accounting of profits and damages.!® 

Sometimes estoppel exists by contract. It was so held in the “Manhattan” 
case.!9 In that case the plaintiff was the first to use the mark ‘Manhattan” 
but its original use was limited to woven outer shirts. In the 1880’s Robert Reis, 
manufacturer of the wear sold by the defendant, began to use the trade-mark 
“Manhattan” on knit underwear. At that time knit underwear was quite dis- 
tinctive from woven shirts. Usually it appeared in the long heavy variety. It 
was, of course, made by different manufacturers from the manufacturers of 
woven shirts. Subsequently when the underwear field developed into shirts and 
shorts, the plaintiff began to use its mark “Manhattan” on underwear, some 
of which was knit underwear. Robert Reis sued a dealer in New Jersey han- 
dling Manhattan’s wear and the case was settled by a contract between Man- 
hattan Shirt Co. and Robert Reis by which the underwear field was divided, 
Robert Reis having the right to use “Manhattan” on all types of knit underwear 
and on woven underwear selling for less than $1 and the Manhattan Shirt 
Company being restricted in its use of the trade-mark “Manhattan” to woven 
underwear selling for more than $1. Thereafter Manhattan Shirt Co. used the 
trade-mark “Mansco” on knit underwear selling for less than $1 but over the 








18. Saxlehner v. Eisner, 179 U. S. 19 (1900) ; Hanover Star Milling Co. v. Metcalf, 240 


U. S. 403, 419 (1916). 
19. Manhattan Shirt Co. v. Sarnoff Irving Hat Stores, Inc., 23 T. M. Rep. 60; affd. 20 
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course of the years it used its name in addition to the trade-mark “Mansco” 
on the labels for its underwear. In 1927 Reis brought suit in the Supreme Court, 
New York County, against Manhattan for the use of “Manhattan” in connection 
with underwear. While this suit was pending Manhattan Shirt Co. brought 
suit against Sarnoff Irving, one of Reis’ dealers in Delaware, asking that the 
contract be voided as against public policy because confusion had resulted and 
that defendant be enjoined from selling Reis’ products marked “Manhattan.” 
Reis intervened and set up the defense of estoppel by contract. I asked the 
court to try the estoppel defense in advance of the trial of the case on the theory 
that the issue was simple and if successful would prevent a long trial both in 
connection with the plaintiff's case and the defenses. The court held that plain- 
tiff should try its case first; that thereafter the defendant should prove its estop- 
pel defense and rest; if the court upheld the estoppel defense no further proceed- 
ings would be necessary, but if the court overruled the estoppel defense the 
defendant would be given the opportunity to present its additional defenses. 
After a week’s trial of plaintiff’s case and an hour’s trial of the defense of 
estoppel, the case was submitted and thereafter the court ruled that the estoppel 
defense was good and dismissed the complaint. 

Where the parties have agreed as to the manner of use of a certain mark, 
the defense of estoppel by contract will probably always be successful. It 
is possible that on occasion the court may require one or both parties to use 
certain distinguishing features in order to protect the public from confusion, 
but in the absence of a conviction on the part of the court that confusion is 
likely, he is not apt to require a use of distinguishing features. 

In passing it may be noted that under certain circumstances where a plain- 
tiff has made a contract with reference to the use of a trade-mark with a third 
party, the defendant might be able to use such a contract in support of a defense 
that the plaintiff had abandoned its mark or that the mark had lost its distine- 
tiveness, or that the plaintiff was joining with third parties in a campaign to 
deceive the public. In this connection we point to the recent Armour case.?° 


4. Abandonment. 
In the older decisions emphasis has always been placed upon the rule that 
there must be an intent to abandon before the mark can be held to have been 
abandoned. More recent cases have applied this rule less strictly. In the 
Cellophane case?! Judge A. N. Hand said: 
“In our opinion this case does not properly turn on abandonment, nor does it even 
turn on the question whether the word cellophane was at one time more than a 
descriptive term. The real problem is what it meant to the buying public during the 
period covered by the present suit.” 
A similar position was taken by Judge Learned Hand in the Aspirin case.?? 
This language has been used to support the argument that rights in a trade- 
mark may be lost if the mark has lost its distinctiveness by reason of its misuse 





20. Campbell Soup Co. v. Armour & Co., 81 F. Supp. 114, 120 (E. D. Pa., 1948); affd., 
175 Fed. 2d 795 (C. C. A. 3, 1949). 
- 21. DuPont Cellophane Co. Inc. v. Wax Products Co. Inc., 85 F. 2d 75 (C. C. A. 2, 
36). 
22. Bayer Co. Inc. v. United Drug Co., 272 Fed. 505, 509 (S. D. N. Y., 1921). 
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by publications and the public regardless of the efforts of the trade-mark owner 
to preserve his trade-mark rights. When the Lanham Act was in the process 
of being drafted some trade-mark lawyers endeavored to define abandonment 
along the lines above suggested, but this effort was defeated and the present 
language of the Lanham Act was adopted by which the owner of a mark still 
retains control of his mark although he is made responsible for his acts of 
omission as well as acts of commission in failing to prevent misuses of his 
mark which cause it to lose its distinctiveness and, at the present time the law 
still requires a showing of an intent to abandon before a mark can be held to 
have been abandoned. 

While the speaker does not favor it, nevertheless consideration should be 
given to the possibility of setting up a defense of loss of distinctiveness apart 
from abandonment, basing the defense on the language in the above cases in 
which opinions were rendered by the Judges Hand. The speaker believes that 
it is a sounder position to rely upon abandonment due to acts of omission rather 
than to rely upon a defense of loss of distinctiveness wholly apart from aban- 


donment. 


5. Lack of Trade-Mark Significance. 
If the plaintiff's mark is common to the trade, viz.: used by numerous com- 
petitors as names for a common product, or plaintiff's mark is descriptive of 
its product, or generic of the product, the facts should be alleged as a defense. 
In the Parker Pen case,?* one of the first cases which I assisted Mr. Nims in 
trying, the defense was sustained that a red-colored barrel with a black tip, 
which plaintiff claimed as a trade-mark, was common to the trade. In this case 
it was proved that other competitors had used this combination before and 


since plaintiff had adopted it. 


6. Descriptive or Personal or Geographic Names. 

If plaintiff’s mark is a descriptive word or if it is a personal or geographical 
name and plaintiff has failed to allege, or is in no position to establish that 
its trade-mark has acquired a secondary meaning as identifying its products, a 
good defense exists. In support of this defense a defendant should prove not 
only that the mark is descriptive, or that it is a personal or geographical name, 
but also that it is commonly so used in the trade. In support of a defense that 
the mark is generic, many times it can be alleged that the mark is the name of 
a patented article on which the patent has expired.*4 


7. Violation of the Anti-trust laws. 

In the recent decision in Forstman Woolen Co. v. Murray Sices Corp.,?° 
Judge Medina indicated that he believed that the Lanham Act provided for a 
defense in a trade-mark action that the plaintiff had used his mark in violation 
of the anti-trust laws. He refers to the fact that the plaintiff's marks were reg- 
istered under the Act of 1905 and that no incontestability attached thereo but 
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says: “Nevertheless if a trade-mark owner’s use of his incontestable mark is 
subject to the defense specified in Section 1115 a fortiori plaintiff’s mark which 
lacks the status of incontestability must be subject to the same defense.” He 
found it unnecessary, however, to apply this conclusion to the case before him 
because the complaint merely charged the plaintiff with a boycott but not in 
using the trade-mark in violation of the anti-trust laws. His statement was 
dictum but, nevertheless no doubt will be widely quoted in support of this 
defense. 

The Lanham Act*® provides that if the right to use the registered mark 
has become incontestable, the certificate shall be conclusive evidence of the 
registrant’s exclusive right to use the mark except when one of the following 
defenses or defects is established, the seventh of which is that the mark has 
been, or is being used to violate the anti-trust laws. There is a divergence of 
opinion as to the proper construction of this provision. Some believe that the 
defense is merely to the incontestability of the mark; others believe, as Judge 
Medina indicated, that the defense is to the trade-mark action. Prior to the 
passage of the Lanham Act, there were decisions holding that violation of the 
anti-trust laws was not a defense to a trade-mark action. It was not the inten- 
tion of the drafters of the Lanham Act, I believe, to ignore these decisions, 
but rather merely to take away the advantages given by incontestability in a 
case where the plaintiff had used his mark in violation of the anti-trust laws. 
Once plaintiff is deprived of his right to claim incontestability the defendant 
is free to set up any defense open to him against a mark which has not become 
incontestable. Even the broadest construction of this provision of the statute 
should not give a right to a defendant to plead the defense of violation of the 
anti-trust laws in all cases. At most it should be construed to restrict the 
defense to a case based upon an incontestable mark. 


8. Different territory. 

Under the common law the fact that defendant used its mark in a territory 
widely separated from the territory in which plaintiff had previously used its 
mark, is and for many years has been a good defense.27 The problem becomes 
more difficult the closer one territory comes to another. Even under the common 
law defendant was entitled to occupy any territory where the plaintiff had not 
previously sold, or to which he could not reasonably expect his business would 
expand. The passage of the Lanham Act has brought into play broader pro- 
tection for marks registered thereunder. Section 22 provides that registration 
shall be constructive notice of the registrant’s claim of ownership and this refers 
to registration under the 1881 and 1905 acts, as well as the Lanham Act. Within 
a reasonable time after registration, or if the mark was registered at the time 
of the passage of the Lanham Act, within a reasonable time after passage of the 
Act, it seems logical that protection should be given to a registered mark through- 
out the United States even though registrant has restricted the use of his mark 
to one particular territory. If a registrant continues after registration, or after 
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the passage of the Lanham Act, to use his mark only in a restricted territory, 
can he continue to claim rights throughout the United States under the construc- 
tive notice provision, or will he be held to have abandoned his claim to such 
rights in territories other than those in which he uses the mark under the 
definition of abandonment in the Lanham Act which in part provides that ‘‘Non- 
use for two consecutive years shall be prima facie abandonment ?’”28 

There are numerous other defenses which may be raised to an action for 
trade-mark infringement or unfair competition. More than fifty possible defenses 
are set out in Mr. Nims’ book.*® My partner, Percy Williamson, was able to 
figure out twenty-one grounds for contesting rights in “incontestible” registered 


marks.®° 






V. PRETRIAL EXAMINATION AND DEPOSITIONS 


The rules provide that the party first giving notice of examining the other 
party’s officers is entitled to the first examination.*! Because of this rule it is 
the common practice for a defendant, in serving an answer to a complaint, at 
the same time to serve notice of examining the plaintiff's officers before trial. 
This gives the defendant the opportunity to develop the facts from plaintiff 
before he is required to testify. Thus it is sometimes possible to commit the 
plaintiff to a statement of facts which he might otherwise deny or avoid. 

In an examination before trial of plaintiff’s officers every effort should be 
made to ascertain the facts on which plaintiff bases its case. In addition, every 
effort should be made to adduce facts in support of any of the defenses set up 
by defendant. These facts are particularly pertinent where it is helpful to have 
admissions from plaintiff’s officers as to the use of the mark in question by 
others or, in the case of a defense of estoppel, plaintiff's knowledge of defendant's 
use of the mark and the failure of plaintiff to object. It is also helpful to examine 
the documents in plaintiff's possession having to do with plaintiff’s title to its 
mark, and also any confusion evidence which the plaintiff may have in its 





possession. 

Depositions, in addition to the pretrial examination of plaintiff's officers, 
are sometimes necessary in order to secure the testimony of witnesses who 
reside beyond the jurisdiction of the court. In many trade-mark cases it is 
desirable to secure the testimony of numerous public witnesses residing at 
points distant from the place of trial, and in that event it becomes necessary 
to take the depositions of these witnesses. In the “Budweiser” case, supra, 
literally hundreds of depositions were taken by both the plaintiff and the 
defendant in numerous states. Most of these depositions were concerned with 
the sale of the products of the respective parties, although many of them had 


to do with confusion. 
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VI. BILLS OF PARTICULARS 


sills of particulars in Federal practice have been replaced by Rule 16 
having to do with pretrial conferences and by Rules 26 to 37 having to do with 
depositions and discovery. Bills of particulars are still available in State court 
cases to prepare for trial and limit the scope of proof and inquiry at the trial. 
We give no special attention to this subject here, since the use of bills of par- 
ticulars in trade-mark cases is not materially different from any other case. 


VII. PRETRIAL CONFERENCE 


More and more emphasis is being placed upon pretrial conferences in order 
to hasten and shorten the trial. Mr. Nims has recently published a book dealing 
with pretrial which shows in a general way how it is working in various courts. 
The speaker has found pretrial conferences to be very helpful in shortening 
the evidence at the trial, and also in making it possible to avoid heavy expense 
in preparing evidence for the trial. One notable instance of a successful pretrial 
conference was some three years ago before Judge Knox in the Superman- 
Captain Marvel case.*? In this case it was necessary to prove publication of 
thousands of comic strips in more than a hundred different newspapers and 
other publications. After discussing the difficulty of securing copies of the 
publications and the fact that the only matter necessary to be proved was the 
form of the notice on the camic strips, Judge Knox made the following order 
in this connection: 


“3. That defendant Fawcett Publications, Inc. may serve on the plaintiffs and 
on defendants Republic Pictures Corporation and Republic Productions, Inc. a list of 
newspapers in which defendant Fawcett Publications, Inc. claims that the carton strip 
entitled ‘Superman’ was published without the notice of copyright required by the 
Copyright Statute, such list to include the following information: the name of the 
newspaper, the date of publication, the serial number of the carton strip whenever 
such number is available, and information with respect to whether or not any notice 
appeared on or in connection with said strip; and, if any did appear, the words or 
symbols contained in such notice; that not later than two months after the service of 
such list on plaintiffs, plaintiffs shall serve on each of the defendants a list of any 
and all of the newspaper publications which were included in the list served on 
plaintiffs by defendant Fawcett Publications, Inc, and which plaintiffs, after exami- 
nation of said publications, allege to have been published with a copyright notice in 
conformance with the Copyright Statute; and that any and all newspaper publica- 
tions of the cartoon strip entitled ‘Superman’ which are included in the list served 
on plaintiffs by defendant Fawcett Publications, Inc. and are not included in plain- 
tiffs’ list, shall be held to be admitted to have been published without the notice of 
copyright required by the Copyright Statute; provided that with respect to any 
newspaper not available at the Library of Congress in Washington, D. C. or at the 
New York Public Library, or in the files of such newspapers within the metro- 
politan area of the City of New York, plaintiffs shall not be required to admit pub- 
lication without the notice of copyright required by the Copyright Statute but may 
do so for the purpose of reducing possible costs.” 





32. National Comics Publications, Inc. v. Fawcett Publications, Inc., 87 U. S. P. Q. 12 
(S. D. N. Y., 1950). 
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In pretrial conferences it is often possible to provide for the use of photo- 
static copies of advertisements and proof of documents, such as certificates of 
trade-mark registrations, by use of uncertified copies. Many times, in a 
pretrial conference, the court will limit the number of witnesses on any 
particular issue which may be used. In a recent case Judge Knox limited the 
number of public witnesses to ten.** In another case,*4 where no such limitation 
was set at pretrial conference, the trial court permitted more than seventy 
public witnesses to testify. Also, many times in a pretrial conference the 
date of trial can be fixed to meet the convenience of out of town witnesses. 





VIII. TRIAL MEMORANDUM 


A trial memorandum should be prepared to be handed to the court at the 
opening of the trial. First, it should set forth the facts which defendant expects 
to prove in a way that will advise the court of the true situation before the 
court hears plaintiff’s case, and thereby prevent the court from becoming 
prejudiced in advance of hearing the defendant’s case. Included in these 
facts should be reproductions of any important exhibits which the defendant 
expects to use, so that the court will have before him these exhibits at the 
time plaintiff submits its case, and also when defendant offers testimony with 
reference to the exhibits. The trial memorandum should briefly state the 
applicable law supporting the defenses with pertinent citations. 

In many cases we have found it helpful to be able to submit to the court 
during the course of the trial a memorandum on a specific point of law which 
we anticipated might arise but which we were not sure would be raised. With 
this in mind it is our usual practice to prepare a separate memorandum of law 
on each point of law which we think may be raised. 





IX. TRIAL 


At the opening of trial, defendant’s trial memorandum should be submitted 
to the court. If the court will hear opening statements, defendant’s opening 
statement will come following plaintiff's opening statement. Normally, defend- 
ant’s counsel’s opening statement will be limited to a concise statement of the 
defenses and the facts on which defendant relies. After the opening statement 
plaintiff proceeds with its case. Defendant’s counsel’s job during the submis- 
sion of plaintiff’s case is of the greatest importance, since he must at all times 
be vigilant and alert not only to prepare for cross-examination of witnesses 
but also to note the effect of the plaintiff’s testimony on the court and to prepare 
to submit testimony which will overcome ill effects.’ 

In cross-examining plaintiff’s witnesses, defendant’s counsel should limit 
his cross-examination to attempting to bring out the true facts wherever 
such facts have been concealed, and to securing admissions which may be 
helpful to defendant’s case. It is seldom advisable to attempt a protracted 
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cross-examination of a witness in the hope of securing helpful testimony. 
Testimony given on pretrial examination by plaintiff’s officers may be helpful 
in showing discrepancies in testimony or in compelling witnesses to admit 
important facts. 

It also must be borne in mind that any testimony which can be secured 
from plaintiff's witnesses on cross-examination, which tends to attack the 
credibility of the witnesses or the standing and reputation of plaintiff and its 
officers, is likely to be beneficial to defendant’s case in prejudicing the court 
against plaintiff's position or, in any event, in offsetting any testimony which 
the plaintiff is most likely to attempt to secure attacking the standing of 
defendant. 

The plaintiff's testimony in a trade-mark case, which should be scrutinized 
most carefully by defendant’s counsel, is the testimony of confusion by members 
of the public and the passing off testimony by shoppers. In the case of the 
public testimony, it should be ascertained how the plaintiff came in contact 
with the witness. Was the witness’ name secured by means of a survey? 
Did the witness volunteer the testimony? Is the witness related to or a friend 
of any of the officers or employees of plaintiff or of plaintiff's counsel? What 
statements did plaintiff or plaintiff's counsel make to the witness with reference 
to defendant? Has the witness been led to believe that the defendant is dis- 
honest? By these and other questions it may be made evident to the court 
that the public witnesses are testifying under the influence of plaintiff and its 
counsel, and in fact are not actually confused. In the case of the testimony 
of the shoppers, every point of fact should be developed which tends to 
cast doubt on the testimony. If defendant’s counsel knows definitely that he 
can prove certain facts by his witnesses, he should try to develop contrary 
statements from the shoppers so that their veracity can be attacked in this 
respect and, inferentially, their whole testimony questioned. Sometimes it 
may seem advisable to ask plaintiff's witnesses whether they talked with 
plaintiff’s counsel in advance of their testimony. Most attorneys warn their 
witnesses readily to admit this fact, but occasionally they fail to do so. In 
the Cellophane case*® pretty sales clerks from one of the well-known chain 
stores in the South were called. When one such clerk was asked whether she 
had talked with cousel in advance of her testimony, she said “No,” and she 
was dismissed from the stand. Apparently, the answer bothered counsel, so much 
so that the following day he recalled the witness and asked her whether she 
hadn’t reconsidered her answer and hadn’t recalled that she had had dinner 
with him on the evening previous to her testimony. To this she answered 
“Yes.” And then counsel asked whether she remembered that what they had 
discussed at dinner was this case. You can imagine the uproar that occurred 
in the court room when she said, with a southern drawl, “Not exactly.” 

At the conclusion of plaintiff’s case defendant’s counsel calls his witnesses. 
He should have in mind from the beginning of his case the importance of 
1936). DuPont Cellophane Co. Inc. v. Waxed Products Co. Inc., 85 Fed. 2d 75 (C. C. A. 2, 
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creating in the mind of the court the good standing and reputation of his 
client, and that his client’s acts have not been for any purpose of trading 
on the good will of plaintiff. In the conduct of the examination of defendant’s 
witnesses every question should be so phrased as to emphasize this position, 
and defendant’s witnesses should be prepared to answer questions in a way 
to emphasize defendant’s reliability and good reputation. Defendant’s counsel 
should be careful to call witnesses who are impressive. If the head of the 
defendant organization does not make a good appearance in court he should 
call one of the subsidiary officers. The general impression which the court 
gets from defendant’s witnesses may be decisive. Exhibits also should be 
prepared so that they can be submitted to the court in a way to be most 












impressive. 
Usually, motion for judgment either at the end of plaintiff’s case or at 


the end of defendant’s case is omitted, although in some cases it is advisable 
to bring such motions, particularly where it is clear that the plaintiff has 
not proved its case. Following the submission of defendant’s case plaintiff, of 
course, is entitled to submit rebuttal testimony. At the close of the case, normally 
the court hears final argument. Defendant’s counsel sums up first. Usually he 
sets forth the claims which plaintiff made on the opening, and if the facts 
justify it, asserts that plaintiff has failed to prove his claim. He then briefly 
reviews the facts supporting the defenses, and thereafter again refers to the 
pertinent law. Usually defendant’s counsel will pick out the weakest vital 
point in plaintiff’s case and concentrate on reviewing the evidence which shows 
that plaintiff has failed to carry the proof on this vital issue. This means that 
defendant must have at hand at the close of the case a digest of the testimony 
bearing on the point, and he must have in mind the law in support of his 
position on this particular point. Following the summation by defendant’s 
counsel, the plaintiff's counsel sums up, and thereafter the case is submitted. 
Usually the court will give a reasonable time for the parties to submit final briefs. 






















X. BRIEF AFTER TRIAL 


The brief after trial normally is a complete resumé of the case from 
beginning to end, and includes a discussion of the various points raised together 
with the evidence in connection with them much more fully and complete than 
the summation at the close of the trial. Also, the brief after trial includes 
a much more complete discussion of the law involved and the citation of 













pertinent cases. 





PREPARATION OF TESTIMONY* 


Great emphasis should be placed on the investigation of the facts. It 
is obvious that the strength of the defendant’s case will depend on the strength 
of the evidence you are able to produce. A thorough and well directed investi- 
gation of the facts will often change the entire picture in the case. It may 

















* This portion of the lecture was delivered by John J. Horan, Esq., who is associated 
with the firm of Nims, Verdi & Martin. 
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reveal weaknesses or inconsistencies in the plaintiff's position that he has 
hoped to cover up, or very often weaknesses of which the plaintiff himself 
was not fully aware. Essentially, of course, this is true of any case. Perhaps, 
however, you will find it helpful if we point out some of the lines of inquiry 
we have found particularly useful in trade-mark litigation. 

At the outset, it should be emphasized that there is no substitute for 
thoroughness in investigation; very often the most obscure or seemingly 
unpromising lead will uncover a veritable gold mine of evidence helpful to 
you. Unfortunately, few cases will offer an unlimited budget. We suggest 
that you pursue every line of investigation compatible with the amount of 
expense that is justified in the prepartion of the case. We believe, however, 
and it is particularly true of trade-mark and unfair competition litigation, that 
one dollar spent on investigation of the facts is often worth many dollars 
spent on legal research. 

The first investigations will be to establish the facts concerning your client’s 
adoption and use of his mark. Of course, much of the information on this will 
have already been obtained from your interviews with your client. However, 
it is best not to rely solely on his recollection if there are others who may have 
knowledge of the facts. Interview everyone who had anything to do with the 
design, selection and initial use of the mark; for example, such people as the 
artist who designed the label or mark, those in your client’s advertising agency 
who may have suggested the mark, the employee of client in charge of adver- 
tising, etc. You will, of course, be preparing to prove that your mark was 
adopted in good faith without any reference to the plaintiff’s mark, should the 
plaintiff claim deliberate infringement. While your client’s testimony to this 
effect, standing alone, may be discounted, he will be aided materially in con- 
vincing the court of his good faith if his testimony is supported by such evidence 
as the testimony of an officer of an independent advertising agency as to the 
origin of the mark, a series of artists’ sketches showing its gradual development, 
inter-office memos or similar evidence. It is generally advisable not to rely 
entirely on your client’s initial recollection. You can often uncover helpful evi- 
dence of which he is unaware, or whose significance he fails to appreciate. 

If client’s mark has been used for some time, and his records do not offer 
convincing proof of the length and extent of this use, you may want to interview 
old employees who have left his employ and who will be able to testify to these 
facts; such evidence may often be obtained too from client’s customers; whole- 
salers or retailers, who have sold his goods. 

The second line of inquiry should be into the facts concerning the plaintiff's 
use of his mark. Here you hope to disprove the plaintiff’s claims as to the use 
of his mark. How do you know where to start, whom to interview? If the pre- 
trial examinations of plaintiff have been conducted with this problem in mind, 
you will usually have obtained the names of those who have knowledge of the 
plaintiff’s use of his mark in the areas and periods that are significant for your 
suit. Leads may also often be obtained from commercial reports on the plaintiff. 

In a recent case during pretrial examination, plaintiff had given us the 
names of three label manufacturers and testified that these companies had manu- 
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factured all the labels and tickets ever used by plaintiff. We visited the offices 
of these companies ; examined their records and were able to prove that plaintiff 
had not begun to purchase labels until a date some time after that alleged in his 
complaint as the date he first used his mark. 

Perhaps it should be pointed out here that the label companies were still 
selling labels to the plaintiff. Do not hesitate to interview someone solely because 
you feel he may be friendly to the plaintiff. Normally, you will not obtain much 
information from those still actually employed by, or associated with, the plain- 
tiff. However, with this exception, there are very few business men who cannot 
be persuaded to give you a statement of the facts as they know them. The 
greatest advantage of such statements is that you do obtain a true statement of 
the facts, before the witnesses recollection has been colored by conversations with 
the plaintiff or by a knowledge of the dispute. 

We have been successful, too, in disproving plaintiff's claims as to the 
extent of his advertising by newspaper and magazine searches, and by obtaining 
the records of publications in which he claimed to have advertised. 

Plaintiffs will often base their claim of prior rights on assignments from 
predecessor companies or individuals. You may find it possible to attack 
these. We were able in one case to obtain sworn affidavits from two predecessors 
of our opponent, both indicating that there had been an abandonment of the 
mark by them but no assignment or intent to assign good will. 

Of course, in attempting to gather evidence that there is no likelihood of 
confusion, a defendant is immediately faced with the principle that “negative 
evidence” of lack of confusion is of little value or is totally inadmissable. The 
courts point out that if some people are confused by the similarity of defend- 
ant’s mark, it is immaterial that many are not confused. The defendant should, 
however, vigorously attack the plaintiff’s evidence of confusion. 

What investigations can a defendant make that will be useful to him on the 
question of “confusing similarity”? One of the most effective pieces of evidence 
that can be presented on this issue by the defendant is a collection of other 
marks in actual use which are closer to the plaintiff’s mark than is your client’s 
mark. These may be found in the course of the usual trade-mark searches or by 
research in the trade. The knowledge of officers and employees of trade associ- 
ations for the trade or industry in which plaintiff operates are often excellent 
sources of information. It is particularly helpful to uncover uses of the identical 
mark by others which have been going on with the consent or acquiescence of the 
plaintiff. Needless to say, as many as possible of the other uses cited should be 
substantial and of long duration. 

Instances of misdirected mail, mail received by your client which was in- 
tended for the plaintiff, or vice versa, are often the immediate occasion for 
arousing a plaintiff and encouraging him to bring suit. You will often find, there- 
fore, that he attaches considerable importance to such evidence. You can learn 
of any such instances either from your client or during the pretrial examination 
of the plaintiff. It is definitely advisable to interview and obtain a signed state- 
ment from the originator of such a letter. You may well find that such misdi- 

rection resulted from a mistake that did not indicate any significant confusion 










41 T. M.R. THE DEFENSE OF TRADE-MARK 117 


of origin. In tracing such a letter in one case, in which plaintiff and defendant 
used identical marks, but on different goods, we found that the originator of the 
letter was a department store buyer. We were able to obtain a signed statement 
setting forth that the buyer had dealt with both plaintiff and defendant for many 
years; that he was well aware that there were two companies using this same 
mark but on different goods; that he never knew of any confusion arising from 
such use either in the trade or among his customers, and that in his opinion he 
did not think there was any likelihood of such confusion. The letter had been 
misdirected through a mistake of his typist. 

Depositions of members of the public are very frequently taken by the 
plaintiff prior to trial. Here the defendant will have notice of the taking of these 
depositions which will include the names and addresses of the witnesses the 
plaintiff intends to examine. There are two forms of investigation that may 
prove effective here. While it is not our practice, some attorneys interview the 
people whose depositions the plaintiff intends to take. It is possible that they are 
not in fact confused, or that they were misled by plaintiff's investigators, or you 
may discover what their testimony will be and obtain facts useful in preparation 
for cross examination. Another course which may be preferable on occasion is 
to refrain from interviewing the witnesses—but to make a thorough investigation 
concerning their background. You may uncover facts which will indicate that 
the witness does not have a good reputation for truth in the community, that he 
is prejudiced against the defendant; or you may be able to ascertain other facts 
that will be useful on cross examination, such as what newspapers and magazines 
are read by the witness, what stores he or she habitually shops, advertising of 
your client which would come to her attention, and which she never attributed 
to the plaintiff. 

You are well aware, of course, of the objections that may be made to the 
introduction in evidence of surveys by the plaintiff. When a survey has been 
admitted, it is definitely a good idea to check on its accuracy if time and your 
budget permit. This may be done even during the course of the trial. You may 
find, as we have found in the past, that some of the people whose names are on 
the questionnaires were never actually interviewed. This may be entirely un- 
known to the plaintiff or to the agency which supervised the survey. It is none- 
theless an explosive and damaging piece of evidence. You may find that 
although the questions themselves are not leading, the members of the public 
were led by the investigator. Your investigation may thus enable you to either 
destroy the effects of the plaintiff's survey completely, or, at least, to weaken it 
considerably. 

Where it is claimed that the plaintiff's mark is generic, or is descriptive 
and has not acquired secondary meaning, or the question of the distinctiveness 
of the marks is at issue, defendant may also find it helpful to introduce evidence 
of public knowledge or understanding. 

We could, of course, discuss at much greater length the techniques of con- 
ducting public surveys and of obtaining witnesses from among the public, and 
still only touch the surface of this problem. There is an interesting and informa- 
tive discussion of this subject by Julius Lunsford in the October issue of the 
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Trade Mark Reporter. The most important single thing to remember is to con- 
duct your survey as fairly as possible. We find it best to keep the questionnaires 
simple, the questions as few and as brief as possible. The survey should be con- 
ducted by individuals whose integrity and honesty will impress the court and the 
surveyors should be prepared to testify. A representative number of the members 
of the public who responded to the survey should testify at the trial. 

Persuading members of the public who have no interest in your suit to come 
to court to testify is extremely important in trade-mark and unfair competition 
litigation. Investigators who have had no training or experience in this work 
cannot be expected to be immediately successful in it. However, after you have 
acquired some experience in this work, you will find that the vast majority of 
those with some knowledge of the facts can be persuaded to testify. It is our 
experience that nine out of ten prospective witnesses, whether housewives, truck- 
drivers, business executives or professional men can be persuaded to testify if 
you are willing to expend the effort necessary to do so. Many or most will not be 
so persuaded on your first interview with them. Such arguments as the fact that 
you only desire them to state the facts as they know them, simply and clearly; 
that it is their duty to place the facts before the court; that testifying will be an 
interesting experience for them; that trade-mark trials are dignified proceedings 
before a single judge, are a few of the arguments you can offer. Patience, per- 
sistence, continued insistence on the fact that all you want them to state is the 
truth, and, of course, a pleasant approach will persuade many or most people. 
Where a person can give testimony that you consider vital to your case, and for 
which there is no acceptable substitute, but for some reason they refuse to testify, 
we have subpoenaed them without any harmful results. The average member of 
the public or business man, in our experience, will not perjure himself to injure 
you simply because he has been subpoenaed. 


Plaintiff's Witnesses: 

You will of course, find out all that you can about the witnesses you know 
will testify for the plaintiff. It is helpful to prepare a file on each of them, con- 
taining all the information in your possession which will be useful in cross- 
examination. If you have prepared for trial along the lines we have indicated, 
you will find that you have amassed a considerable amount of information about 
the witnesses who will testify for the plaintiff. You should examine their pre- 
trial examinations with case, noting all admissions you consider important, and 
any inconsistencies in their testimony and prepare a complete index of these 


examinations. 


Preparation of Witnesses and Exhibits: 
It is a truism that no trial lawyer will put a witness on the stand without 
having conferred with him, determining from the witness what his testimony is 
to be, and preparing him to some extend for cross-examination. 
The first thing we attempt to impress upon a witness in our discussions with 
him prior to trial, is that he is going on the stand to state the facts as he knows 
them to the court and for the court’s benefit. We make it very clear that his sole 
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task is to state what he knows truthfully, and that he is not here as a protagonist 
of our side of the case. We repeat to him again and again that in answering any 
question, his task is to state the facts truthfully, and that we neither expect nor 
desire that he try to frame his answers in a way that he feels is favorable to us. 
A witness who is on the stand “to help” the defendant, will usually do the de- 
fendant’s case more harm than good. Impressing upon the witness immediately 
that his only task, in either direct or cross-examination, is to tell the truth to the 
best of his ability, does more than any other single to put him at his ease and 
give him a feeling of confidence. 

We then tell the witness that we expect to ask him questions “along the 
following lines” and proceed to ask him questions. A witness will tend to answer 
the same question in the same way, if his answers are spontaneous. If a question 
elicits an unresponsive answer when you first ask it in your interview, it will 
undoubtedly elicit a similar answer at the trial, however much you may point 
out to him in the meanwhile that the answer first given was not responsive. 
You should reframe your question until you find the one that draws a responsive 
and direct answer spontaneously from the witness. This is the question to use 
at the trial. 

Similarly, the best way to prepare witnesses for cross-examination, we 
believe, is to ask the questions that you anticipate may be asked, rather 
than to tell them in narrative form what you think the other lawyer may ask. 
Here it is advisable to emphasize once more that they are to make full disclosure 
of the facts and not to attempt to conceal anything; in particular, they are freely 
to admit any conferences with counsel, the receipt of a subpoena fee, reimburse- 
ment for expenses, etc. They should, of course, be prepared for misleading 
questions, such as “Have you been paid to testify’?”. Unless prepared, many who 
have received a subpoena fee will answer “Yes” to that question. 

It is good practice to subpoena every witness whom you expect to testify. 
This insures against public witnesses failing to appear because of last-minute 
stage fright, is of great help in getting all witnesses there at the proper time, 
and gives every witness a sound answer to the question: “Why have you come 
to testify.” 

The witness should be familiarized with the exhibits you intend to introduce 
through him, and such exhibits should be readily available at the trial. 

We mention one type of exhibit that is particularly useful in trade-mark 
litigation. You shculd make up as large and impressive a collection as you can 
showing your client’s use and advertising of his mark. We often mount these in 
a large scrapbook. Page after page of specimens or clippings of advertising in 
newspapers and magazines, store cards and display material, etc., are far more 
impressive than a mere statement that defendant has used his mark extensively 
or has spent so many dollars a year in advertising. 



















41 T. M.R. 





TRADE-MARK BULLETIN 


RECOGNITION OF “RELATED COMPANIES” IN SWITZERLAND 


REFLEXIONS ON THE RECENT DECISION OF THE Swiss FEDERAL CouRT 
IN THE SUCHARD CASE 


By D. C. Maday* 


Ever since trade-marks have departed from their original function as mere 
indication of origin in the strict sense of the word, the problem whether and how 
a trade-mark can be legitimately used by other persons or companies on behalf 
of the registered owner has become more and more important. 

This particular problem can be approached from two angles: 

(a) The contractual license, where the trade-mark owner allows another person to 
use his trade-mark under specific conditions (use of the same manufacturing 
formula, etc.). The use of the trade-mark by the licensee is justified by virtue 
of a private agreement between two parties which need not be related other- 
wise. The payment of some sort of consideration (royalty) appears as a neces- 
sary economic element. 

(b) The so-called “related companies” situations, where closely connected companies 
use the same trade-mark. Here the basis for the use of the same brand is the 
common economical interest. The payment of a consideration or royalty appears 
not essential, because the benefits of one company inure automatically to the 


whole organization. 


In practice, the two above categories are frequently combined; more often 
than not a parent company concludes a written license agreement with its sub- 
sidiaries, providing for the payment of a royalty.!_ Nevertheless the distinction is 
useful for a better understanding of the different solutions adopted in the various 
national laws. 

There are no special difficulties in the so-called Civil-Law countries (notably 
France, Spain and most Latin American countries) where trade-marks have the 
same status as any movable property. Thus they can be the object of license or 
lease agreements under the general principles of private law. 

The problem is more difficult in the countries of Anglo-Saxon Law, where 
trade-marks are not protected as such, but as symbols of the goodwill of the 
business which they indicate.2, Before the new British Trade-Marks Act 1938 
came into force, the decisions of the British Courts consistently rejected not only 
assignments without goodwill, but also trade-mark licenses.* Section 28 of the new 
Act introduced licenses in the special form of the so-called Registered User which 
must be entered on the register; the Registrar must exercise his discretionary 


*Attorney at Law, Vevey (Switzerland). 
1. This because of fiscal advantages and others; notably royalties can often be trans- 
ferred with less difficulty from one country to another than dividends. 

2. Hanover Milling Co. v. Metcalf 240 U.S. 414; United Drug Co. v. Rectanus Co. 
248 U.S. 90; American Steel Foundries v. Robertson 269 U.S. 372; Dad’s Root Beer Co. v. 
Atkin 85 U.S.P.Q. 504, 40 T.M.R. 562. 

For Great Britain see Reddaway v. Banham 1896 A.C. 209/210. 

3. Bowden Wire Ltd. v. Bowden Brake Company Ltd. 30 R.P.C. 58 and 31 R.P.C. 385; 
Lacteosote Ltd. v. Alberman, 44 R.P.C. 211. However in 1933 the license of a trade mame 


was declared valid J. H. Coles Proprietary Ltd. v. Need 50 R.P.C. 379. 
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powers for safeguarding the public interest and notably for preventing any mis- 
leading effects. Like in the Civil-Law countries, the contractual element is actually 
essential; the British Trade-Marks Act does not contain any special provisions 
for related companies but there is no objection to a holding company owning 
trade-marks and appointing one or more of its subsidiaries as registered users. 

The system of the British Trade-Marks Act 1938 has also been adopted by 
various countries belonging to the group of the British Commonwealth.* 

Contrary to the law in the British Commonwealth and the Civil-Law countries 
the so-called related companies provisions of the Lanham Act (Sec. 5 in connec- 
tion with Sec. 45) require some sort of relationship which entails actual control 
over the quality of the goods sold under the trade-marks in question. Though the 
related companies provisions cover also contractual license arrangements between 
independent persons or companies (provided the required quality control is in 
fact established) it is clear from the wording and the history of the Statute that 
the Law was primarily intended for parent-subsidiary situations.5 

The international law has followed the general trend. At the London Con- 
ference of 1934 the Paris Convention was modified and Art. 5 C 3 permits the 
simultaneous use of the same trade-mark “by industrial or commercial establish- 
ments considered as joint owners of the mark.”® Though it is generally admitted 
that the term “joint owners” must not be interpreted in a technical sense, the 
present wording is not satisfactory and it is intended to modify Art. 5 C 3 at 
the next forthcoming revision of the Paris Convention. The last Congress of 
the International Association for Protection of Industrial Property, held in May 
1950 in Paris, has proposed a more liberal wording which is actually based on 
the element of control.®* 

The general tendency towards a more liberal trade-mark system has not yet 
been recognized in all countries; some national legislation, especially in Europe, 
still adheres to the conservative type; thus assignments must be effected “with 
goodwill” and often trade-mark licenses are not yet fully recognized.? 

Amongst others Switzerland is a typical example. Its trade-mark law dates 
from 1890 and in spite of several amendments the Statutes has maintained its 
original character. Apart from Art. 11 permitting only assignments with good- 





4. Notably Australia, New Zealand, Union of South Africa, India, Pakistan, Singapore, 
Malta, Gibraltar. 

See in this connection the articles of Harry L. Shnidermann and Leslie D. Taggart 
in “Trade-Marks in Transition;” Vol. 14 No. 2 of: Law and Contemporary Problems, Duke 
University; 1949 

. See for a case of real joint ownership the Tarantello case decided under the old 
English law 27 R.P.C. 573. 

6a. Translation from French: 

“If there exist relations or conventions between the trade-mark owner and legally 

distinct physical or juridical persons which ensure an effective control of the trade- 

mark owner with regard to the use of his trade-mark, then the said mark can also be 

used by such persons. 

Such use shall be deemed to be use by the trade-mark owner himself. The said 

trade-mark owner may also be a person without a business enterprise of his own. 

According to the national legislation each country of the Union shall take appro- 

riate measures to prevent the use of the trade-mark likely to mislead the public.” 

. Examples: Netherlands, Denmark, Norway, Sweden, Austria, Germany, Italy 
(where the requirement of assignments with goodwill was reintroduced in the new law of 
1942) Panama, Brazil. 
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will, Art. 7 requires that the registered owner of a trade-mark must qualify by 
having a regular industrial or commercial establishment in Switzerland or in 
his home country—thus strictly speaking trade-marks cannot be owned by holding 
companies. On the other hand, the Swiss Federal Court has held that trade- 
mark licenses are valid, provided there exists a close economic relationship 
between the parties concerned, such as to guarantee uniform quality of the 
products and to prevent misleading effects on the public.® 

In the light of the conservative character of the Swiss trade-mark law, the 
recent decision of the Swiss Federal Court in the Suchard case justifies special 
attention.? The significance of the Suchard case lies in the fact that it paves a 
way toward a more liberal rule which need not be confined to Switzerland. Indeed 
it shows how progressive Court decisions can overcome certain shortcomings of 
restrictive trade-mark legislation and thus cope with the intricate structure of 
modern business organization. The highest Swiss Court has in fact established 
a special legal status for holding companies with regard to trade-marks. It 
applied an extensive interpretation which actually amounts to a partial abrogation 
of the statute. 

The facts of the case are as follows: 

In 1930 the Swiss Suchard Company which hitherto manufactured and sold 
itself the well known Suchard chocolates in Switzerland (besides controlling 
various manufacturing subsidiaries in other countries) transferred the Swiss 
industrial and commercial business to a newly formed subsidiary. Henceforth 
the old company became a pure holding company, controlling the manufacturing 
and selling activities of its different subsidiaries, but without industrial or com- 
mercial establishment of its own. Following the advice of the Swiss Bureau of 
Industrial Property, the Swiss trade-marks were assigned to the newly formed 
Swiss subsidiary. Nevertheless, economically speaking, the trade-mark rights 
were always regarded as an asset of the parent company because they are actually 
an essential basic element of the goodwill and the business of the Suchard group 
as a whole. 

Two years ago, after reexamination of the trade-mark position, the legal 
advisers of Suchard arrived at the conclusion that an assignment of the Swiss 
registrations to the parent company should be possible, even under the existing 
Swiss law. As a test case the trade-mark VITACO was assigned in January 1949 
and upon refusal of the Swiss Bureau of Industrial Property to record the said 
assignment the case was brought before the Swiss Federal Court for final decision. 
In doing so, Suchard openly stated that they wanted to provoke a decision of 
principle. They admitted that the assignees (Suchard Holding S.A.) have no 
industrial or commercial establishment as provided in Art. 7 of the Statute; that 
the assignees did not intend to use their trade-mark themselves but through their 
Swiss subsidiary on a license basis; lastly that the transfer of the trade-mark 


8. Decisions of the Swiss Federal Court dated 6th February 1935 and 22nd November 
1946 published in the “Recueil Officiel” (cited R.O.) 61 II 61 & 72 II 426 (72nd volume, 
part II, page 426). 

9. Decision dated 29th November 1949 in Suchard Holding S.A. v. Swiss Bureau of 
Industrial Property, published R.O. 75 I 340. 
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VITACO did not satisfy the requirements of Art. 11 regarding assignments with 
goodwill. 

The Swiss Federal Court ordered the proposed assignment to be entered 
on the register. In the following we shall give a short outline of the motivation. 

The Court begins by pointing out that the original requirements of Art. 11 
(concerning assignments with goodwill etc.) have already been attenuated to 
some extent both by amendments of the law? and by the development of the 
jurisdiction (recognition of trade-mark licenses, etc). Therefore Art. 11 must be 
interpreted in a liberal way. The Court continues (p. 348): (Translation) 


“Art. 11 is not an obstacle to a transfer of the trade-mark VITACO from Chocolat 
Suchard S. A. (the Swiss subsidiary) to the complainant (Suchard Holding S. A.). 
In a comprehensive sense the requirement regarding the transfer of trade-marks 
together with the part of the business related to the products sold under the trade- 
marks in question appears to be satisfied if the assignor enables the assignee to 
manufacture himself or through others equivalent products,—in other words the 
assignor must in any case pass on the necessary elements for maintaining the 
essential quality of the products on which the goodwill of the trade-mark is based. 
At any rate this should appear sufficient for trade-mark assignments between persons 
or companies which are closely connected economically (cf. Art. 6 bis).” 


In the particular case the trade-mark VITACO could not be assigned with 
goodwill, because actually the Parent company never ceased to own and to 
control the manufacturing processes related to the products sold under the said 
trade-mark; indeed the proposed transaction appears rather as a re-transfer, 
intended to bring the legal set-up into line with the factual situation. There is 
consequently no danger that henceforth products of an inferior quality will be 
offered to the public under the same brand. 

Neither is there any objection to the proposed license relationship between 
the Suchard Holding S.A. and its subsidiary, which will use the trade-mark 
VITACO under the same economic conditions as in the past and without any 
detriment to the public interest. 

On the other hand the Suchard Holding S.A. as the assignees and new 
owners of the trade-mark VITACO must qualify by having an industrial or 
commercial establishment as provided in Art. 7. The only exception to this 
requirement is found in Art. 7 bis dealing with Collective Marks,’! but in the 





10. Notably Art. 6 bis which was introduced in 1939 so as to comply with the revised 
Paris Convention; actually it goes beyond the requirements of new Convention Art. 5 C 3. 
Art. 6 bis reads as follows: 
“Producers, industrials and merchants which are closely connected economically can 
register the same trade-mark, even though it will be used to designate products of the 
same kind, provided the use of such mark by the different registrants will not be mis- 
leading to the public or otherwise contrary to the public interest.” 
11. Art. 7 bis was introduced in 1928 and amended in 1939. Its most important parts 
read as follows: 
(1) Associations of industrials, producers or merchants with juridical personality are 
authorized to register trade-marks intended to designate the products manufactured or 
distributed by the members of the Association (Collective Marks); the Association can 
register such marks even though it does not itself possess an industrial or commercial 
establishment. .. . 
(2) As a rule Collective Marks are not transferable. The Swiss Federal Council can 
make exceptions. Art. 11 first paragraph (concerning assignments with goodwill) is not 
applicable to Collective Marks. 
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particular case Art. 7 bis is not applicable: a holding company cannot be 
regarded as an association of (independent) industrials, producers or merchants, 
neither would it be adequate to consider the subsidiaries as “members” of their 
parent company. 


Also Art. 6 bis (see footnote 10) cannot bring the right solution, because it 


provides that the trade-mark in question shall be used and registered simul- 


taneously by the various interested parties. 


lished and consecrated the general principle that a close economic relationship 
may reflect on the trade-mark situation. The Court goes on to say (p. 352): 


“Thus the legislator has recognized that the solidarity existing between the mem- 
bers of the same group can and must produce certain effects on the trade-mark 
field which, stricto jure, could only be justified in the presence of a single legal 
entity. .. . The same idea of economic solidarity imposes the conclusion that the 
complainant (i.e. the Swiss parent Company) can assert for itself the industrial 
character of its subsidiary. It would be artificial not to concede to a Holding com- 
pany the quality of an industrial or producer if it is not a mere investment or 
finance corporation, but an enterprise exercising industrial control and having as 
its principal objects to compound the common interests of different enterprises 
belonging to the same industrial group, to rationalize their production and to pro- 
vide also for their financial requirements. In granting every member of the group 
the benefit of its central management and of the services rendered by the central 
organization, the Holding company appears in a figurative sense as an industrial or 
producer, and thus it should be deemed to satisfy the requirements of Art. 7.” 
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However the said provision estab- 


Alternatively an application of Art. 7 bis concerning Collective Marks “per 


analogiam” would appear justified. In this connection the Court expresses its 


view as follows (p. 353) : 


“From the economical point of view such a Holding company—as in the case of 
the complainant—appears as a reunion of all its manufacturing subsidiaries; and 
provided these subsidiaries are actually controlled by the Holding company, the 
position is the same as if they were members of their parent company. In manu- 
facturing products under the trade-marks registered in the name of the Holding 
company these subsidiaries are in a position equivalent to the position of the indus- 
trials, producers or merchants, who are members of an Association as provided in 
Art. 7 bis and use a Collective Mark registered in the name of the Association 
which does not itself exploit any enterprise.” 


The Swiss Federal Court concludes (p. 354) : 








Consequently one must admit as a principle that Holding companies can reg- 
ister trade-marks in their own name even though they are not directly exploiting 
an enterprise or a commercial establishment; the use of the trade-marks by the 
affiliated companies must be considered as a use by the Holding company. . . How- 
ever such rights can only be granted to Holding companies exercising an indus- 
trial control (Industrial Holdings) at the exclusion of investment companies which 
content themselves by acquiring financial participations in various enterprises of 
a particular kind. The economical structure of these investment companies would 
not justify to treat them like members of an Association in the sense of Art. 7 bis, 







(3) The rights emanating from the registration of a Collective Mark can only be 


asserted by the Association . . . This applies also to claims for damages which have 
been caused to one of the members in connection with an infringement of the Collective 


Mark.” 
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neither can they be considered to have an industrial or commercial activity, . . 
On the other hand, if a Holding company loses its character as a company of indus- 
trial control after having effected the registration of trade-marks intended to be 
used by its subsidiaries, one must apply Art. 7 bis. §5, providing that any interested 
person can demand the cancellation of a Collective Mark which has been used con- 
trary to its purpose or in such a manner as to mislead the public.” 


The Suchard decision shows two prominent features: 


First, it stresses the elements of economic and industrial control whilst little 
weight is given to the contractual arrangements between the parties. This is 
in line with previous decisions of the Swiss Federal Court recognizing “licenses” 
of trade-marks only in cases of close economic relationship (see footnote 8). 
Thus the Swiss jurisdiction actually follows the pattern of the related companies 
provisions of the Lanham Act. 

Second, the admittedly sound economic requirements prevail over a formal- 
istic legal point of view.'* In this respect the Court merely follows. certain 
examples set in other fields of the law, notably in the sector of taxation. 

However on Appeal the Superior Court of the Canton of Zurich confirmed 
on 13th October 1950 the findings of the District Judge and denied the desired 
injunction. In view of the close economic relationship between all members of 
the Unilever group the American and the Swiss Lux soap were considered as 
goods of the same quality and “origin”; the Court concluded that prima facie 
the trade-mark rights of the Swiss Lux soap manufacturer were not infringed 
because the soap imported from the United States was likewise original Lux 
soap, manufactured by another subsidiary of the same Unilever group. 

Of course the outcome of these summary proceedings with regard to the 
demanded temporary injunction does not determine the legal position which 
must be settled before the ordinary Courts. Yet it was the economic unity of 
the Unilever group as a whole which motivated the refusal of an interlocutory 
injunction; and because of the said economic relationship the position of the 
Swiss manufacturer of Lux soap will also be less favourable than it would be 
otherwise before the ordinary Courts. 

But after all one cannot always have advantages and why should “related 
companies” be an exception? 








12. There is a striking similarity with the so-called Radiation case decided by the 
British Comptroller-General on 16th July 1929. Although the old British trade-mark law 
repelled trade-mark licenses in any form the Comptroller held that a Holding company 
without manufacturing or selling activity, but exercising an effective industrial control 
over its subsidiaries, was authorized to register the trade-mark Radiation; he considered 
the Holding company and its subsidiaries as a single economic entity and stated that the 
trade-mark RADIATION, used by different subsidiaries, actually identified the products of 
the group as a whole. See In re Radiation Ltd., 47 R.P.C. 42/3 (no appeal to the Courts 
was taken). 
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HOW TO QUICK-CHANGE A BRAND NAME* 


by Louis F. Thomann** 


To erase completely all traces of a brand name that had been built by more 
than 40 years of consistent advertising and merchandising and to replace it with 
an entirely new name is a difficult job on any schedule. But when a rigid time 
schedule is involved, it becomes a real headache. 

This tough problem has been so successfully solved by Plomb Tool Co. and 
its advertising agency, Willard G. Gregory & Co., both of Los Angeles, that 
its newly named Proto line of mechanics’ hand tools has remained a sales leader 
in its field. What makes the change even more noteworthy is that it was accom- 
plished during a period of falling sales in the industry, and that the change had to 
be made within a set time. 

The change was made necessary by legal action! based on a claim that the 
former trade-mark was so like that of another manufacturer as to cause confusion. 
The court set a timetable for getting the name changed. 

The question that came to mind immediately was: What have others done in 
changing their trade-marks? All available sources of material, including articles 
in Printers’ Ink, were searched for answers. From this fundamental beginning 
the details of name-changing were listed. The 143 different things to be done on 
this original list were then classified by degrees of immediacy; (1) triple rush, 
(2) double rush, (3) rush and (4) soon as possible. Items that were delegated 
to the advertising agency as its specific duties in the project were underlined in 
red. The check list was revised at about four-month intervals, and since some of 
the things were of a continuing nature and others were being added to be sure 
that nothing was overlooked, the total number of items listed was soon jumped 
from 143 to 252. A few of these were: 

¢ Conversion of all display boards at the retail level. 

* Box labels and printing on boxes, envelopes and cartons. 

¢ Display cards with merchandising kits, tool instruction tags and sheets, 
enclosures and decals. 

¢ All signs, including those within the company’s plants in Los Angeles 
and Jamestown and to some extent subsidiary factories. 

¢ Trade-mark listings in various national catalog compilations plus all tele- 
phone directories wherever wholesalers or retailers might have brand-name listings. 

¢ Printed forms of all kinds, including distributors’ letterheads as well as 
inter-office material and, of course, order blanks, price lists and discount sheets. 
¢ Advertising copy run by retailers and paid for by them, including spot radio 


announcements. 
. bs , 
¢ Films, book matches, mechanics’ caps, postage meter slug, nameplates for 


tool chests. 





_ * Copyright 1951 by Printers’ Ink Publishing Company, Inc. Reprinted by special per- 
mission. 
** Western Editor, Printers’ Ink. 
1. See Plomb Tool Company v. Fayette R. Plumb Inc., 39 TMR 114, 138. 
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* Catalogs and supplements. 
¢ Trade-show exhibits. 


Taking Care of Every Detail 

Working with a master card file of where every retail display board had 
originally been sent, the company in every case made a change-over to Proto by 
using self-adhesive labels. These boards had been loaned free to the stores for dis- 
playing the tools after salesmen approved the outlets. Having such a card file 
record was a lifesaver in this task, and the dealer list in this way was brought up to 
date. To make sure the change was made on all boards took considerable corre- 
spondence, and a complete record was kept by the company. Enclosed certification 
cards were sent back by retailers when they had completed the task. Valuable as- 
sistance from distributor salesmen helped accomplish this important assignment. In 
all the direct mail sent to retailers urging them to make the change on their boards, 
the company emphasized how its advertising and other sales helps were working to 
mutual advantage in putting across the new name. The advertising department 
suggested pointers for increasing sales at the retail level. One letter was sent by 
registered mail to make sure that at least one communication on the subject reached 
every location where a board had been shipped. 

Where certification was not received within a given period of time, Western 
Union was hired to have its messenger boys complete the display boards’ conver- 
sion by doing the job themselves. 

While changing the display boards was probably the largest single task in the 
entire project, there were others that required about as much police work to be 
certain they were done without exception. An alert sales force and informed zone 
sales managers helped enormously in seeing the work through to completion. 
Meetings of the sales managers were held periodically, and letters went regularly 
to all salesmen, other key people in the company and customers (wholesalers, dis- 
tributors and jobbers). Letters to customers’ resale accounts (retailers) told them 
the story of what had to be done and kept them informed of progress. 


Importance of Advertising 

From the start of the process, management recognized the important role cut 
out for advertising, and the appropriation was practically doubled because it was 
based on the job to be done. At one time early in the changeover period when it 
was vitally important to put across the new trade-mark, the advertising investment 
was running about 2% times the normal percentage of sales. Management knew 
it was in a very critical position, and that unless the job was done rapidly, not only 
the product but the entire business itself might go by the board. Also it was nec- 
essary to prevent undue loss of distributors and jobbers handling the line. Not one 
of approximately 2,000 customers was lost. 


Ads in the announcement series on the change to Proto were as different as 
possible from insertion to insertion, several approaches being used. There were 
frequent insertions. Before running the first ad, a series of 10 ads was made up 
and shown to 100 tool users to see which would appeal most. Five were selected, 
including two the company and agency would never have chosen. 
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Origination of Name, Proto 


Choice of the name, Proto, came after considerable suggesting, tossing out 
and mulling over possible names. After Proto was decided upon, the question 
came up how it would be introduced. (1) Should it be tied to the Greek word 
meaning first in the field? or (2) should it be interpreted to mean Professional 
tools? A survey resulted in a resounding preference for the latter. 

During the course of changing a trade-mark, several extra benefits can be 
realized as the result of having to revamp things. Besides bringing the retail 
outlet card list up to date for future mailings, there was the opportunity to improve 
the company’s catalog. It was completely revised for easier reading, more logical 
arrangement, more effective indexing, more data and a uniform appearance. 

Another point to consider in name changing is how to hold down on costs in 
ordering replacement supplies. Very careful watching over literature and wise 
disposition of old material assured minimum loss and waste. Many thousands of 
dollars were saved on Proto’s project by putting the advertising department in 
charge of these details, including approval of all new forms and stationery. 


TRADE SLOGANS 


In accordance with our custom, we publish below trade slogans received 
and entered on the records of this Association as evidence of the owners’ claim 
thereto: 

“We Take Better Care of Your Car” Standard O1l Company of California 
“Three Chimes Mean Good Times on NBC” ..cccccccseseeeeeeeedV ational Broadcasting Company 
“Million Proof” RCA Victor Division of RCA 
“The Quality of RCA Tubes Is Unquestioned” RCA Victor Division of RCA 
“RCA All the Way” Radio Corporation of America 
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PART II 


CHAPPELL ET AL., DOING BUSINESS AS THE BAMA COMPANY v. 
GOLTSMAN ET AL. 


No. 13175—C. A. 5—December 19, 1950 


CouRTS—PLEADING AND PracticE—MOotTIONS FOR SUMMARY JUDGMENT 


While Rule 12(b) of the Federal Rules of Civil Procedure permits raising of 
affirmative defenses by motion to dismiss and vests court with discretion to treat such 
motion as one for summary judgment, disputed issues of fact cannot be resolved by 
affidavits, nor may affidavits be treated, for purposes of motion for summary judgment, 
as proof contrary to facts pleaded in complaint. 

Summary judgment is authorized only where no genuine issue remains for trial. 

Questions of intent, unfair competition and perfidious dealings should not be disposed 
of without trial on the merits. 

On facts of record held that basis of lower court’s opinion was not that there were 
no genuine issues to be tried, but rather that there were such issues which it erroneously 
proceeded to decide adversely to appellants. 


Appeal from Middle District of Alabama. 

Trade-mark infringement and unfair competition suit by A. N. Chappell 
and S. M. Chappell, copartners doing business as The Bama Company, against 
Ben R. Goltsman et al. Plaintiffs appeal from dismissal of complaint. Reversed 
and remanded. 


Henry L. Jennings and Francis H. Hare, of Birmingham, Ala., for appellants. 
John C. Godbold and Richard T. Rives, of Montgomery, Ala., and Beekman 
Aitken, of New York, N. Y., for appellees. 


Before McCorp, BoraAu and RusseE.t, Circuit Judges. 


BoraH, C. J.: 

Plaintiffs-appellants, as the registered owners of the trade-mark “Bama’ 
for various food products including blackberry preserves, blackberry jellies and 
blackberry jams, brought this suit to enjoin defendants-appellees from us.ng the 
word “Bama” in connection with the sale of blackberry wine and for an account- 
ing of profits, damages, costs and destruction of infringing labels. 

In response to the complaint the defendants moved to dismiss the action on 
the ground, amongst others, that the complaint failed to state a claim upon 
which relief could be granted and in support thereof presented the affidavit of 
Ben R. Goltsman. Also, and without voluntarily submitting to the jurisdiction 
of the court, the defendants filed an answer and counterclaim. 

In their answer defendants admit registration of the trade-mark by plain- 
tiffs but deny validity of the registration because, as they say, it is a geographic 
expression. They also admit receipt of notice from the plaintiffs to cease and 
desist from the use of the word “Bama” in the sale of their products. All other 
averments of the complaint are denied with this notable exception that defend- 
ants do not in their answer specifically deny the interstate character of their 


’ 
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business. As affirmative defenses the defendants plead and say: (1) That defend- 
ants sell no food products under their trade-mark “Bama” but limit their use of 
the trade-mark exclusively to wines; that plaintiffs do not sell wines but rather 
sell food products and that the goods of the two companies are not sold in the 
same stores or in competition and that there does not now exist and there is no 
reason to expect that there will be any confusion in the minds of purchasers 
between the goods of plaintiffs and the goods of defendants; (2) that there is 
such a marked difference in the appearance of the labels that ordinary shoppers 
would not be confused as to the source of origin of defendants’ wine; (3) that 
the trade-mark ‘‘Bama” is the nickname of the State of Alabama and plaintiffs 
have no right to its exclusive use since they do not allege that said geographical 
term has secured a secondary significance as designating goods manufactured by 
the plaintiffs alone and that the term “Bama” is in use by certain named bus- 
inesses operating in the State of Alabama; and finally, (4) that the goods of the 
parties are of different descriptive properties and no confusion is likely to result 
from their sale under identical trade-marks since they are sold in different stores 
to an entirely different class of purchasers. 

A hearing was had on the motion and thereafter the court filed its opinion! 
and order granting the motion to dismiss. In its opinion the court held that 
plaintiffs have nc right to the exclusive use of the word “Bama”, a nickname of 
the State of Alabama which, through long general use, has lost all elements of 
originality and distinctiveness, and that such a symbol or device is available for 
use as a trade-mark for all who fairly and in good faith choose to make use of 
it. The court further held that any element of bad faith, unfair competition, or 
perfidious dealings is lacking by reason of the fact that defendants are engaged 
in a completely different type of business from that of the plaintiffs. Moved by 
these considerations and “in the light of the attendant circumstances” among 
which is the fact that there were other registrations of the word “Bama” the 
court concluded that plaintiffs had failed by their pleadings to make out a case 
of trade-mark infringement or unfair competition. In its order dismissing the 
complaint the court retained jurisdiction to reinstate the bill of complaint and 
grant the relief prayed for in the event the defendants failed and refused within 
thirty days to comply with the court’s requirement that all advertising matter 
and wine labels show that the wine is bottled and sold by the Alabama Growers 
Association or Ben R. Goltsman and Company. Upon entry of the order plaintiffs 
promptly moved that same be vacated and set aside and a rehearing granted on 
the ground that the court had erred throughout in its findings and had reached 
a determination in these matters without affording to plaintiffs the opportunity 
of producing evidence relative thereto. Attached to the motion were three 
affidavits supportive of the allegations of the complaint, the substance of which 
were that the word “Bama” as used by plaintiffs had acquired a secondary 
meaning in connection with products for human consumption and that confusion 
had already been created in the minds of the public due to the conflicting use 
of this trade-mark for wine by the defendants; and that the trade-mark regis- 







1. Chappell v. Goltsman, 88 F. Supp. 784. 
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trations cited in the answer were taken out subsequent to plaintiffs’ registration 
and were not used in commerce to any extent that would lead to confusion. The 
motion was denied and this appeal followed. 

In its memorandum denying plaintiffs’ motion to vacate and set aside the 
original order the court referred to the fact that plaintiffs were demanding their 
day in court to offer evidence in support of their contention that the acts of the 
defendants as charged are calculated and intended to deceive the public into 
the belief that the products sold by the defendants are products placed upon the 
market by plaintiffs. It noticed the fact that the complaint does not allege and 
that plaintiffs do not contend that they ever have in the past or ever intend in 
the future to manufacture or sell wine of any kind. It referred to the recital 
in the answer that defendants’ product is sold only to the Alabama Beverage 
Control Board, and judicially noticed that such wine is sold in Alabama only 
from State liquor stores or from places which have permits from the Beverage 
Control Board, and that the places in which plaintiffs’ products are sold are not 
permitted by law to sell wine. The court then ruled: “After weighing these facts 
as established by the pleadings in this case and the affidavit(s) offered in sup- 
port of defendants’ answer, this court believes and so finds that the plaintiffs 
would not be able to offer any substantial evidence in support of the allegations 
contained in the bill of complaint.” 

It is apparent that the court accepted as an established fact all of the aver- 
ments contained in the answer and affidavit of Goltsman and completely dis- 
regarded as unimportant the averments of the complaint in respect to the long 
continued use of the trade-mark ; the fact alleged that plaintiffs’ trade-mark has 
become identified with plaintiffs’ products and business to the exclusion of all 
others and has thus acquired a secondary meaning; the averment that the simi- 
larity of defendants’ trade-mark to the trade name The Bama Company will and 
does embarrass and obstruct the business of plaintiffs, cause confusion and mis- 
take, and deceives the public, and that the adoption by the defendants of a trade- 
mark so similar to plaintiffs’ trade name and trade-mark is injurious to the 
reputation, credit, and good standing of the plaintiffs; and last but by no means 
least, the averments which charge preconceived intention to injure plaintiffs, 
fraud and bad faith. 

Since it affirmatively appears that the affidavit of Goltsman was not excluded 
but, upon the contrary, was received and considered by the court in arriving at 
its conclusion, and since the parties agree that the motion granted was defend- 
ants’ motion for summary judgment, and since there is no claim on plaintiffs’ 
part that the court did not afford them the opportunity to submit counter affi- 
davits, it follows that the motion to dismiss should be treated as one for summary 
judgment and disposed of as provided in Rule 56,? even though the trial court 
did not denominate it as such. 

Rule 12(b)* provides that “* * * If, on a motion asserting the defense num- 
bered (6) to dismiss for failure of the pleading to state a claim upon which relief 


2. Rule 56, Federal Rules of Civil Procedure, 28 U. S. C. A. 
3. Rule 12(b), Federal Rules of Civil Procedure, 28 U. S. C. A. 
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can be granted, matters outside the pleading are presented to and not excluded 
by the court, the motion shall be treated as one for summary judgment and 
disposed of as provided in Rule 56, and all parties shall be given reasonable 
opportunity to present all material made pertinent to such a motion by Rule 56.” 

Rule 56(c) authorizes summary judgment only “if the pleading, depositions, 
and admissions on file, together with the affidavits, if any, show that, there is 
no genuine issue as to any material fact and that the moving party is entitled to 
a judgment as a matter of law.” 

Rule 12(b) clearly permits a defendant to raise affirmative defenses in bar 
by a motion to dismiss for failure to state a claim and vests the court with discre- 
tion to treat such a motion as one for summary judgment. But disputed issues of 
fact cannot be resolved by affidavits, nor may affidavits be treated for purposes 
of the motion for summary judgment as proof contrary to well pleaded facts in 
the complaint. Farrall v. District of Columbia Athletic Union, 153 F. 2d 647. It 
is only on the basis of a showing that there is no genuine issue of fact as to the 
existence of the affirmative defense that the court is authorized to sustain the 
motion and dismiss the action on that ground. Summary judgment is authorized 
“only where the moving party is entitled to a judgment as a matter of law, where 
it is quite clear what the truth is, that no genuine issue remains for trial, and that 
the purpose of the rule is not to cut litigants off from their right of trial by jury 
if they really have issues to try.” Sartor v. Arkansas Gas Corp., 321 U. S. 620, 
627. It is no part of the court’s duty to decide factual issues but only to determine 
whether there are any such issues to be tried. Hawkins v. Frick-Reid Supply 
Corporation, 5 Cir., 154 F. 2d 88; Lane Bryant Inc. v. Maternity Lane, 9 Cir., 173 
F. 2d 559 [39 T. M. R. 299]; Butcher v. United Electric Coal Co., 7 Cir., 174 F. 
2d 1003. 

We are of the opinion that the District Court erred in not adhering to these 
principles. It seems clear to us that the basis of the court’s opinion was not that 
there were no genuine fact issues, but rather that there were such issues which 
it proceeded to decide adversely to appellants, although the motion raises ques- 
tions of intent, unfair competition and perfidious dealings which ought not to 
have been disposed of by summary judgment and without trial on the merits. 

The order of the District Court will be reversed and cause remanded for 
further proceedings not inconsistent with this opinion. 

McCorp, C. J., (dissenting) : 

While I believe my learned brothers have correctly stated the law in the 
majority opinion, I cannot bring myself to agree with the result reached by them 
in this case. To my mind, an affirmance of the instant case would accord with 
the rule that a summary judgment is appropriate “where the moving party is 
entitled to a judgment as a matter of law, where it is quite clear what the truth 
is, (and) that no genuine issue remains for trial.”” See American Ins. Co. v. 
Gentile Bros. Co., 109 F. 2d 732, 735; Cf. Sartor v. Arkansas Gas Corp., 321 
U. S. 620, 627 ; Farrall v. District of Columbia Athletic Union, 153 F. 2d 647. 

Appellants could never attain any right to the exclusive use of the word 
“Bama,” for it is common knowledge that such is the generally used and accepted 
nickname for the State of Alabama. As such, it has merely geographical and 
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descriptive significance, and is incapable of being exclusively appropriated to 
the use of anyone. See Elgin National Watch Co. v. Illinois Watch Case Co., 179 
U. S. 665; American Wine Co. v. Kohlman, et al., 158 F. 830. The geographical 
significance of the term, “Bama,” would certainly seem proper matter for judicial 
notice, under the rule that “courts will take notice of whatever matters are 
known, or ought to be generally known, within the limits of their jurisdiction, 
upon the theory that justice does not require that courts be more ignorant than 
the rest of mankind.” Amer. Jur., Evidence, Vol. 20, p. 48. It undoubtedly satis- 
fies the requirements of the rule as being matter of common and general knowl- 
edge; and authoritatively settled as opposed to doubtful and uncertain; and it is 
so known and recognized within the limits of the jurisdiction of the court. 
Amer. Jur., Vol. 20, p. 48, p. 51. 

I believe this case should be affirmed because there is no genuine issue 
presented as to any material fact, and the defendants were therefore entitled to 
summary judgment as a matter of law. Rule 56(c), Federal Rules of Civil 
Procedure. I cannot conceive of a trial on the merits of this complaint, no 
matter how full or fair, which could logically lead to any different result than 
that reached by the district court, for to my way of thinking the lack of a 
genuine issue for trial is readily apparent from the pleadings. The charges of 
bad faith, unfair competition and perfidious dealings as set forth in the complaint 
are wholly lacking in legal substance and foundation in view of the admitted 
fact that defendants are engaged in a completely different type business from 
that of plaintiffs from which no actual unfair competition of the character 
alleged could legally ensue. Moreover, any showing which plaintiffs might make 
upon a trial to the effect that the word “Bama” had acquired a secondary mean- 
ing in their favor, if any such showing could be made, manifestly could not 
enlarge a right to the exclusive use of the term which did not theretofore exist. 

I conclude solely as a matter of law that in view of the numerous other 
registrations of the word “Bama” for commercial purposes and its many known 
trade uses to the public at large, any elements of originality and distinctiveness 
which may have ever adhered to the expression have long since been lost. I 
would affirm the judgment, and I therefore respectfully dissent. 
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JEWEL TEA COMPANY, INC. v. KRAUS 
No. 10154—C. A. 7—December 5, 1950 


TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—BasIs OF RELIEF—GENERAL 
Facts of each case determine whether claim based upon unfair competition exists. 
Common law of trade-marks is but a part of broader field of unfair competition. 
Defendant’s practice of establishing stores in vicinity of plaintiff’s stores held 

sufficient to show that defendant did not take reasonable precautions to avoid confusion. 


Courts—Conr.ict oF LAws—ApPpLicaBLE Law 
In unfair competition suit, based upon diversity of citizenship, federal court here 


must follow law of State of Illinois. 
TRADE-MARKS AND TRADE NAMES—ACQUISITION OF RIGHTS—PARTICULAR INSTANCES 
The word “Jewel” held not coined or fanciful but a weak and widely used mark, 


with some of the characteristics of a generic or descriptive word. 
If a generic term has acquired a secondary meaning, late users must adopt means 


to avoid public deception. 
Trial court’s finding, that word “Jewel” had acquired secondary meaning, in Chicago 


and suburbs, identifying plaintiff’s grocery business, held not clearly erroneous. 
TRADE-Marks—Goops OF DIFFERENT DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Ice-cream held not of the same descriptive properties as dairy products such as 


butter, cheese, milk and cream, 
TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION— SCOPE OF RELIEF — PARTICULAR 


INSTANCES 
On facts of record, trial court held justified in granting injunction restraining defend- 


ant from using the word “Jewel” in his trade name, in Chicago and its suburbs. 

In view of defendant’s priority of use of “Jewel” in trade-mark sense, on ice-cream 
as distinguished from other dairy products, held that injunction will be modified to 
preserve to defendant right to sell ice-cream marked “Jewel Fine Ice Cream,” but 


without referring to “Jewel” as any part of defendant’s trade name. 
Costs assessed to be paid two-thirds by defendant and one-third by plaintiff. 


Appeal from NortTHerRN District OF ILLINOIS. 
Trade-mark infringement and unfair competition suit by Jewel Tea Company, 
Inc. against Charles Kraus. Defendant appeals from judgment granting injunc- 
tion to plaintiff. Modified and affirmed. 

Leslie M. Parker and Avern B. Scolnik, of Chicago, IIl., for plaintiff. 

Francis V. Healy, Robert G. Dreffein, and Arthur Abraham, of Chicago, Ill. for 


defendant. 
Before Major, Chief Judge, and Kerner and Durry, Circuit Judges. 


Durry, C. J.: 

Plaintiff brought this action alleging trade-mark infringement and unfair 
competition. The claim that there was trade-mark infringement was dismissed, 
because of the local, intrastate nature of defendant’s business, however, the dis- 
trict court sustained the plaintiff’s claim as to unfair competition and entered 
a judgment and decree, permanently enjoining and restraining defendant from 
using the word “Jewel” or any name similar to or in imitation thereof in the 
names of his stores, and in, about or in connection with the conduct and oper- 
ation of his business in the city of Chicago, its suburbs, and the State of Illinois. 

Jewel Tea Company was incorporated as an Illinois corporation in 1904. 
Jewel Tea Company, Inc., the plaintiff herein, is a New York corporation incor- 
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porated on January 14, 1916, and was authorized to do business in Illinois on 
January 16, 1916. Plaintiff acquired the assets of the previously incorporated 
Illinois corporation. On March 8, 1932, Jewel Food Stores, Inc., was incorpo- 
rated as a New York corporation. It merged with plaintiff on February 19, 1934. 

In the beginning plaintiff engaged in merchandising certain food products 
by means of wagons and trucks. At the time of trial plaintiff had routes for 
door-to-door delivery in 41 States. From March 11, 1932, until the merger on 
February 19, 1934, Jewel Food Stores, Inc., as a subsidiary of plaintiff, operated 
a chain of retail grocery stores in Chicago and suburbs. At the time of the trial 
plaintiff operated 150 retail food stores in the Chicago area, including four in 
Berwyn, two in Cicero and seven in Oak Park, under the-name “Jewel Food 
Stores, A Department of Jewel Tea Co., Inc.” Since February 19, 1934, the name 
“Jewel Food Stores, Inc.” has not been used as a corporate name by plaintiff. 

Plaintiff’s business is nationwide in scope and from 1936 to 1945 plaintiff 
spent $1,500,000 in advertising its business conducted in its stores. In 1945 its 
total store business was in excess of $37,000,000, of which more than $4,000,000 
was from the sale of dairy products. Plaintiff first sold ice cream in its stores 
commencing in February, 1945, and sold it in packages bearing the name “Jewel” 
since August 1, 1946. 

Plaintiff first used the word “Jewel” on a store sign on November 1, 1932. 
At the trial it was stipulated, ‘““No store or other establishment has been found 
dealing in food of any sort under the name ‘Jewel’ prior to plaintiff’s opening of 
their food stores as stipulated hereinabove.” On November 1, 1934, plaintiff 
first installed a, sign on one of its stores, containing the word “Jewel” in large 
letters and the words “Food” and “Store” on either side in smaller letters. In 
every store sign used by plaintiff since November, 1932, on the outside of its 
store buildings, which signs were visible to the public, the word “Jewel” appeared 
in letters twice as high and wide as the letters in other words appearing on the 
sign. The words “Jewel Tea” have never been used in combination on store signs 
by the plaintiff or by Jewel Food Stores, Inc. In 1945, 16% of the grocery items 
sold by plaintiff in its stores bore the name “Jewel.” 

Plaintiff uses one of three types of signs on its stores: The type most com- 
monly used has the word “Jewel” in the center and has two side panels, the one 
on the left containing the words “Serve Yourself” and the one on the right con- 
taining the words “Save Money.” In the second type the word “Jewel” is in the 
center while the left panel contains the word “Food” and the right panel con- 
tains the word “Store.” And in the third type only the word “Jewel” is used. 

Defendant entered the milk business in 1930 in Cicero, Illinois, operating a 
retail dairy selling milk, cream, butter, eggs and cheese. In 1934 defendant 
opened two retail milk stores in Cicero, specializing in the sale of milk in gallon 
jugs. At the time of the trial defendant owned and operated eight stores located 
in Berwyn, Cicero and Oak Park. One of defendant’s stores was located im- 
mediately adjacent to and in the same building as one of plaintiff’s stores; one 
was located five doors from the nearest store of plaintiff; and the remaining six 
were located respectively, 1, 2, 6, 7, 14 and 17 blocks distant from the nearest 
store operated by plaintiff. 
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The largest volume of defendant’s business is in the sale of dairy products, 
but he also sells a line of miscellaneous grocery items. The word “Jewel” or 
Jewels” in combination with the word “Dairy” was first used by defendant on 
a milk and dairy store in 1940. The name “Jewel” was first placed by the defend- 
ant on a product—ice cream—in 1940. On September 30, 1946, defendant, doing 
business as Jewel Milk Stores, registered the name “Jewel” with the Secretary 
of the State of Illinois, and was issued a certificate of registration. The word 
“Jewel” has not and presently is not being used by, defendant on any product 
other than ice cream. In 1945 defendant’s total business amounted to $300,000. 

Contending that the likelihood of confusion is negligible, defendant points 
to a number of differences in the physical characteristics and methods of oper- 
ation between plaintiff's and defendant’s stores: plaintiff’s stores are larger than 
defendant’s, and are largely self-serviced, thus involving a difference in interior 
arrangements; defendant’s stores are open Sundays, holidays and until eleven 
o'clock in the evening, whereas plaintiff’s stores are closed at such times (at least 
they were prior to the time of the trial) ; plaintiff does not sell milk in gallon or 
half-gallon containers whereas such sales are large items of defendant’s business ; 
defendant uses window signs, “Jewel Milk Stores,” in which the word “Jewel” 
is in script in white letters on a black background, whereas in plaintiff’s signs 
the word “Jewel” is not in script and is in black letters on a white background ; 
plaintiff’s employees wear distinctive uniforms, whereas those of defendant do 
not ; and further, defendant’s stores do not sell fruits, vegetables and fresh meats. 

The district court found that the plaintiff had so identified the word “Jewel” 
with itself in connection with the retail grocery business in Chicago and suburbs 
as to give it a secondary meaning as applied to the business in which it is 
engaged ; that defendant is a subsequent user of the word “Jewel” and that the 
businesses conducted by plaintiff and defendant are so similar that there has 
been and there will be a likelihood of confusion by the public, trade and cus- 
tomers ; that the testimony disclosed instances of actual confusion between plain- 
tiff’s and defendant’s stores ; and that there existed in the minds of the public an 
association between the word “Jewel” and the plaintiff’s business. 

There is no hard and fast rule by which it can be determined when a court 
should interfere by injunction to prevent unfair methods of business. Many of 
the decisions on the question of unfair competition seem to be in conflict. One 
line of cases adopts a narrow rule of construction, where the word appropriated 
as a trade-mark or trade name was originally descriptive and thus is not dis- 
tinctive, while another line of cases extends broad protection where the trade- 
mark or trade name is arbitrary and fanciful. Consideration is also given in 
many cases as to whether the trade-mark or trade name is “strong” or “weak.” 
In other cases the matter of prime concern is whether competition actually 
existed between the parties in the dispute. 

Whether a claim based on unfair competition exists depends upon the peculiar 
facts of each case. Sinko, et al. v. Snow-Craggs Corp., 7 Cir., 105 F. 2d 450, 452 
[29 T. M. R. 524]. Generally speaking, however, it can be said that in all cases 
of unfair competition it is the principles of old-fashioned honesty which are con- 
trolling. Radio Shack Corp. v. Radio Shack, Inc., 7 Cir., 180 F. 2d 200, 206 
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[40 T. M. R. 211]. Also we must follow the rule stated by the Supreme Court in 
Pecheur Lozenge Co., Inc. v. National Candy Co., Inc., 315 U. S. 666 [32 T. M. R. 
194] ; Fashion Originators’ Guild of America, Inc., et al. v. Federal Trade Com- 
mission, 312 U. S. 457, and apply the appropriate State law, which in this case 
is that of Illinois. 

The word “Jewel” has been widely used in connection with various products. 
It has been registered at the U. S. Patent Office 25 times by others than plaintiff 
on food products, 93 times on other classes of goods, and 67 times in combination 
with other words. In its usual and ordinary connotation “Jewel” refers to a 
precious stone, gem or ornament. In a secondary or figurative sense, it stands 
for high quality, merit or value. 

When plaintiff adopted the name “Jewel” as a part of its corporate name, 
and when plaintiff and defendant used the word “Jewel” as a part of the name 
by which they designated their retail stores, they of course did not contemplate 
operating jewelry stores. On the other hand “Jewel” is not a coined or fanciful 
name, such as “Kodak,” “Philco,” or “Budweiser.” 

In trade-mark cases courts have pointed out the weakness of “Jewel” as a 
mark. In Pro-Phy-Lac-Tic Brush Co. v. Jordan Marsh Co., 1 Cir., 165 F. 2d 
549 [38 T. M. R. 177], involving the marks “Jewelite” and ‘“Gemlite,” the court 
said p. 552 [38 T. M. R. 181]: 

“Furthermore both marks are weak, the words ‘gem’ and ‘jewel’ equally share 
the connotation of value and beauty combined, and the suffix ‘lite’ is in common use 
as the equivalent of ‘lith’ to denote a mineral or mineral like substance, as in cryolite 
or bakelite. * * * Their obvious connotations of beauty and value make them as weak 
as the marks ‘Blue Ribbon’ and ‘Gold Seal’ with their obvious connotations of 
prize-winning quality. 
In American Steel Foundries v. Robertson, Commissioner, et al., 269 U. S. 372, 
the court cites, apparently with approval, a statement from the Commissioner of 
Patents (p. 383) : 
“The word involved in this case is one of a large class of words which have 

for a great many years been much used because of their peculiarly suggestive mean- 
ing. For other examples there are the words “Acme,” “Anchor,” “Champion,” 
“Ureka,” “Excelsior,” “Ideal,” “Jewel,” “Liberty,” * * *. It would be a serious matter 
if the law actually permitted anyone who chose to do so to organize a series of 
corporations with names containing these words, respectively, and thereupon virtually 
withdraw these words from public use as trade-marks and monopolize them by 
preventing their registry as such.” (Emphasis added) 


To illustrate the narrow scope which courts have accorded to words in com- 
mon use by many manufacturers on a wide variety of products, the court in 
Arrow Distilleries, Inc. v. Globe Brewing Co., 4 Cir., 117 F. 2d 347 [31 T. M. R. 
51], held that the owners of the trade-mark “Arrow” as applied to liqueurs and 
cordials were not entitled to an injunction against the use of “Arrow” as a name 
to designate beer and ale. The court cited France Milling Co. v. Washburn- 
Crosby Co., Inc., 7 F. 2d 304, where the words ‘Gold Medal” as applied to straight 
wheat flour were held not infringed by the words “Gold Medal” as applied to 
prepared pancake and buckwheat flour. In the Arrow case the court, quoting 
from the France Milling Co. case, said (p. 350 [31 T. M. R. 54]): 
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“‘One who devises a new strange, “catching” word to describe his wares may 
and often has by timely suit prevented others from taking his word or set of words 
to gild the repute of even wholly different goods * * *; but one who takes a phrase 
which is the common place of self-praise like “Blue Ribbon” or “Gold Medal” must 
be content with that special field which he labels with so undistinctive a name.’” 

We recognize that the judgment of the district court was based upon unfair 
competition. However, the common law of trade-marks is but a part of the 
broader field of unfair competition. Hanover Star Milling Co. v. Metcalf, 240 
U. S. 403, 413. The Supreme Court has said, “The facts supporting a suit for 
infringement and one for unfair competition are substantially the same.” Arm- 
strong Paint & Varnish Works v. Nu-Enamel Corp., et al., 305 U. S. 315, 325 
[29 T. M. R. 3]. 

The key word of the trade name adopted by plaintiff is “Jewel” which has 
some of the characteristics of a generic or descriptive word, as distinguished 
from a coined or fanciful word; but even if the word “Jewel” were considered as 
a descriptive term, that in itself would not be sufficient to invalidate it as a trade 
name. Steem-Electric Corp. v. Herzfeld-Phillipson Co., et al., 7 Cir., 118 F. 2d 
122 [31 T. M. R. 85]. If a generic term has acquired a secondary meaning, late 
users must adopt means to avoid public deception. Radio Shack Corp. v. Radio 
Shack, Inc., supra, p. 206 [40 T. M. R. 211]; General Finance Loan Co., et al. v. 
General Loan Co., 163 F. 2d 709 [37 T. M. R. 755]. The law in Illinois is in 
accord with the general rule. Lady Esther, Ltd. v. Lady Esther Corset Shoppe, 
Inc., 317 Ill. App. 451; Auto Parts Co. v. Joseph Silverstein, et al., 211 Ill. App. 
436. In the latter case the court held that a latecomer, regardless of fraudulent 
intent: or actual injury, owes the duty of adopting affirmative precautions suff- 
cient to make confusion in the use of a similar trade name improbable. In that 
case the use by the latecomer of the trade name “Auto Sales and Parts Company” 
was held to be unfair competition where the older company operated under the 
trade name “Auto Parts Company.” 

The district court found that the word “Jewel” has acquired a secondary 
meaning in connection with plaintiff’s retail grocery business in Chicago and 
suburbs. It is without dispute that plainiiff used the word “Jewel” in the trade 
name of its stores at least eight years before the defendant used it in the name 
of his stores. On the record before us we cannot say that the district court’s 
findings as to secondary meaning are clearly erroneous. We, therefore, approve 
the findings of fact of the district court in this respect and pass to the question 
whether defendant adopted reasonable precautions to avoid confusion. 

Although defendant’s stores dealt primarily in dairy products and had 
various distinguishing characteristics hereinbefore mentioned, yet defendant 
sold goods of the same descriptive properties as similar items which plaintiff 
sold in its stores. 

Defendant’s practice of establishing stores in the vicinity of plaintiff’s stores, 
and in one case in the same building where plaintiff had a store for two years, in 
itself is sufficient to show that defendant did not take reasonable precautions to 

avoid confusion. Under the circumstances the district court was justified in 

enjoining defendant from using the word “Jewel” in his trade name. 
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The district court made detailed findings of fact and concluded that as a 
matter of law plaintiff was entitled to an injuction restraining defendant “from 
the use of the word Jewel on any store he operates in connection with the retail 
business of distributing or selling food or dairy products in Chicago and its 
suburbs.” The court’s conclusion of law was properly limited and confined to 
the relief to which plaintiff was entitled under the evidence. But the restraint 
set forth in the decree is much broader than that stated in the court’s conclusion 
of law, for defendant is restrained “from using the word ‘Jewel’ * * * in, about 
and in connection with, the conduct and operation of his (defendant’s) business 
* * *” Also the area is enlarged to include the entire State of Illinois. 

As we interpret the decree it is broad enough to restrain defendant from 
selling ice cream when the name “Jewel” is used as any part of the label. Thus 
any right to that name acquired by defendant for use on his ice cream is denied, 
although defendant was selling ice cream under that name for five years before 
plaintiff sold ice cream at all, and for six years before plaintiff used the word 
“Jewel” on its ice cream. 

Comparatively speaking, the sale of dairy products was and is incidental in 
plaintiff's business, as only slightly more than 10% of its income derives from 
that source. By contrast defendant’s business chiefly has been the sale of dairy 
products and ice cream. On his stores defendant customarily has neon signs in 
the outline of a milk jug. In the window are neon signs depicting an ice cream 
cone and reading, “Ice Cream.” Signs reading, “We Make Our Own Ice Cream,” 
are also prominently displayed. 

In the matter of the sale of ice cream under the name “Jewel” it was the 
plaintiff who was the latecomer. Ice cream is not of the same descriptive proper- 
ties as dairy products, such as butter, cheese, milk and cream. As pointed out 
in Hutchinson Ice Cream Co. et al. v. State of Iowa, 242 U. S. 153, 158, under 
some formulas ice cream is made without using either cream or milk. The term 
“dairy or other farm products” as used in the Wisconsin “Ton-mile tax” statute 
was held not to include malted, condensed, evaporated or powdered milk, or ice 
cream. State ex rel. Wisconsin Allied Truck Owners Assn. v. Public Service 
Commission, 207 Wis. 664, 679, 680, 683. 

In Consumers Petroleum Co. v. Consumers Co. of Illinois, 7 Cir., 169 F. 2d 
153 [38 T. M. R. 861], this court held that the defendant engaged in the sale of 
solid fuels under the name of “Consumers Company of Illinois,” did not acquire 
a property right in the trade name “Consumers” as applied to fuel oil, where it did 
not commence selling fuel oil until after the plaintiff had commenced selling fuel 
oil under the name of “Consumers Petroleum Company.” In California Fruit 
Growers Exchange v. Sunkist Baking Co., 7 Cir., 166 F. 2d 971 [38 T. M. R. 188], 
this court refused to enjoin the use of the trade-mark “Sunkist” in the sale of 
bakery products including raisin bread although the plaintiff owned and had 
used the trade-mark covering fruits, including raisins. 

The only product sold by defendant to which he applied the word “Jewel” 
was ice cream. On the cartons containing ice cream appeared the words “Jewel 
Fine Ice Cream.” In our opinion, by reason of his prior public use, extending 
for a period of more than five years, the defendant is entitled to use the term 
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“Jewel Fine Ice Cream,” on ice cream cartons sold in his store or distributed 
by him. The defendant will be required, however, to eliminate and cease to use 
the word “Jewel” from the identifying phrase on such ice cream cartons, to wit, 
“Jewel Milk Stores, Cicero, Illinois,” as a necessary result of the restraint, prop- 
erly imposed, on defendant in connection with the use of the word “Jewel” as his 
trade name and as his store name. 

The injunction will be modified so as to preserve to the defendant the right 
to sell ice cream under the words “Jewel Fine Ice Cream,” but without referring 
to “Jewel” as any part of defendant’s trade name. In all other respects the judg- 
ment containing the injunction will be affirmed. Costs will be assessed two-thirds 
to be paid by defendant and one-third by the plaintiff. 

Modified and affirmed. 















IN RE CRUCIBLE STEEL COMPANY OF AMERICA 
No. 5730—C. C. P. A.—December 5, 1950 









TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
In determining question of confusing similarity, the marks must be considered in 
their entireties and disclaimed portions of the respective marks may not be ignored. 
TrRADE-MARKS—MARKS INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
The term “Nu” held a slight and not unusual variation of the adjective “new.” 
The meaning, “new,” ascribed by applicant to the prefix “Nu,” in its mark “Nu-Die,” 
would require refusal of registration under 1905 Act on ground of descriptiveness. 








TRADE- MARKS—REGISTRABILITY—GENERAL 

It is not only right but also duty of Patent Office to determine ex parte whether 
mark sought to be registered is merely descriptive, and if so, to refuse registration. 

Marks consisting merely of words or devices descriptive of character or quality of 
goods in connection with which mark is used, held not registerable under 1905 Act. 

There is no prejudicial error in rejecting application for registration on basis of 
prior registration, when applicant is clearly not entitled to register regardless of registra- 
tion cited. 

Commissioner cannot be compelled to register mark properly rejected on ground 
of descriptiveness but Commissioner’s decision in such a case is not controlling where 
court of competent jurisdiction has held that the term involved is not descriptive 
within the meaning of the statute. 

TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 

“Nu-Die” held confusingly similar to “Uni-Die,” the word “Die” being disclaimed 

in each instance, and the marks being used on similar goods, under 1905 Act. 

















Appeal from Commissioner of Patents. 

Application for registration of trade-mark by Crucible Steel Company of 
America. Applicant appeals from refusal of registration under 1905 Act. 
Affirmed. 

Ward, Crosby & Neal (Raymond J. McElhannon and J. Austin Stone of counsel), 
of New York, N. Y., for applicant-appellant. 

E. L. Reynolds (Walter J. Derenberg of counsel), of Washington, D. C., for 

Commissioner of Patents. 
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Before Garrett, Chief Judge, and Jackson, O’CoNNELL, JOHNSON, and Wor-eEy, 

Associate Judges. 

O’CONNELL, J.: 

The record discloses that in May of 1947 an application was presented by 
appellant to the Patent Office in accordance with the provisions of the Trade- 
Mark Act of 1905 to register the trade-mark “Nu-Die” for use on steel rods, 
bars, plates, billets, slabs, blocks, and forgings. It was alleged the mark had 
been continuously used by appellant on the goods specified since June 11, 1940. 

The examiner refused registration of the mark for the stated reason that 
the mark was regarded as merely descriptive of the merchandise to which the 
mark was attached. Registration was further refused at that time by the ex- 
aminer in view of its alleged confusing similarity to the previously registered 
trade-mark “Uni-Die” granted in April of 1933 for use on tool steel upon an 
application filed by the Columbia Tool Steel Company, which not only alleged 
continuous use of the mark on the goods in question since November 19, 1931, 
but also disclaimed the word “Die” apart from its mark as shown in the 


application. 

Appellant petitioned for reconsideration urging not only that appellant had 
not understood the examiner’s rejection on the ground that the mark was re- 
garded as merely descriptive of the merchandise but also stating “It is not seen 
wherein there is any relation or resemblance between ‘Uni-Die’ and ‘Nu-Die’.” 
Appellant did not question, however, that the merchandise to which the marks 


were attached was of the same descriptive properties. 
The examiner denied appellant’s petition for reconsideration as described 
in the following excerpts from the record: 

Applicant’s mark is regarded as descriptive because it describes a character or 
quality of the goods. The notation “Nu-Die” means “new die” and when read in con- 
nection with the goods, it is read as “a new die steel”; meaning a steel that is com- 
pounded in such a way as to distinguish it from the commonly accepted variety, 
being in effect a new or improved steel. At any rate, it seems to the Examiner that 
the purchasing public would attach this meaning to the mark. The refusal to register 
on the ground of descriptiveness is repeated. 

The reference registration is also deemed to constitute an anticipation of the 
mark. They both have many characteristics in common; principally sound and 
overall similarity in appearance. It is not at all unlikely that concurrent use would 
cause confusion and mistake in the minds of the purchasing public. Accordingly, 
registration is again refused on the registration of record. 


Appellant thereafter amended its application for registration of its mark 
“Nu-Die” by disclaiming the word “Die” apart from the mark as shown in its 
application, and then argued that by reason of such amendment the cited refer- 
ence should be withdrawn because the basis for comparison between the con- 
tested marks was eliminated so that any further comparison between them must 
be based solely on the appearance or sound of the prefixes “Nu” and “Uni.” The 
examiner rejected that contention and finally refused registration of appellant’s 
mark on the ground that the contested marks when concurrently used were so 
similar in sound and appearance as to cause confusion in trade. From that 
decision an appeal was taken to the Commissioner of Patents. 
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The commissioner in his decision, 79 USPQ 237, correctly pointed out that 
while the examiner’s refusal to register on the ground of descriptiveness did 
not appear to have been formally withdrawn, the examiner’s final refusal was 
based solely on the prior registration, including the holding that the two marks 
in issue when considered in their entireties, as they must be, have such an 
over-all similarity in appearance and sound that their concurrent use would 
cause confusion and mistake in the trade. 

The Commissioner of Patents in affirming the examiner’s decision properly 
held that while the prefixes “Nu” and “Uni” would differ to some extent if they 
were considered apart, nevertheless the disclaimed portions of the respective 
marks could not be ignored; and even considering the prefixes by themselves, 
the marks appeared sufficiently similar to sustain the examiner’s decision in 
refusing registration on the ground of confusing similarity. 

With respect to appellant’s arguments before the commissioner to the effect 
that the difference in meaning between the prefixes as such would outweigh their 
similarities in sound or appearance, the commissioner properly suggested that 
the meaning new, which appellant there ascribed to its prefix “Nu,” if accepted 
as such in considerating appellant’s mark as a whole “would require a reinstate- 
ment of the original refusal to register on the ground of descriptiveness.” (Italics 
supplied. ) 

In that connection it is noted that appellant disclaimed the word “Die” and 
that the term “Nu” is obivously a slight and not unusual variation from the 
orthographic normal adjective new, phonetically spelled or misspelled. See Arm- 
strong Co. v. Nu-Enamel Corp., 305 U. S. 315, 328. See also Burmel Handker- 
chief Corp. v. Cluett, Peabody & Co., Inc., 29 C. C. P. A. (Patents) 1024, 127 F. 
(2d) 318, 53 USPQ 369, wherein the court held that in a proper case it was not 
only the right but also the duty of the tribunals of the Patent Office to determine 
ex parte whether the mark sought to be registered was merely descriptive and, 
if so, to refuse registration thereof. 

An applicant’s mark which nowise resembles a registered or known trade- 
mark owned and in use by another and appropriated to merchandise of the same 
descriptive properties shall not be registered under the terms of the Trade-Mark 
Act of 1905 when the applicant’s mark consists merely in words or devices which 
are descriptive of the character or quality of the goods with which the mark is 
used. Beckwith v. Commissioner of Patents, 252 U. S. 538, 545, 546. 

The Court of Customs and Patent Appeals has held that there is no preju- 
dicial error on the part of the Commissioner of Patents in rejecting an application 
for the registration of a trade-mark on a cited registration when the applicant is 
clearly not entitled to the registration applied for regardless of the registration 
cited. Jn re The Paris Medicine Co., 24 C. C. P. A. (Patents) 854, 87 F. (2d) 
484, 32 U.S. P. Q. 189. 

Moreover, the Commissioner of Patents can not be compelled to register a 
trade-mark properly rejected by him on the ground that the mark consisted merely 
of words descriptive of the goods with which it was used. Eronson Co. v. Duell, 
17 App. D. C. 471. The decision of the commissioner in such a case is not con- 
trolling, however, in the face of a judgment by a court of competent jurisdiction 
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that the involved term is not descriptive within the meaning of the statute. Plough 
Inc. v. Intercity Oil Co., 26 F. Supp. 978. 

Appellant in the instant case did not exercise the right to submit proofs in 
support of numerous statements, contained in its brief pertaining to the steel die 
industry, namely, the expensive character of the merchandise, the methods and 
quantities in which it is bought and sold, by whom, etc. The court has grave 
doubt that it may take judicial notice of facts within the special knowledge of 
those engaged in a particular art, not presumably a matter of common knowledge 
to all. Bray et al. v. Tears, 26 C. C. P. A. (Patents) 1103, 1108, 102 F. (2d) 877. 
881, 41 U. S. P. Q. 321, 325. 

Upon the record presented there appears to be no manifest error in the con- 
clusions of the Commissioner of Patents herebefore described and, for the reasons 
stated, his decision should be and is affirmed. 


COOK CHEMICAL COMPANY v. COOK PAINT AND VARNISH 
COMPANY 


No. 14120—C. A. 8—December 5, 1950 


TRADE NAMES—SECONDARY MEANING—PARTICULAR INSTANCES 
On facts of record, trial court’s finding that plaintiff and its predecessors had 
acquired rights in “Cook” and “Cook’s Paint,” as trade names, in its trade area, held 
amply supported by convincing evidence. 


TraDE NAMES AND UNFAIR COMPETITION—BAsSIS OF RELIEF—GENERAL 

Right of defandant’s president to use own name, Oscar T. Cook, held not to include 
right in defendant corporation to use name *Cook” in way resulting in confusion of 
public. 

Persons who bear the family name as well as others who do not may be enjoined 
from infringing or misusing trade name. 

Trial court finding, that defendant’s use of name “Cook” caused confusion in plain- 
tiff’s trade area, held in accordance with the evidence. 

Plaintiff was required to show only probability or likelihood of confusion. 


TrapE NAMES AND UNFAIR COMPETITION—DEFENSES—GENERAL 
Fact that misuse of trade name of another is in respect to noncompetitive merchan- 
dise held no defense against issuance of injunction. 


TravDE NAMES AND UNFAIR CoMPETITION—SCOPE OF RELIEF—PARTICULAR INSTANCES 
Injunction issued by trial court held carefully limited to relief to which plaintiff 
is entitled in its trade area comprising states listed in judgment. 
Any doubt as to scope of prohibition of judgment can be disposed of by modifying 
provision (b) in accordance with this court’s opinion. 


Appeal from Western District of Missouri. 


Unfair competition suit by Cook Paint and Varnish Company against Cook 
Chemical Company. Defendant appeals from judgment granting injunction. 
Affirmed, with modification. 


Clay C. Rogers (C. Earl Hovey and James W. Benjamin on the brief) of Kansas 
City, Mo., for appellant. 















TRADE-MARK REPORTER 41 T. M.R. 





144 











R. B. Caldwell (Robert S. Eastin and M. D. Blackwell on the brief) of Kansas 
City, Mo., for appellee. 
Before SANBORN, WooprouGH and JOHNSEN, Circuit Judges. 







WooproucH, C. J.: 


Cook Paint and Varnish Company filed its complaint in this action in the 
federal court in Missouri on May 13, 1948, and federal jurisdiction was estab- 
lished by averment and proof of diversity of citizenship and sufficient amount 
involved. Plaintiff alleged that defendant Cook Chemical Company had infringed 
plaintiff’s trade names, “Cook” and ‘“Cook’s” and ‘“Cook’s Paint,” and threat- 
ened to continue and expand such infringement to the irreparable damage of 
the plaintitff, and injunction was prayed for. Issues were joined and tried and 
the court made findings of fact and declared conclusion of law in favor of the 
plaintiff and against defendant as follows: 












“1. The plaintiff and its predecessors through the long and continued and ex- 
tensive use of the name ‘Cook’ and ‘Cook’s Paint’ in its trade area had acquired 
rights in the use of such names as trade names. 

“2. The defendant never acquired a right to the trade name ‘Cook-Kill’ ‘Cook’s 
Cert-O-Cide,’ ‘Cook’s Weed Killer,’ either by the use of said names by itself, nor did 
it acquire such rights from its predecessor, the partnership formed with Oscar T. 
Cook as one of the partners in 1940, nor in the use of such names by Oscar T. Cook 
through the period of his business activity. 

“3. The use of the name ‘Cook-Kill,’ ‘Cook’s Cert-O-Cide,’ ‘Cook’s Weed 
Killer’ by the defendant had the effect to confuse defendant’s product with the trade 
name of the plaintiff. 

“T state the following Conclusion of Law: 

“In the use of the words ‘Cook-Kill,’ ‘Cook’s Cert-O-Cide’ and ‘Cook’s Weed 
Killer,’ the defendant infringed the trade name of ‘Cook’ and ‘Cook’s Paint’ used by 
the plaintiff and the plaintiff is entitled to injunctive relief.” 


Judgment was entered on December 29, 1949, by the terms of which the defend- 
ant was enjoined as follows: 



















“(a) Selling, offering for sale, labeling or advertising insecticides or weed kill- 
ers or both under the names of ‘Cook-Kill,’ ‘Cook’s Weed Killer’ or ‘Cook’s Cert- 















O-Cide,’ or any of them. a 

“(b) Selling, offering for sale, labeling or advertising insecticides or weed kill- 0 
ers or both under any trade name featuring the name ‘Cook’ or ‘Cook’s.’ 

“(c) Selling, offering for sale, labeling or advertising any other chemical prod- P 
uct for household use put up in packages for sale in small quantities to consumers t 
in which the name ‘Cook’ or ‘Cook’s’ appears as part of the name of the product, te 
without clearly identifying and distinguishing the same as the product of the defend- pl 
ant and not that of the plaintiff. 

“(d) Using the name ‘Cook’ or ‘Cook’s’ in selling, offering for sale, labeling or 
advertising any other chemical product for household use without clearly identifying = 
and distinguishing the same as the product of the defendant and not of the plain- as 

to 





tiff. 





“(e) The effect of this injunctive decree is limited to the trade areas or terri- 
tory of the plaintiff, which, according to the pleadings and evidence, is limited to the 
States of Missouri, Kansas, Nebraska, Iowa, Minnesota, Illinois, Oklahoma, Arkansas 
and Texas.” 






The opinion of the District Court on the merits of the case and its supplemental 
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opinion on the scope of the injunction are published at 85 F. Supp., 257 [39 
TMR 811] and 87 F. Supp. 865 [40 TMR 236]. 

This appeal is taken by the Cook Chemical Company. It contends that 
the findings of fact of the District Court are clearly erroneous because they are 
contrary to the clear weight of the evidence and were arrived at by the applica- 
tion of the wrong principle of law in that (1) there was no sufficient proof that 
the plaintiff had acquired rights in the use of the names “Cook” and “Cook’s” 
and “Cook’s Paint” as trade names in its trade area; (2) the name “Cook’’ is 
the true surname of the president and founder of Cook Chemical Company and 
he and the Company have the right to honestly use the name; that there was 
no proof of dishonest use thereof; (3) that defendant’s goods were dissimilar 
from any produced or sold by plaintiff ; (4) that there was no proof of confusion; 
(5) that the injunction as issued is too broad. 


OPINION 


(1) Examination of the record has convinced that the plaintiff’s evidence 
in support of the court’s finding that “the plaintiff and its predecessors through 
the long and continued and extensive use of the name “Cook” and “Cook’s Paint” 
in its trade area had acquired rights in the use of such names as trade names” 
was amply sufficient and convincing. 

(2) As shown in its opinion on the merits the trial court recognized Oscar 
T. Cook’s connection with the Cook Chemical Company, past and present, and 


recognized the right of Oscar T. Cook to use his own name in his business. But 
it appeared to the court that the right of Oscar T. Cook to use his own name 
in his business did not include the right in the defendant corporation to use the 
name in such a way as to lead the public to think that the plaintiff was the source 
of the defendant’s products. Though the courts did not directly find that 


defendant “dishonestly” used “Cook” and ‘“‘Cook’s” in connection with sales of 
its products, it found that defendant’s use of the name had the effect to confuse 
its product with plaintiff's trade name and to induce belief in plaintiff’s trade 
area that defendant’s goods emanated from the plaintiff. The finding is in 
accord with the evidence. It shows that after defendant engaged the services 
of the advertising agent who had worked nearly a quarter of a century for 
plaintiff, defendant immediately began and thereafter continued to put out adver- 
tising in many forms throughout plaintiff’s trade area which was adapted to and 
tended to identify plaintiff’s trade name with defendant’s products and to transfer 
plaintiff’s good will inhering in its trade name to the defendant. 

The trial court rightly considered that that conduct of defendant should be 
enjoined. The contention that one whose patronymic happens to be the same 
as an established trade name belonging to another may make such use thereof as 
to appropriate the others’ established good will, finds no support in the law of 
Missouri or in federal decisions. A family name may be developed into a trade 
name and when that has been done as in this case by many years operation of a 
certain business in a certain area under that name and the expenditure of 
millions of dollars for advertisement of the name in connection with the business, 
the owner of the resultant good will is entitled to its protection in the courts. 








41 T. M.R. 






14-4 TRADE-MARK REPORTER 








R. B. Caldwell (Robert S. Eastin and M. D. Blackwell on the brief) of Kansas 
City, Mo., for appellee. 
Before SANBORN, WooprouGH and JOHNSEN, Circuit Judges. 








WooprouGH, C. J.: 


Cook Paint and Varnish Company filed its complaint in this action in the 
federal court in Missouri on May 13, 1948, and federal jurisdiction was estab- 
lished by averment and proof of diversity of citizenship and sufficient amount 
involved. Plaintiff alleged that defendant Cook Chemical Company had infringed 
plaintiff’s trade names, “Cook” and ‘Cook’s” and “Cook’s Paint,” and threat- 
ened to continue and expand such infringement to the irreparable damage of 
the plaintitff, and injunction was prayed for. Issues were joined and tried and 
the court made findings of fact and declared conclusion of law in favor of the 
plaintiff and against defendant as follows: 













“1. The plaintiff and its predecessors through the long and continued and ex- 
tensive use of the name ‘Cook’ and ‘Cook’s Paint’ in its trade area had acquired 
rights in the use of such names as trade names. 

“2. The defendant never acquired a right to the trade name ‘Cook-Kill’ ‘Cook’s 
Cert-O-Cide,’ ‘Cook’s Weed Killer,’ either by the use of said names by itself, nor did 
it acquire such rights from its predecessor, the partnership formed with Oscar T. 
Cook as one of the partners in 1940, nor in the use of such names by Oscar T. Cook 
through the period of his business activity. 

“3. The use of the name ‘Cook-Kill,’ ‘Cook’s Cert-O-Cide,’ ‘Cook’s Weed 
Killer’ by the defendant had the effect to confuse defendant’s product with the trade 
name of the plaintiff. 

“T state the following Conclusion of Law: 

“In the use of the words ‘Cook-Kill,’ ‘Cook’s Cert-O-Cide’ and ‘Cook’s Weed 
Killer,’ the defendant infringed the trade name of ‘Cook’ and ‘Cook’s Paint’ used by 
the plaintiff and the plaintiff is entitled to injunctive relief.” 


Judgment was entered on December 29, 1949, by the terms of which the defend- 
ant was enjoined as follows: 




















“(a) Selling, offering for sale, labeling or advertising insecticides or weed kill- 
ers or both under the names of ‘Cook-Kill,’ ‘Cook’s Weed Killer’ or ‘Cook’s Cert- 
O-Cide,’ or any of them. 

“(b) Selling, offering for sale, labeling or advertising insecticides or weed kill- 
ers or both under any trade name featuring the name ‘Cook’ or ‘Cook’s.’ 















“(c) Selling, offering for sale, labeling or advertising any other chemical prod- P 
uct for household use put up in packages for sale in small quantities to consumers t 
in which the name ‘Cook’ or ‘Cook’s’ appears as part of the name of the product, te 
without clearly identifying and distinguishing the same as the product of the defend- p! 
ant and not that of the plaintiff. 
“(d) Using the name ‘Cook’ or ‘Cook’s’ in selling, offering for sale, labeling or 
advertising any other chemical product for household use without clearly identifying - 
and distinguishing the same as the product of the defendant and not of the plain- as 
to 







tiff. 

“(e) The effect of this injunctive decree is limited to the trade areas or terri- 
tory of the plaintiff, which, according to the pleadings and evidence, is limited to the 
States of Missouri, Kansas, Nebraska, Iowa, Minnesota, Illinois, Oklahoma, Arkansas 


and Texas.” 


The opinion of the District Court on the merits of the case and its supplemental 
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opinion on the scope of the injunction are published at 85 F. Supp., 257 [39 
TMR 811] and 87 F. Supp. 865 [40 TMR 236]. 

This appeal is taken by the Cook Chemical Company. It contends that 
the findings of fact of the District Court are clearly erroneous because they are 
contrary to the clear weight of the evidence and were arrived at by the applica- 
tion of the wrong principle of law in that (1) there was no sufficient proof that 
the plaintiff had acquired rights in the use of the names “Cook” and “Cook’s” 
and “Cook’s Paint” as trade names in its trade area; (2) the name “Cook” is 
the true surname of the president and founder of Cook Chemical Company and 
he and the Company have the right to honestly use the name; that there was 
no proof of dishonest use thereof; (3) that defendant’s goods were dissimilar 
from any produced or sold by plaintiff ; (4) that there was no proof of confusion; 
(5) that the injunction as issued is too broad. 


OPINION 


(1) Examination of the record has convinced that the plaintiff’s evidence 
in support of the court’s finding that “the plaintiff and its predecessors through 
the long and continued and extensive use of the name “Cook” and “Cook’s Paint” 
in its trade area had acquired rights in the use of such names as trade names” 
was amply sufficient and convincing. 

(2) As shown in its opinion on the merits the trial court recognized Oscar 
T. Cook’s connection with the Cook Chemical Company, past and present, and 


recognized the right of Oscar T. Cook to use his own name in his business. But 
it appeared to the court that the right of Oscar T. Cook to use his own name 
in his business did not include the right in the defendant corporation to use the 
name in such a way as to lead the public to think that the plaintiff was the source 
of the defendant’s products. Though the courts did not directly find that 


, 


defendant “dishonestly” used “Cook” and “Cook’s” in connection with sales of 
its products, it found that defendant’s use of the name had the effect to confuse 
its product with plaintiff's trade name and to induce belief in plaintiff's trade 
area that defendant’s goods emanated from the plaintiff. The finding is in 
accord with the evidence. It shows that after defendant engaged the services 
of the advertising agent who had worked nearly a quarter of a century for 
plaintiff, defendant immediately began and thereafter continued to put out adver- 
tising in many forms throughout plaintiff’s trade area which was adapted to and 
tended to identify plaintiff’s trade name with defendant’s products and to transfer 
plaintiff’s good will inhering in its trade name to the defendant. 

The trial court rightly considered that that conduct of defendant should be 
enjoined. The contention that one whose patronymic happens to be the same 
as an established trade name belonging to another may make such use thereof as 
to appropriate the others’ established good will, finds no support in the law of 
Missouri or in federal decisions. A family name may be developed into a trade 
name and when that has been done as in this case by many years operation of a 
certain business in a certain area under that name and the expenditure of 
millions of dollars for advertisement of the name in connection with the business, 
the owner of the resultant good will is entitled to its protection in the courts. 
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Persons who bear the family name as well as others who do not may be 
enjoined from infringing or misusing the trade name. Katz Drug Co. v. Katz, 
Mo. App., 217 S. W. 2d 286; Lo Buono v. Viviano & Bros. Macaroni Mfg. Co., 
197 Mo. App. 618, 198 S. W. 498; Thomas Patrick, Inc. v. KWK Investment 
Co., 357 Mo. 100, 206 S. W. 2d 359; Donnell v. Herring-Hall-Marvin Safe Co., 
208 U. S. 267; Herring-Hall-Marvin Safe Co. v. Hall’s Safe Co., 208 U. S. 
554; L. E. Waterman & Co. v. Modern Pen Co., 235 U. S. 88; Thaddeus Davids 
Co. v. Davids Mfg. Co., 233 U. S. 461; Neuhoff, Inc. v. Neuhoff Packing Co., 
6 Cir., 167 F. 2d 459 [38 T. M. R. 532]; De Nobili Cigar Co. v. Nobile Cigar Co., 
1 Cir., 56 F. 2d 324 [22 T. M. R. 136]; Vick Medicine Co. v. Vick Chemical Co., 
5 Cir., 11 F. 2d 33; Walter Baker & Co. v. Sanders, 2 Cir., 80 F. 889; Garrett v. 
T. H. Garrett & Co., 6 Cir., 78 F. 472; LePage Co. v. Russia Cement Co., 1 Cir., 
51 F. 941. See also cases cited by the District Court. 

(3) The evidence was that plaintiff and defendant were not in competition 
with each other in respect to the insecticides for family use which defendant 
manufactures and sells and it is contended here as it was in the trial court that 
there was no infringement in the absence of such competition. But the contention 
is without merit. The infringement here is of the trade name and simulation of 
goods is not in question. The proof is convincing here that the trade names 
“Cook,” “Cook’s,” “Cook’s Paint” have acquired a secondary meaning in the 
trade area, connoting plaintiff's handling of the goods so identified and the action 
is directed against defendant’s attempts to identify the plaintiff’s trade name with 
defendant’s goods. It is settled for this court in Hanson v. Triangle Publications, 
Inc., 8 Cir., 163 F. 2d 74 [37 T. M. R. 645], that the fact that the misuse of the 
trade name of another is in respect to non-competitive merchandise presents 
no defense against the issuance of an injunction. To the same effect. Triangle 
Publications, Inc. v. Rohrlich, 2 Cir., 167 F. 2d 969 [38 T. M. R. 516, 657]. 

(4) Appellant’s contention that there was no proof of confusion in this 
case is contrary to the record. The proof was convincing not only that the 
course of packaging, labeling, and advertising adopted and pursued by the Cook 
Chemical Company was likely to induce belief that Cook Paint and Varnish 
Company produced or handled the goods of defendant, but that many people 
were confused. 

Even dealers who may be considered more informed buyers were confused 
and wrote letters of inquiry about, or orders to, plaintiff for defendant’s products. 
There were numerous items of correspondence showing that people went to 
plaintiff to inquire about or buy Cook Chemical Company products and they 
wrote complaints to plaintiff about such products. As plaintiff was required 
to show only probability or likelihood of confusion, Hanson v. Triangle Publica- 
tions, Inc., supra, it limited its showing of instances of actual confusion to the 
Kansas City factory without showing the volume at its 104 branches and other 
places. The type of communications sufficiently established the fact of actual 
confusion alleged in the complaint. 

(5) As to the scope of the injunction issued. It clearly appears that the 
injunction was carefully limited to go no further than to accord plaintiff effective 
relief to which it was entitled. Pursuant to its supplemental opinion, the court 
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limited the area within which the injunction should operate to the area where 
plaintiff’s trade names had been long established and had acquired secondary 
meaning. It did not restrict the use of defendant’s corporate name, Cook 
Chemical Company, nor the manufacture and sale by that corporation of its 
products. It directed its order solely against the offending conduct established 
by the evidence, the continuous attempt to assimilate the plaintiff's trade name 
with the defendant’s products. In so limiting the order every right which the 
law accords Mr. Oscar Cook to use his own name in his business is fully pre- 
served to him. The plaintiff is accorded only the protection to which it is 
entitled of the trade name in which it has very great investment. If any doubt 
can be argued to exist as to the scope or meaning of the prohibition regarding 
insecticides or weed killers in paragraph “b” of the trial court’s judgment, that 
doubt can be disposed of by modifying this provision “b” in the judgment to 
read as follows: “(b) Selling, offering for sale, labeling or advertising insecti- 
cides or weed killers or both under any trade name featuring the name ‘Cook’ or 
‘Cook’s,’ or otherwise using either of such names in any way as part of the 
name of the product without clearly identifying and distinguishing the same as 
the product of the defendant and not that of the plaintiff.” This modification 
will be made. 

No error is found in the proceedings or judgment and the judgment, with 


the modification made in expression as set out above, is affirmed at appellant’s 
costs. 


STAHLY, INC. v. M. H. JACOBS CO. INC. ET AL. 
No. 10282 C.A.7 November 22, 1950 
TRADE-MARK INFRINGEMENT AND UNFAIR CoMPETITION—ScopE OF RELIEF—PARTICULAR 

INSTANCES 


CourTs—PLEADING AND PracticE—APPEALS 


Judgment on mandate modified, on appeal therefrom, by adding further injunctive 


provision requiring notice of lack of guaranty by plaintiff to be attached to defendants’ 
packages. 


Courts—PLEADING AND Practice—Costs 
Costs on this appeal taxed one-half to each party. 


Appeal from Northern District of Illinois. 

Trade-mark infringement and unfair competition suit by Stahly, Inc. against 
M. H. Jacobs Co., Inc., M. H. Jacobs, Sidney A. Tarrson, B. B. Pen Co., Inc., 
Albert J. Tarrson, and The Tarrson Company. Plaintiff appeals from judgment 
on mandate granting injunction to plaintiff. Modified and affirmed. 
Jules L. Brady, John Rex Allen, and Schroeder, Merriam, Hofgren & Brady, of 

Chicago, IIl., for appellant. 


Albert F. Mecklenburger, Sidney Neuman, and Arthur B. Seibold, Jr., of Chicago, 
Ill., for appellees. 


Per CurRIAM: 
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Upon due consideration, it is ordered that the judgment from which this 
appeal is taken be modified by providing, in addition to what it now provides, that 
defendant be enjoined from selling any ‘‘Stahly Live Blade” razors of the type 
designated “black and chrome” without 

(a) inserting in the container or sales package supplied by defendants a 
notice reading substantially as follows: 














Notice 
This Stahly Live Blade razor has never been in the possession of and is, not 
guaranteed by Stahly Inc. 







Sidney A. Tarrson 
540 Lake Shore Drive 
Chicago 11, Illinois, 








and 





(b) affixing to the container or sales package supplied by defendant con- 
taining each of said razors a legend reading substantially as follows: 
Read enclosed notice of lack of guaranty by 










Stahly Inc. 
The judgment of the District Court, so modified as to conform to the order, 


is affirmed. 
The costs of this appeal shall be taxed one-half to each party. 









GALLO ETC. v. E. & J. GALLO WINERY ET AL. 
No. 11267—C. A. 6—October 9, 1950 






APPEALS—PLEADING AND PracticE—Mortions To Dismiss 
Appeal docketed and dismissed after considering motion and affidavit of opposition. 






Appeal from Northern District of Ohio. 

Trade-mark infringement and unfair competition suit by E. & J. Gallo 
Winery and Gallo Wine Company against Mary Gallo doing business as Gallo 
Wine Company. Defendant appeals from judgment granting injunction to plain- 
tiffs. Motion to dismiss appeal granted. 

Albert L. Ely, Jr., of Cleveland, Ohio, for appellant. 

Hyde, Meyer, Baldwin & Doran, of Cleveland, Ohio, for appellees. 
Before Hicks, Chief Judge, and McALuisTer, Circuit Judge. 

PER CURIAM: 

The court having considered the motion to dismiss appeal and the memoran- 
dum and affidavit in opposition thereto, it is now ordered that the motion to 
dismiss be sustained and the appeal is hereby docketed and dismissed. 87 F. Supp. 


433 [39 T. M. R. 1031]. 
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DAD’S ROOT BEER CO. v. DOC’S BEVERAGES, INC. ET AL. 
No. 43-703 U.S.D.C.S.D.N.Y. December 7, 1950 


TraDE-MARK INFRINGEMENT AND UNFAIR CoMPETITION—SCOPE OF RELIEF—ACCOUNTING 

Ultimate object of courts is to mould relief adequate to satisfy the equities of each 
situation. 

It is well settled that wrongdoer will be required to account for and disgorge profits 
acquired through unfair competition upon principle analagous to that which charges 
trustees with profits acquired by wrongful use of property of cestui que trust. 

Burden of demonstrating apportionment of profits is upon defendant, and where 
defendant fails to sustain its burden, equity prefers to allow windfall to plaintiff rather 
than coddle wrongdoer. 


Courts—ConrF ict oF LAws—APppPLICABLE Law 
New York law with respect to unfair competition held controlling in federal court. 


Unfair competition suit by Dad’s Root Beer Co. against Doc’s Beverages, 
Inc., Harkavy Beverage Co., Inc., Nathan Harkavy, David Harkavy, Henry J. 
Harkavy, and Alexander Harkavy. Master’s report on accounting approved. 
Krinsky, Levitan & Glassner, of Chicago, Ill., and Campbell, Brumbaugh, Free & 

Graves, of New York, N. Y., for plaintiff. 

Moses, Nehrbas & Tyler ( Charles J. Nehrbas of counsel) of New York, N. Y., 
for defendants. 
Ryan, D. J.: 

Defendants except to the report of the master, submitted upon an accounting 
ordered following an adjudication of unfair competition. 

The report finds that defendants during the period of their offending prac- 
tices in marketing “Doc’s” root beer secured profits totaling $6,275.69 from sales 
of that product. Plaintiff waived its right to prove damages “other than those 
resulting from profits which may have been made by the defendants.” 

Defendants urge, principally, that plaintiff is not entitled to these sums inas- 
much as it has not suffered loss, nor been denied profits, as the result of 
defendant’s activities. They assert that plaintiff made no effort to distribute its 
own root beer in the New York market during the interval of defendants’ con- 
demned operations there, and that the parties are not in the same business because 
plaintiff deals in the flavoring matter contained in the drink while defendants 
sell the beverage itself. However, the findings of fact, previously filed herein, 
indicate that plaintiff was in the root beer beverage business, that it marketed 
its product, and that in this connection, it established a distinctive name, labels, 
and other identifying characteristics by which its root beer could be distinguished. 
It advertised its product extensively, and those who were entitled to bottle the 
beverage from concentrate prepared and supplied by plaintiff, employed plaintiff’s 
name, devices, and descriptions in the marketing of the drink. 

Defendants had been a franchised bottler and distributor of plaintiff’s root 
beer before beginning the production of their competing beverage. Thereupon, 
the franchise was terminated by mutual consent, and defendants proceeded to 
supply the former customers with their own product in a guise deceptively 
similar to plaintiff’s, without calling attention to the change in merchandise and, 
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in fact, actively representing that they were still furnishing plaintiff’s beverage. 
Notwithstanding plaintiff’s notice and demands that these acts be discontinued, 
there was no cessation of the above conduct. In the face of their blatant attempt 
at deception and the palming-off that occurred, defendants’ objection comes with 
little grace. 

Nevertheless, defendants insist that an accounting of profits is unwarranted 
as a matter of established judicial precedent. But, in this field a most imprecise 
standard, replete with vague and general criteria, governs the imposition of a 
remedy. See, 2 Nims, Unfair Competition and Trade Marks, Secs. 424 et seq. 
(4th ed., 1947). The cases upon the subject display a multitudinous array of 
factors tending to influence the courts whose ultimate object is to mould relief 
adequate to satisfy the equities of each varied situation. As said in Nims: 

“The question as to whether or not the court should order either an accounting 
of profits or a proceeding to determine the amount of an award of damages seems 
to be based on so many considerations as to make it largely a matter of discretion.” 
2, Nims, supra, Sec. 428a, p. 1378. 

Here, defendants have profited from unlawfully appropriating plaintiff’s rep- 
utation for their own benefit, in a scheme which would have deteriorated plaintiff’s 
position in a market it had previously served. It is not a novel principle that a 
wrongdoer be required to disgorge ill-gotten gains. 

In this proceeding, the law of the State of New York with respect to unfair 
competition is controlling. Radio Shack Corp. v. Radio Shack, 180 F. 2d 200 


[40 T. M. R. 211] (7th Cir. 1950). The New York authorities are clear that one 
who has gained unlawfully, as the result of unfair competition, shall not retain 
his profits. Thus, in Westcott Chuck Co. v. Oneida Nat’l Chuck Co., 199 N.Y. 247 
(1910), it was said: 


“It is possible that in an action at law for damages proof of actual damage suf- 
fered by plaintiff would be necessary to justify more than a nominal recovery. * * * 
But this action is in equity. The plaintiff prayed as relief that the defendant account 
for the profits made by it on its sales, and the law seems well settled that equity will 
treat the wrongdoer as a trustee for the plaintiff so far as the former has realized 
profits from its acts.” (pp. 251-52) 


This language was quoted with approval in Warren, Inc. v. Turner's Gowns, Ltd., 
285 N. Y. 62 [36 T. M. R. 167] (1941), the court stating: 


“Inability to prove damages would not preclude plaintiffs from recovering, on 
an accounting, profits realized from sales unlawfully made, together with interest 
thereon from the time of the commencement of the action. (Cutter v. Gudebrod 
Brothers Co., 190 N. Y. 252).” (at p. 68) See also, Robert Reis & Co. v. Herman B. 
Reiss, Inc., 63 N.Y.S. 2d 786 [36 TMR 182] (Sup. Ct., 1946). 


Moreover, the rule governing federal trade mark infringement is to the fol- 
lowing effect : 


“The right to use a trade mark is recognized as a kind of property, of which the 
owner is entitled to the exclusive enjoyment to the extent that it has been used. * * * 
The infringer is required in equity to account for and yield up his gains to the true 
owner, upon a principle analogous to that which charges a trustee with the profits 
acquired by wrongful use of the property of the cestui que trust.” Hamilton-Brown 
Shoe Co. v. Wolf Bros, 240 U.S. 251, 259 (1916). 
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Upon the above authority it has been held that the infringing must relinquish 
profits secured in territory in which the trade mark proprietor was not conducting 
its business. Lawrence-Williams Co. v. Societe Enfants Gombault et Cie., 52 F.2d 
774 [21 T. M. R. 608] (6th Cir. 1931, cert. denied 285 U. S. 549 (1932) ; see also, 
L. P. Larson, Jr. Co. v. William Wrigley, Jr. Co., 20 F. 2d 830 (7th Cir. 1927). 

This rule of the Hamilton-Brown case has found specific expression in New 
York law with reference to unfair competition. Thus, in Michel Cosmetics, Jnc. 
v. Tsirkas, 282 N. Y. 195 (1940) the court declared: 


“A wrongdoer who has imitated the containers of the plaintiff and has used the 
secret formulas and processes belonging to the plaintiff might be compelled to ‘yield 
up his gains to the true owner, upon a principle analogous to that which charges a 
trustee with the profits acquired by wrongful use of the property of the cestui que 
trust.’ (Hamilton-Brown Shoe Co. v. Wolf Brothers & Co., 240 U.S. 251, 259). 
Here it does not appear that the defendants acquired any profits * * *.” (p. 199). 


Ample authority supports the accounting heretofore ordered. Upon the facts, 
it would be unconscionable to permit defendants to retain any reward from their 
illegal enterprise. Nor should the law be such as to offer the slightest encourage- 
ment to those who perpetrate the kind of acts herein condemned. 

It may well be that this accounting will deprive defendants of some profits 
legitimately earned by them. Also, to some extent, plaintiff may enjoy a windfall. 
But, in the circumstances, there is an inability to refine proceedings to the point 
where each individual sale can be analyzed, the motivations which induced it 
appraised, and an apportionment made of that which defendants might right- 
fully keep. To do this, defendants bear the burden of demonstration, which they 
have not sustained. Courts are willing to accept the above imperfections rather 
than coddle the wrongdoer. (See, Mishawaka Mfg. Co. v. Kresge Co., 316 U. S. 
203, 207 [32 T. M. R. 254] (1942) ; 2 Nims, supra, Secs. 425, 426), and upon the 
facts of this case we have no hesitation so to do. 

The remaining exceptions to the report are also without merit. With refer- 
ence to each of them, the conclusion of the master finds full support in the record 
of the hearings before him. 

The disallowance of the tax credit to Harkavy Beverage Company (paragraph 
10, subdiv. (g) of the report) follows logically under the method defendants 
employed for accurately representing that portion of overhead properly appli- 
cable to ‘“Doc’s” root beer. The taxes involved are part of overhead, and pursuant 
to defendants’ formula, which governed all other such items, the taxes should 
have been excluded. The record is unconvincing that adeviation from the formula 
is required in this instance. 

The report of the master is approved. Submit judgment with allowance 
to the master in the amount requested by him. The services he rendered were 
efficient, painstaking and intelligent; no objection has been made by counsel to 
compensation for him in this amount. 


a Le 
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DREZMA, INC. v. REVLON PRODUCTS CORPORATION 
No. 35-695—U. S. D. C. S. D. N. Y.—December 5, 1950 


TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—BASIS OF RELIEF—GENERAL 
Plaintiff held to have failed to sustain burden of proving either infringement or un- 
fair competition where goods and markings thereon were held not similar. 
Where less than the whoie of the plaintiff's mark is taken, it must appear that the 
part taken identifies plaintiff without the rest in order to sustain charge of infringement. 
Essence of the wrong in unfair competition cases lies in sale of goods of one for 
those of another or under conditions which may lead purchasers to think they are goods 
of another. 
Defendant held not required to insure plaintiff against confusion by careless pur- 
chasers. 
TRAvE-Marks—Marks Not ConrusincLy SIMILAR—PARTICULAR INSTANCES 
Defendant’s use of “Frosted” on nail enamels, in package dominated by “Revlon,” 
held not to constitute infringement of or unfair competition with plaintiff’s mark “Frosty 
Red,” the word “Red” being disclaimed, used on lipstick, in package dominated by 
“Drezma.” 


TRADE-MARKS—SECONDARY MEANING—PARTICULAR INSTANCES 
On facts of record, “Frosty Red,” held not to have acquired secondary meaning 
within the trade or purchasing public as identifying plaintiff’s lipstick. 


Trade-mark infringement and unfair competition suit by Drezma, Inc. against 
Revlon Products Corporation. Complaint dismissed. 


Maxwell E. Sparrow, of New York, N. Y., for plaintiff. 


Blumberg, Singer & Aberman (Samuel Blumberg, W. Lee Helms, and Philip 
Blumenthal of counsel) of New York, N. Y., for defendant. 


Fo.ey (designated from Northern District of New York), D. J.: 


The plaintiff corporation seeks injunctive relief, accounting and damages, 
upon claims set forth in its complaint in two causes of action. The claims are that 
the defendant corporation in certain instances involving the distribution of cer- 
tain of its products infringed a registered trade-mark of the plaintiff corporation, 
and secondly, that the defendant corporation by certain alleged acts and state- 
ments indulged in unfair competition with the particular products of the plaintiff 
carrying such registered trade-marks. A jury trial was waived by the attorneys 
on the issue of unfair competition, and the issues were tried by the court alone. 

On July 9, 1940, there was registered to Drezma, Inc., the plaintiff herein, 
the trade-mark “Frosty Red,” the word “Red” being disclaimed in the applica- 
tion for such trade-mark. Such registration (Plaintiff’s Exhibit 5 in evidence) 
and its use thereafter by the plaintiff on certain of its products forms the basis 
for the litigation. The use by the plaintiff corporation throughout the years of the 
mark “Frosty Red” is indicated by Plaintiff’s Exhibits 14 and 14-a in evidence. 
These exhibits show that the words “Frosty Red” are attached to the lipstick 
container on the bottom by a small paper label and on the reverse side of the 
rouge box by the same type label. It was the testimony of Nell Vinick, the sole 
witness for the plaintiff corporation, who is apparently the important personage 
in the conduct of its affairs, that the use of “Frosty Red” on the rouge was dis- 
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continued approximately a year previous to the trial (R. P. 85). Furthermore, 
the testimony and exhibits offered by the plaintiff involve mainly the sale of its 
lipstick and the claim of interference with that product by the defendant corpora- 
tion and scant attention was paid to the rouge by either party. 

There is no contention in the proof of the plaintiff that the defendant corpo- 
ration infringes by the use of this exact trade-mark upon certain of its articles. 
It was also conceded upon the trial, contrary to an allegation in the complaint, 
that the defendant corporation does not use the words “Frosty Red,” or parts of 
such words, or similar words, in relation to frost upon any of its lipsticks. The 
claim, as I see it, is confined to the proposition that the defendant corporation in 
using the word “Frosted” in its advertising and upon the boxes and containers 
of certain of its nail polishes and enamels interferes with and infringes upon the 
mark “Frosty Red” as applied to the lipstick container of the plaintiff. That the 
term ‘‘Frosted” is an imitation of the plaintiff’s trade-mark used in such manner 
to confuse and deceive the purchaser, ordinarily a woman, to such an extent that 
she is led from or to a frosted lipstick, or from and to a frosted nail enamel, and 
then in some manner to an unfrosted lipstick of the defendant corporation. 

It is very difficult for me to follow intelligently the theory and reasoning 
behind the claims of the plaintiff corporation. In my judgment, there is complete 
failure of proof on both issues of infringement and unfair competition, and surely, 
there is a great insufficiency in respect to the preponderance which every plaintiff 
must carry. However, I now consider the proof in its entirety and overrule the 
objection of the defendant as to certain portions of the plaintiff’s proof upon 
which I reserved decision at the time of trial. 

There is no satisfactory showing of infringement in relation to the marketing 
by the defendant of its frosted nail enamels and polishes. The products are 
not similar, one is a lipstick or a rouge, and the other is a nail enamel. The 
pattern and markings of the articles and their containers and packages are vastly 
dissimilar. The predominant name upon the Drezma lipstick and rouge is the 
name Drezma. Predominant markings upon the defendant’s products are certain 
trade-marks and the house mark “Revlon.” The makeup of defendant’s package 
is shown by Plaintiff’s Exhibit 6 in evidence. The advertising of the defendant 
corporation in reference to its frosted enamels follows the same pattern (Plain- 
tiff’s Exhibit 10). It does not seem worthwhile or necessary to labor the issue 
of infringement. 

Where less than the whole of a plaintiff’s mark is used by a defendant in 
order to sustain a charge of infringement, “it must appear that the part * * * 
taken identifies the owner’s product without the rest.” Caron Corporation v. 
Ollendorff, 160 F. 2d 444 [37 T. M. R. 261], citing Parfumerie Roger & Gallet v. 
M. C. M. Co., 2 Cir. 24 F. 2d 698, 699. In the situation herein, we do not have 
the defendant using identically the same part (i.e. Frosty) of the plaintiff’s mark. 

The proof of the plaintiff corporation on the issue of unfair competition is 
flimsy and tortuous. It was given by an interested witness. It is difficult to 
arrive at the conclusion of this witness that a woman purchaser, buying her most 
prized possessions, or weapons if you may, could so easily be misled into 
another’s products. The sole conclusion I can gather is that the Revlon girls 
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made no effort to discuss or talk about the Drezma “Frosty Red” lipstick and 
it would be incongruous to infer that the trade-mark law places such burden 
upon competitors. The financial statement of the plaintiff corporation as to its 
volume and advertising gives little assistance to the issue of unfair competition. 

The essence of the wrong of unfair competition lies in the sale of the goods 
of one manufacturer or vendor for those of another or under such conditions as 
may lead the purchaser to think they are the goods of another. Best & Co. v. 
Miller, 167 F. 2d 374 [38 T. M. R. 543]; cert. denied 335 U. S. 818. A defendant 
is not required to insure a plaintiff against confusion by careless purchasers. 
Seven-Up Co. v. Cheer-Up Sales Co., 148 F. 2d 909 [35 T. M. R. 174]; cert. 
denied 329 U. S. 717 [36 T. M. R. 93]. 

Although it is seriously questionable, I shall not pass upon the validity of the 
trade-mark “Frosty Red.” It is only challenged in an affirmative defense in the 
answer and it seems unnecessary to the course of this decision. See Best & Co. Vv. 
Miller, supra. 

I find as facts that the trade mark “Frosty Red,” the word “Red” being 
disclaimed, was registered to plaintiff corporation on July 9, 1940; that such 
trade-mark as applied to the lipsticks and rouge of the plaintiff corporation has 
not acquired a secondary meaning within the trade or purchasing public; that the 
use of the word “Frosted” by the defendant corporation in the advertising and 
sale of certain nail enamels does not infringe upon such registered trade mark ; 
that such use of said word as aforesaid by the defendant corporation did not 
constitute unfair competition on the part of the defendant corporation; that the 
ordinary purchasers of such articles were not misled, confused, or deceived by 
such use by the defendant, in particular relation to the “Frosty Red” lipsticks 
and rouges sold by the plaintiff corporation; that the plaintiff corporation sus- 
tained no money damages as a result of such use of the term “Frosted” as 
































aforesaid. 
My conclusions of law are that the court has jurisdiction of the subject 


matter and parties to the action; that the plaintiff corporation fails in its proof 
as to the allegations set forth in its complaint; that judgment may enter in 
behalf of the defendant corporation dismissing the complaint. 

The exhibits in this action shall be filed with this opinion in the office of 
the Clerk of the United States District Court, Southern District of New York, 
at New York City. 
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DOLLCRAFT CO. ET AL. v. NANCY ANN STORYBOOK DOLLS INC. 
No. 29270—U. S. D. C. N. D. Cal_—November 30, 1950 


TRADE-MARKS—ACQUISITION OF RIGHTS—GENERAL 
Mere registration of term does not establish validity of trade-mark but raises rebut- 
table presumption of legality. 
TRADE- MARKS—FUNCTION—GENERAL 
Primary function of trade-mark is to identify origin or ownership of article to 
which it is affixed. 
TRADE-MarRKs—SuBject MATTER—GENERAL 
Neither generic name nor name merely descriptive of an article of trade, of its 
quality, ingredients or characteristics, may be employed as a trade-mark and entitled 
to legal protection. 
TRADE-MARKS—MaArRKS CAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 
“Fairyland” and “Sugar and Spice” held suggestive at most rather than descriptive 
and therefore valid trade-marks for dolls. 
TRADE-MARKS—MARKS INCAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 
CANCELLATIONS—BASIS OF RELIEF—DESCRIPTIVENESS 
“Red Riding Hood,” “Little Bo-Peep,” “Little Miss Muffett,” “Mistress Mary,” 


“Little Miss Donnett,” “Curly Locks” and “Goldilocks” held descriptive of dolls por- 
traying these fictional characters. 


“June Girl” held descriptive of doll clothed in a light summery dress. 
“Story,” “Story Book” and “Dolls With a Story” held descriptive of class of dolls 
and not valid trade-marks. 
TRADE-MAaRKS—Marxks Not ConFusINGLY SIMILAR—PARTICULAR INSTANCES 
“June Bride” held not an infringement of “June Girl” nor, on facts of record, to 
constitute an unfair use of the word “June,” as applied to dolls. 
TRADE-MARKS—SECONDARY MEANING—PARTICULAR INSTANCES 
On facts of record, defendant counterclaimant held to have failed to sustain burden 
of proof necessary to establish secondary meaning in doll names as identifying it. 


TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION — SCOPE OF RELIEF — PARTICULAR 
INSTANCES 


Registrations of marks held descriptive, as listed in opinion, ordered cancelled. 
Injunction granted to defendant restraining plaintiffs from infringing “Sugar and 
Spice” and “Fairyland,” names held valid trade-marks for dolls. 


Injunction granted restraining defendant from interfering with plaintiffs’ use of 
descriptive names for dolls, the registrations of which are here ordered cancelled. 


Trade-mark infringement and unfair competition suit by Dollcraft Co., 
Leser F. Hinz, and Robert E. Kerr against Nancy Ann Storybook Dolls, {nc. 
Judgment cancelling defendant’s registrations of certain marks and granting 
injunctions to both plaintiffs and defendant. 


Mellin, Hanscom & Hursh, Oscar A. Mellin, LeRoy Hanscom, and Jack E. Hursh, 
of San Francisco, Cal., for plaintiffs. 


Hugh N. Orr and William G. McKay, of San Francisco, Cal., for defendant. 
Rocue, C. J.: 


By this action plaintiffs seek the cancellation of certain trade-marks regis- 
tered by the defendant in the U. S. Patent Office, injunctive relief, damages and 
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other relief. Defendant counterclaims, seeking relief from trade-mark infringe- 
ments, injunctive relief, damages and other relief. 

Plaintiff and counter defendant Dollcraft Doll Co. is now, and has been since 
1946, a manufacturer and seller of miniature, dressed dolls. In 1948, Dollcraft 
began producing a series of eight dolls, each named “Who Am I?” and each 
dressed to represent some familiar character in children’s fiction, such as Red 
Riding Hood, Little Miss Muffett and Little Bo-Peep. Shortly after its intro- 
duction this series was named the “Fairyland Series,” a name apparently 
adopted from the short verse printed on Dollcraft’s price lists and brochures of 
that period, and which contained the lines: 


“T am a little Friend of yours, 
“Fairyland is where I dwell.” 


Within the same year of 1948, this series was increased to twelve dolls, each iden- 
tified by the name of a particular fictional character of nursery rhyme personi- 
fication which the doll was dressed to represent and comprising “Red Riding 
Hood,” “Little Miss Muffett,” “Little Miss Donnett,” “Little Bo-Peep,” ‘“Mis- 
tress Mary,” “Alice in Wonderland,” “Rapunzel,” “Gretel,” “Curly Locks,” 
“Goldilocks,” “Sugar and Spice,” and “Bessie Brooks.” 

Dollcraft also makes a doll dressed as a bride which is sold under the name 
of “June Bride.” 

Dollcraft first packaged its dolls in individual cardboard boxes which had a 
red top and a white bottom. It later began using and now uses a box consisting 
of a white bottom with a transparent, acetate top and also, for one series of 
dolls, individual, glass bottle containers. 

During the first few months of its existence, Dollcraft applied no names of 
identification to its products. Beginning in 1946 or 1947, it applied to the red 
topped boxes a gummed label or seal on which the following words appeared: 
“GLOBE TROTTERS, DOLL-CRAFT CO., SAN FRANCISCO, CALIFOR- 
NIA.” Later, the boxes were rubber-stamped with the words, “DOLLCRAFT 
COMPANY, SANTA CLARA, CALIFORNIA.” The lids of the glass con- 
tainers have, since they were first used in 1949, contained the words, “Dolls With 
a Story By Dollcraft, Santa Clara, California.” 

Defendant and counterclaimant Nancy Ann Storybook Dolls, Inc. (here- 
after referred to as Nancy Ann) is now, and has been since 1937, also a manufac- 
turer and seller of miniature, dressed dolls. 

Since 1941 Nancy Ann has applied the words “Storybook Dolls by Nancy 
Ann” to its complete line of dolls. Nancy Ann registered the word “Storybook” 
with the U. S. Patent Office in 1941 as a trade-mark for dolls, doll clothes and 
doll furniture and the word “Story” in 1950 as a trade-mark for dressed dolls. 

Nancy Ann has, since its inception, made and sold certain dolls to which it 
applies the names of “Red Riding Hood,” “Little Miss Muffett,” “Little Bo 
Peep,” “Mistress Mary,” “Curly Locks,” and “Goldlilocks.” It has also made and 
sold a doll named “Sugar and Spice” since about 1940 and one named “Little Miss 
Donnett” since about 1941. Nancy Ann has registered all of these names with 
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the U. S. Patent Office, between 1942 and 1947, as trade-marks for dolls and doll 
clothes or for dressed dolls. From about 1938 until about 1946, all of its dolls of 
these names were sold under the series name of “Storybook Series” (spelled as 
“Story Book” until about 1940). Since about 1946, these same dolls have been 
included within either the “Fairytale Series,” the “Fairyland Series,” or the 
“Mother Goose Series.” The name “Fairyland” was registered with the U. S. 
Patent Office in 1948 as a trade-mark for dressed dolls. 

Since about 1941, Nancy Ann has also made a doll sold under the name of 
“June Girl,” which name was registered in the U. S. Patent Office in 1943 as a 
trade-mark for dolls and doll clothes. 


Nancy Ann packages its dolls in individual, white, cardboard boxes, printed 
on which, in multiple, diagonal lines, are the words “Nancy Ann Storybook 
Dolls,” between which lines are additional parallel lines of large polka dots, with 
both the words and the polka dots printed in a single color. 


In October, 1949, two retail stores advertised Dollcraft dolls, including “Red 
Riding Hood,” “Little Bo-Peep,” and “Sugar and Spice,” under the names of 
“Story Dolls” and “Story Book Dolls.” Immediately thereafter, Nancy Ann 
served notices of alleged trade-mark infringements upon Dollcraft and certain 
customers of Dollcraft, including the two stores which had so advertised. With 
such notice, Nancy Ann demanded that the infringements and unfair competition 
cease and that accounting be made for all profits derived from such practices. 


Dollcraft thereupon instituted this suit, denying that the names “Red Rid- 
ing Hood,” “Little Miss Muffett,” “Little Bo Peep,” “Mistress Mary,” “Curly 
Locks,” “Goldilocks,” “Sugar and Spice,” “Little Miss Donnett,” “June Girl,” 
“Story,” “Storybook” and “Fairyland” are valid trade-marks which Nancy Ann 
may exclusively appropriate and alleging, therefore, that Nancy Ann’s notices 
of infringements constitute unfair competition. Nancy Ann relies on the validity 
of all of its registered trade-marks which are in issue here. 


The issue for decision is whether Nancy Ann is entitled to the exclusive 
use of the names involved, either by reason of their being valid trade-marks or 
under the doctrine of secondary meaning. 

While the registration of a name or term as a trade-mark raises a presump- 
tion of its legality, Brooks Bros. v. Brooks Clothing of Calif., 60 F. Supp. 442, 
447, 65 U. S. P. Q. 301, 308, the mere registration does not establish that name 
or term as a valid trade-mark, for such presumption is rebuttable. National 


Nu-Grape Co. v. Guest, 164 F. 2d 874, 876 [37 T. M. R. 848]. 


The purpose of a trade-mark is to distinguish the goods of one person from 
those of another, Standard Paint Co. v. Trinidad, 220 U. S. 447, 453, and its 
primary and proper function is to identify the origin or ownership of the article 
to which it is affixed. Hanover Milling Co. v. Metcalf, 240 U. S. 403, 412. It 
must be of such a nature as to permit of an exclusive appropriation by one person, 
Barton v. Rex-Oil Co., 2 F. 2d 402, 403, for unless the trade-mark performs its 
proper function, neither can the first adopter of it be injured by any appropriation 
or imitation of it by others, nor can the public be deceived. Canal Co. v. Clark, 
80 U. S. 311, 323. 
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The names “Fairyland” and “Sugar and Spice” serve such purpose and 
function and are capable of exclusive appropriation; they are, therefore, valid 
trade-marks. 

“Sugar and Spice” is a phrase abstracted from an old, familiar nursery 
rhyme, possessing a meaning in its context, but none when used as the name of 
a doll. “Fairyland” means the land or abode of fairies, who are imaginary super- 
natural beings; Nancy Ann uses this word as a name for dolls which, while they 
may portray fictional characters, are neither representations nor likenesses of 
fairies. At most, these names may be suggestive (see Nims on Unfair Compe- 
tition, 3d Ed., § 201), but they are not descriptive; they possess, in their use by 
Nancy Ann, only connotation and not denotation; they are arbitrary and fanciful 
names and thus valid trade-marks. Palmer v. Gulf Pub. Co., 79 F. Supp. 731, 
734 [38 T. M. R. 1101]; see also Stork Restaurant v. Sahati, 166 F. 2d 348, 355, 
76 U.S. P. Q. 374, 379. 

The leading case of Canal Co. v. Clark, supra, at p. 323, establishes two rules 
which must not be overlooked: “No one can claim protection for the exclusive 
use of a trade-mark or trade name which would practically give him a monopoly 
in the sale of any goods other than those produced or made by himself. If he 
could, the public would be injured rather than protected, for competition would 
be destroyed. Nor can a generic name, or a name merely descriptive of an article 
of trade, of its qualities, ingredients, or characteristics, be employed as a trade- 
mark and the exclusive use of it be entitled to legal protection.” This Court 
finds that all of the other names claimed and registered as trade-marks by Nancy 
Ann, and which are in issue here, are incapable, inherently and because of the 
two rules just expressed, of function as valid trade-marks in their application 
by Nancy Ann. 

Dollcraft claims the right to use the names of “Red Riding Hood,” “Little 
Bo-Peep,” “Little Miss Muffett,’ “Mistress Mary,” “Little Miss Donnett,” 
“Curly Locks,” and “Goldilocks” because such names are descriptive of its dolls. 
Nancy Ann, while admitting the right of Dollcraft to make dolls portraying 
such fictional characters, claims the exclusive right to the use of these names 
as valid trade-marks. 

The dolls produced by each party show themselves to have been designed, 
created and dressed so as to be the likeness of the fictional character whose 
name they bear. Each doll of such name is a manifestation of the fictional char- 
acter itself, whose name served to identify and describe such doll. These names, 
as so applied, are descriptive; their use belongs to everyone and Nancy Ann can- 
not be given the right of their exclusive appropriation. 

Nancy Ann claims that “June Girl” is infringed by Dollcraft’s use of 
the name “June Bride,” contending, even, that the word “June” may not be so 
used by others. The “June Girl” doll, on examination, shows itself to be a con- 
ceptual representation of a girl dressed for the month of June. It is not dressed 
in a bridal costume, rather it is clothed in a light, summery dress, appropriate 
to an embodiment of the name itself. The name denotes the doll, not the manu- 
facturer ; it is a descriptive name, invalid as a trade-mark. Even were this Court 
to find “June Girl” a valid trade-mark, however, there is insufficient evidence 
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to hold that “June Bride” constitutes either an infringement of “June Girl” or an 
unfair use of the word “June.” 

“Story” or “Story Book” properly serve as generic names for all that class 
of dolls which portray or represent fictional characters, as does the name “Dolls 
With a Story.” Each of these names which is used by Nancy Ann serves the 
adjectival function of correctly describing such a class of dolls and both are 
likewise invalid as trade-marks. 

As to all of the above names here held invalid as trade-marks, the language of 
the Canal Co. case, supra, at p. 328 and p. 324, may be paraphrased to say that 
the dolls produced by Nancy Ann are as truly described by those names, as are 
the dolls produced by Dollcraft or by Hallmark Cards.1 The names are descrip- 
tive ones which do not point to the origin or ownership, nor indicate in the 
slightest degree the person, natural or artificial, who manufactured such dolls 
or brought them to market. As so applied, all of the above names are inca- 
pable of performing the function of a trade-mark; they are not susceptible of 
exclusive appropriation by one party for they are names which, from the nature 
of the fact they are used to signify, may be employed by others with equal truth 
and equal right for the same purpose. 

The evidence is insufficient to hold that any of these names, found not to 
be trade-marks proper, have acquired a secondary meaning denoting Nancy Ann 
as the source of the dolls to which they are applied. 

Evidence that a retailer sold Dollcraft dolls under the name of Story Book 
dolls is proof only of the sales and not of the issue in question. Advertising is 
the effort expended in the attempted achievement and not the achievement of 
the alleged result (i.e., secondary meaning) ; a large sales volume may be no 
more than the success resulting from methods of sales promotion. These fac- 
tors, as well as the fact of the length of time that Nancy Ann has used such 
names, in the absence of sufficient evidence tending to show that such names 
have become known to the public or to dealers as denoting a product of Nancy 
Ann’s, are found not to meet the burden of proof necessary to establish sec- 
ondary meanings. 

Because both parties are producing dolls of similar size and common con- 
ception, there is a natural resemblance between their products. Lacking, how- 
ever, are the usual indicia of fraud or palming off on the part of Dollcraft. The 
evidence fails to show that Dollcraft has represented, by marks, signs, labels, 
colors, packages, or in any other way, that its dolls are manufactured by Nancy 
Ann; on the contrary, the evidence shows that Dollcraft identifies its products 
by its own name, clearly and unmistakably. It may be said of Dollcraft’s use 
of these names (here found to be descriptive) which have been in prior use by 
Nancy Ann. * * * that the use by a second producer, in describing truthfully 
his product, of a name or combination of words already in use by another, may 
have the effect of causing the public to mistake as to the origin or ownership of 
the product, but if it is just as true in its application to his goods as it is to those 





1. Introduced into evidence were certain paper dolls manufactured by Hallmark Cards, 
nee of which are named “Little Miss Muffett,’ “Little Bo-Peep,” and “Little Red Riding 
ood.” 
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of another who first applied it, and who therefore claims an exclusive right to 
use it, there is no legal or moral wrong done. Purchasers may be mistaken, but 
they are not deceived by false representations, and equity will not enjoin against 
telling the truth.” Canal Co. v. Clark, supra, at p. 327. Since it is found that the 
dissimilarities outweigh the similarities of their products and since fair compe- 
tition is to be encouraged, the Court finds no reason to enjoin Dollcraft from the 
use of these descriptive names. 

Under the circumstances, this Court is of the opinion that it would be in- 
equitable to award an accounting in favor of, or against, either party. 

In accordance with the foregoing and upon findings of fact and conclusions 
of law in accordance therewith, it is, therefore 


ORDERED : 


(1) That the following trade-mark registrations be cancelled: 

No. 389114—Storybook 
39545 1—Goldilocks 
395454—Little Bo Peep 
403261—J une Girl 
404576—Mistress Mary 
404581—Curly Locks 
404586—-Little Miss Donnet 
420077—Red Riding Hood 
432208—Little Miss Muffet 
525896—Story ; 


(2) That there be issued a writ of injunction perpetually restraining plain- 
tiffs from infringing the names “Sugar and Spice” and “Fairyland”; and 


(3) That there be issued a writ of injunction perpetually restraining defend- 
ant from interfering with plaintiff's use of those names which are here ordered 
cancelled as registered trade-marks. 
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ROSS PRODUCTS, INC. ET AL. v. NEWMAN, ETC. 
No.61-264—U. S. D. C., S. D. N. Y.—November 29, 1950 


Courts—J URISDICTION—GENERAL 
CouRTS—PLEADING AND PracticeE—Mortions To REMAND 
Plaintiff’s motion to remand to state court granted where unfair competition suit 
lacks diversity of citizenship. 
Lanham Act held not to have expanded federal jurisdiction to include purely unfair 
competition claims between citizens of same state, when not joined with substantial and 
related claim under copyright, patent or trade-mark law. 


TrapE-Mark Act oF 1946—JurispicrIon—Sections 39 anp 44 Courts—Stratutory INTER- 
PRETATION—GENERAL 


Under interpretation of Lanham Act set forth in the Stauffer case (40 T.M.R. 960) 
the most recent Congressional enactment, 28 U.S.C.A. 1338(b), on the subject of federal 
court jurisdiction, is rendered a nullity. 

If Congress had intended the Lanham Act to work so radical a change from the 
prior law, which was precisely the opposite from defendant’s contention, it would have 
embodied that purpose in clear and unmistakable language. 


Unfair competition suit by Ross Products, Inc. and J. V. Zimmerman Com- 
pany against Nathan Newman, doing business as Premier Products Co., and 
Jarco Distributing Corp. Plaintiff’s motion to remand to state court granted. 


Minot & Zasloff, of New York, N. Y., for plaintiffs. 


Harry Price, of New York, N. Y., for defendant Premier Products Co. 
Ryan, D. J.: 


On this motion to remand, the only substantial issue is presented by defend- 
ant, Premier Products’, contention that a claim founded solely on allegations 
of unfair competition is one arising under the Lanham Trade-Mark Act, 15 
U. S. C. A. 1051-1127, and, therefore, within the jurisdiction of the federal 
courts, even absent diversity of citizenship. 

That the law was precisely the opposite prior to the effective date of the 
Lanham Act cannot be disputed. Magic Foam Sales Corp. v. Mystic Foam Corp., 
167 F. 2d 88 [38 T. M. R. 550] (1948). Indeed, the federal courts have long 
been preoccupied with the circumstances under which they could entertain a claim 
for unfair competition even when it was coupled with a claim for infringement of 
a registered trade mark. Treasure Imports, Inc. v. Henry Andur & Sons, Inc., 
127 F. 2d 3, 5 [32 T. M. R. 454] (1942). 

The view that the Lanham Act expanded federal jurisdiction to include purely 
unfair competition claims was recently advanced by the Court of Appeals for the 
Ninth Circuit. Stauffer v. Exley, 87 U. S. P. Q. 40 (1950). The court there 
points out that among benefits conferred in 15 U. S. C. A. 1126, on certain 
foreign nationals and domiciliaries, is the right to avail themselves in unfair 
competition actions of the remedies provided by the Act for infringement of 
registered trade-marks; and that in subsection (i) the same benefits are con- 
ferred on citizens or residents of the United States. Therefore, the court infers, 
claims based on allegations of unfair competition fall within the ambit of 15 
U.S. C. A. 1121, which vested the district courts with jurisdiction “of all actions 





162 TRADE-MARK REPORTER 41 T. M.R. 


arising under this chapter, without regard to the amount in controversey or to 
diversity or lack of diversity of the citizenship of the parties.” 

As against this line of reasoning, there is the clear language of 28 U. S. C. A. 
1338, which in subsection (a), vests the district courts with “original jurisdiction 
of a civil action arising under an Act of Congress relating to patents, copyrights 
and trade-marks;” and then goes on, in subsection (b) (added in 1948), to 
declare: “The District Court shall have original jurisdiction of any civil action 
asserting a claim of unfair competition when joined with a substantial and 
related claim under the copyright, patent or trade mark law.” 

Under the interpretation set forth in the Stauffer case, Section 1338(b) is 
rendered a nullity, even though it is the most recent Congressional enactment on 
the subject. We do not believe that the Lanham Act requires any such result. 
It does no violence to the language of the Act to find that Congress, by making 
available to unfair competition claims remedies fashioned for infringement of 
registered trade-marks, did not thereby intend to transmute such claims into 
“actions arising under this chapter.” If Congress had intended to work so 
radical a change in the law, it undoubtedly would have embodied that purpose 
in clear and unmistakable language. Defendant’s argument that the court has 
jurisdiction in this case under the Lanham Act must, therefore, be rejected, as, 
also, must be the other asserted bases of federal jurisdiction. 

Plaintiffs’ motion to remand is granted. 


COHN & ROSENBERGER, INC. v. KAUFMAN & RUDERMAN, INC. 
N.Y. S. Ct., N. Y. County—December 15, 1950 


TRADE-MARK INFRINGEMENT—BASIS OF RELIEF—GENERAL 
Normally where parties are in direct competition in the same business and confusion 
exists, injunction restraining use of similar mark is granted. 
TRADE-MARK INFRINGEMENT—DEFENSES—LACHES, ACQUIESCENCE AND ESTOPPEL 


Mere laches of itself held insufficient to bar plaintiff from injunctive relief against 
trade-mark infringement. 


On facts of -ecord, plaintiff held barred by its course of conduct, during which 
defendant changed its position, from injunctive relief to which it would normally be 
entitled. 


Trade-mark infringement suit by Cohn & Rosenberger, Inc. against Kaufman 
& Ruderman, Inc. Complaint dismissed. 

Kocg, J.: 

This action was instituted by the plaintiff for the purpose of obtaining an 
injunction restraining the defendant from using its trade name “Karu” on the 
ground that the same causes confusion in respect of plaintiff’s use of its trade 
name “Coro.” 

It appears that plaintiff and defendant are both engaged in the costume 
jewelry business. Plaintiff was first in this field and has been using the trade 
name “Coro” since 1919. Defendant's use of the trade name “Karu” was begun 
in February, 1928, shortly after its entrance into the field. The parties are in 
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direct competition in the same business. There can be little doubt that confusion 
exists. Normally, in such circumstances the relief sought would be granted. 
During the trial, however, certain facts were developed which bear very directly 
on the right to the drastic relief sought. 

It appears that the defendants, in October, 1928, registered their trade-mark 
in the United States Patent Office. This trade-mark consists of a combination 
of the first two letters of the surnames of the dominant parties in the defendant 
corporation. The registration was duly renewed in 1948. Defendant’s business 
in the first year of its existence was somewhat in excess of $100,000. For the 
year 1949 this volume had grown to upwards of $2,000,000. Plaintiff’s volume 
of business is even greater than that of defendant. Both parties have extensively 
advertised their trade names in trade journals and in general advertising media. 
Both parties have their principal places of business in New York County. There 
is evidence sufficient to show that plaintiff knew of defendant’s use of the trade- 
mark “Karu” as long ago as 1930. So far as is ascertainable from the testimony, 
no objection to the use of this trade-mark was made until late in 1942. At that 
time defendant sought registration under the Federal Trade-Mark Act of 1905. 
This application was published in the Official Gazette of the United States Patent 
Office for the purpose of ascertaining whether or not there was opposition to its 
registration. Plaintiff successfully opposed such registration, the matter being 
finally disposed of in the office of the Commissioner of Patents by a determina- 
tion made on May 2, 1945. In the meantime and in May, 1943, this action was 
instituted. No application for a preliminary injunction was sought and the case 
was not noticed for trial until June of 1949. At the hearings in the patent office 
on the re-registration of defendant’s trade-mark the question of laches was 
litigated. 

The question posed is whether or not plaintiff’s course of conduct has been 
such as to bar it from the relief to which, as has been said, it would normally be 
entitled. Mere laches of itself is insufficient to bar plaintiff from the relief sought 
(Menendez v. Holt, 128 U. S. 514). Where, however, one infringed upon knows 
of the infringement, takes no legal steps to restrain its use, and stands patiently 
by while the infringing user spends large sums of money in advertising and 
builds up a profitable business and acquires a good will.in connection therewith, 
equity will not interfere. To do so would be unjust for the simple reason that 
the one infringed upon has not only lulled the infringing user into a false sense 
of security, but by his inaction has permitted the infringing user to reach a 
point in the development of his business where to strike down the infringing 
use might well be to accomplish destruction. Such is not the purpose of equity 
decrees. 

It is noted that there has been no clear showing of any bad faith on the 
part of this defendant. 

Judgment is therefore directed in favor of the defendant and the complaint 
is dismissed without costs. 

This is intended to be the decision of the court thereby rendering unneces- 
sary any conclusions of law or findings of fact. Settle judgment accordingly. 
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HARRY DONNER v. PARKER CREDIT CORP. ET AL. 
No. C261-50—Super. Ct. N. J., Ch. Div.—October 31, 1950 


UnFAIR COMPETITION—SCOPE OF RELIEF—PARTICULAR INSTANCES 
By stipulation, on argument of preliminary injunction motion, parties agreed to 
waive trial and submit cause for final judgment on affidavits. 


Costs, profits and damages denied to plaintiff, where defendants innocently adopted 
plaintiff’s trade name and upon notice agreed to discontinue and submitted to judgment 
containing permanent restraint against their use of trade name. 


Plaintiff held entitled to injunction restraining defendants’ use of word “Parker” 
in any form, in New Jersey, except that for sixty days defendants will be permitted to 
collect receivables now outstanding in New Jersey under present name, provided that all 
literature used in such endeavor shall plainly state that name has been changed to new 
name not containing word “Parker.” 


UnFair CoMPETITION—CONSTRUCTIVE NoticE—GENERAL 
Filing of certificate of doing business under assumed name, by plaintiff, in New 
Jersey, held not to constitute constructive notice to defendants of plaintiff’s rights in 
“Parker.” 


TRADE NAMES—ACQUISITION OF RIGHTS—GENERAL 
Party incorporating in New Jersey held not required to search records of all counties 
to ascertain whether name sanctioned by Secretary of State was already in use under a 
filed trade certificate. 


Unfair competition suit by Harry Donner, doing business as Parker Credit 
Co. against Parker Credit Corp. (a New Jersey corporation) and Parker Credit 
Corp. (a New York corporation). Judgment for plaintiff granting injunction. 
Raff & Sherman, Attorneys for Plaintiff. 

Ruback, Albach & Weisman, Attorneys for Defendants. 
STEIN, J. S.C.: 

This matter comes before me on plaintiff’s motion for a preliminary injunc- 
tion to restrain the two defendants from using in business the name “Parker 
Credit Corp.” or “Parker Credit” or “Parker Credit Co.” or any combination of 
words of which the name “Parker” is a component part. At the oral argument 
counsel stated that the controversy could be disposed of with finality at this time, 
since a final hearing would present no facts or issues other than those already 
before the court in the form of the affidavits submitted by the respective parties. 
Accordingly, the attorneys for both sides stipulated in open court and for the 
record that the parties waived a final trial and that they submitted the cause for 
final judgment on the affidavits presented on the motion. 

The facts are not in dispute. The plaintiff has since 1947 been engaged in 
the Counties of Essex, Hudson and Union in the business of selling at retail and 
on credit jewelry and general merchandise. On July 16, 1947, he filed with the 
I-ssex County Clerk a certificate of trade name assuming the trade style and desig- 
nation of ‘Parker Credit Co.” 

The New York corporate defendant was incorporated in 1949 in the State of 
New York under the name “Parker Credit Corp.” Its business has been that of 
selling at retail, on the installment plan, only jewelry, and its business field has 
been greater New York, including Long Island and Staten Island. About August 
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18, 1950, that company determined to extend its business into the State of New 
Jersey. That purpose it accomplished by incorporating in this State a company 
by the same name used in New York, viz., “Parker Credit Corp.” Before obtain- 
ing its New Jersey charter, it inquired from our Secretary of State as to the 
availability of that name in this State and was advised that the name could be 
used for a corporate charter. Such incorporation was in fact accomplished on 
August 18, 1950, since which time that company has done business in this State, 
selling only jewelry. The officers of that company had never heard of the plain- 
tiff and never knew of his business activities under the name of “Parker Credit 
Co.” until the plaintiff on October 2, 1950, made protest. Negotiations then 
ensued, in the course of which defendants were informed that the plaintiff claimed 
priority on the use of the name because of the filing of the trade name certificate. 
In those negotiations the defendants endeavored, for a consideration, to obtain the 
plaintiff’s consent to their use of said name in this State. The parties could not 
agree and on October 11, 1950, negotiations ended. Two days later, on Friday, 
October 13, 1950, this action was commenced and the same day service was made 
of the complaint, the summons, and the notice of motion for preliminary injunc- 
tion. The following Monday the defendants served an answering affidavit in 
which they declared that the adoption and use by them of the name objected to 
was wholly without knowledge on their part and they declared themselves ready 
to submit to a final judgment containing a permanent restraint against their con- 
tinuing to make sales in this State under the name of “Parker Credit Corp.” The 
same day they instructed counsel to incorporate a new company in New Jersey, 
the name of which was not to contain the word “Parker,” and they began calling 
in their salesmen to instruct them to make no further sales under the name 
“Parker” but only under such other name as would be allowed to them by the 
Secretary of State. 

The defendants resist the granting of any accounting for profits and the im- 
position of any costs of suit. With respect to profits, they insist that since their 
invasion of the plaintiff's name was made innocently and without knowledge and 
because they offered almost immediately to discontinue the objectionable use, they 
should not be held accountable for any profits earned by them during the short 
period that they used the name. With respect to costs, they take the position that 
before suit was started they offered to desist from the use of the name, requesting 
from the plaintiff only a short period of time within which to collect in their out- 
standing receivables under the name by which those receivables were acquired. I 
think the defendants’ position is fair and sound and that the relief to be afforded 
by final judgment should be confined to an injunction without profits, damages 
or costs. 

The facts before me do not disclose the slightest bit of proof that the de- 
fendants had any knowledge of the plaintiff’s use of the name prior to the protest 
made on October 2, 1950. The plaintiff disputes this, claiming that the mere filing 
by him of a certificate of trade-name or assumed name constitutes constructive 
knowledge on the part of the defendants and that their omission to examine the 
records in the Essex County Clerk’s Office is evidence of bad faith and wilful 
infringement on their part. This argument is untenable. Even if a duty rested on 





166 TRADE-MARK REPORTER 41 T. M.R. 


the defendants to examine the County Clerk’s records, the omission to do so could 
at most amount to an act of negligence, not wilful and fraudulent conduct. There 
was, however, no duty upon the defendants to examine those records. They are 
not intended to furnish, and cannot operate to give, constructive notice. No statute 
can operate as a means of constructive notice unless by its very terms that purpose 
is clearly indicated, as is the case with statutes dealing with conveyances, mort- 
gages, liens, etc. The purpose of the statute R. S. 56:1-2 was declared by the Court 
of Errors and Appeals in the case of Rutkowsky v. Bozza (E. & A. 1909), 77 
N. J. L. 724. That purpose was “obviously to protect persons giving credit to 
the fictitious firm on the faith of the fictitious designation. It could have no other 
purpose.” The statute itself makes its violation a misdemeanor. Being purely 
penal, it must, of course, be strictly construed. 

It stands clearly established that the defendants here acted in good faith and 
in ignorance of the plaintiff’s prior use. It was not incumbent on them to examine 
the records in the 21 counties of this State to ascertain if, perchance, the name 
sanctioned by the Secretary of State was not already in use under a filed trade 
certificate. Immediately upon learning of the infringement, they offered to desist 
using the name on all future sales, asking only a short period of time within 
which to collect in, by suit or otherwise, their outstanding receivables under the 
then used name. This was refused and within two days after such refusal this 
action was started. Within less than 72 hours, including a Saturday and a Sunday, 
the defendants, in writing, tendered their submission to an injunction. I find that 
there was no wilful and fraudulent misuse of the plaintiff’s name and that at all 
times before and since the starting of the action the defendants acted in perfect 
good faith. That such good faith, while not a defense to injunctive relief, does 
constitute a defense to profits and damages is well settled. See Nims on Unfair 
Competition and Trade-Marks, Vol. 2, Sec. 431, p. 1387; Saxlehner v. Siegel- 
Cooper Company, 179 U. S. 42 (U. S. Sup. 1900) ; Regis v. Jaynes, 191 Mass. 
245 (Sup. 1906) ; Rubber & Celluloid Co. v. DeVoe, 233 Fed. Rep. 150 (D. C. 
N. J. 1916) ; Peerless Rubber v. Nichol, 187 Fed. 238 (U. S. C. C. 1911) ; Fair- 
bank v. Windsor, 124 Fed. Rep. 200 (U. S. C. C. A. 1903) ; International Silver 
Co. v. Rogers Corporation, 67 N. J. Eq. 646 (E. & A. 1904). The same principle 
is implicit in A. Hollander &c., Inc., v. Philip A. Singer, &c., Inc., 119 N. J. Eq. 
52 (Ch. 1935), where profits were allowed against the infringer of a trade-mark 
but only because the evidence established that the defendant had not acted in good 
faith or through inadvertence or in ignorance of complainant’s rights but had, 
on the contrary, persisted in the infringing use notwithstanding knowledge and 
protest, and so persisted until the cause was tried and determined. There profits 
were awarded because the court found as a fact that the defendant had acted in 
bad faith and with purpose and deliberation and in open defiance of complainant’s 
rights. Not so in the present case. 

There will be a final judgment permanently restraining the defendants from 
using the word “Parker” in any form whatsoever in the conduct of their business 
in this State, except that for the period of sixty days from the date of the entry 
of the judgment the defendants will be permitted to collect their receivables 
presently outstanding in this State under their present name, providing that on 
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all literature used in such endeavor there shall plainly appear a statement or 
indication that the name has been changed to the new name which the defendants 
may assume and which must not contain the word “Parker.” Such new name may 
be assumed either by a new corporation in this State or by a change of name of 
the existing corporation. Profits and damages are denied. Costs are not allowed. 
Present judgment. 


AMERICAN HARD RUBBER COMPANY v. NORTHEASTERN 
PLASTICS, INC. 


Commissioner of Patents—December 8, 1950 


TRADE-MARKS—ACQUISITION OF RIGHTS—GENERAL 
More than one mark may be used by owner on his goods without invalidating 
either mark where both serve same purpose of identifying origin. 
Fact that opposer registered “Admiration” held persuasive that it intended to use 
that word as a trade-mark rather than as a grade mark. 


TRADE-MARKS—ABANDONMENT—GENERAL 
On facts of record, opposer’s non-use of trade-mark during war and period follow- 
ing cessation of hostilities, held not to constitute abandonment. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by American Hard Rubber Company against North- 
eastern Plastics, Inc. Applicant appeals from decision sustaining notice of 


opposition. Affirmed. 

Cooper, Byrne, Dunham, Keith & Dearborn, of New York, N. Y., for opposer. 
Robert H. Rines, of Boston, Mass., for applicant. 

KuINnGE, Examiner in Chief: 

This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the opposition of the American Hard Rubber Company to 
the registration of Northeastern Plastics, Inc., of the trade-mark “Admiration” 
for combs. The trade-marks of the parties and the goods to which they are 
applied are identical. Both parties have filed testimony and briefs, and were 
represented at the hearing. 

The applicant maintains that it is entitled to registration of the trade-mark 
“Admiration” upon three principal grounds; first, that opposer’s use of the mark 
was not a trade-mark use, but only a grade mark use; second, that the burden 
was upon opposer to establish nonabandonment of the mark “Admiration,” which 
it failed to do; and third, that the opposer did in fact abandon the mark. 

With regard to the alleged grade mark use of the notation “Admiration,” 
applicant stresses the fact that opposer’s mark was used on only one of hundreds 
of different styles of combs, all of which were manufactured and offered to the 
trade under the “overriding” trade-mark “Ace.” 

The evidence establishes that opposer used the notation “Admiration” to des- 
ignate a certain type of toilet comb by stamping the word “Admiration” on the 
handle thereof long prior to the adoption of the notation “Ace,” the mark “Admi- 
ration” appearing alone on one side of the handle without the overriding mark 
“Ace” as indicated in opposer’s 1916 Catalogue, Exhibit 3. The testimony estab- 
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lishes further that the mark “Ace” was adopted for the purpose of tying together 
the large number of already existing names applied to opposer’s different types of 
combs, which were considered to be of particular value, into one line referred to 
as the “Ace” line. The later adoption of the mark “Ace” for that purpose did not 
appear to detract from the significance of the word “Admiration” on the par- 
ticular comb to which it was extensively applied and on which it was prominently 
displayed, as may be seen from opposer’s Exhibits 4, 5, and 6. The fact that 
the mark “Ace,” or its equivalent, later appeared as a mark of less prominence 
on the quill or on the reverse side of the handle of the “Admiration” toilet comb 
was not sufficient, in my opinion, to invalidate the trade-mark significance of 
the word “Admiration” in view of the fact that more than one mark may be 
used by an opposer on its goods without invalidating either mark. General Shoe 
Corporation v. Rosen (C. C. A. 4th Cir.), 111 F. 2d 95, 45 U. S. P. Q. 196; 
A. D. Juilliard & Co., Inc. v. American Woolen Company, 609 O. G. 706, 77 
U. S. P. Q. 21; The Brunswick-Balke-Collender Co. v. National Billiard Supply 
Co., 43 U. S. P. Q. 10, 29 T. M. Rep. 601; Layton Pure Food Co. v. Church & 
Dwight Co., 182 F. 24. Opposer’s witness Carson when asked on cross-examina- 
tion the function of the marks “Admiration” and “Ace” testified that both words 
served the same purpose in identifying the origin of opposer’s product. (Cross 
questions 421 to 424, opposer’s record page 81.) It further appears from opposer’s 
testimony (opposer’s Exhibit 56, 85, 86, and 87) that customers ordered “Admira- 
tion” toilet combs by that name alone long after opposer’s adoption of the mark 
“Ace,” which would indicate that those customers had come to recognize the 
origin of opposer’s “Admiration” comb by the mark stamped on the handle rather 
than by the “Ace” mark stamped on the quill, or by the two in combination; 
Pro-Phy-Lac-Tic Brush Company v. Lester D. Lawson, 475 O. G. 689, 32 
U. S. P. Q. 262. Furthermore, the fact that opposer registered the trade-mark 
“Admiration” is persuasive that it intended to use the marks as a trade-mark and 
not as a grade mark. In view of all the facts presented I find, as did the Ex- 
aminer of Interferences, that opposer’s manner of use of the mark “Admiration” 
did not detract from its trade-mark significance and that it served to denote 
origin of the opposer’s goods. 


Applicant relies heavily on the decision in the case of Touraine Co. v. F. B. 
Washburn & Co., 52 App. D. C. 356, 286 F. 1020, as controlling in the present 
proceeding. In that case the opposer admitted that the word “Touraine” referred 
distinctly to the grade or quality of its chocolate. The notation was intention- 
ally used as a grade mark apparently by agreement with the Touraine Company 
which had also used the same mark for fifteen years concurrently with the 
opposer’s use of the mark on the same class of goods. Opposer, Washburn & 
Co., never used the word “Touraine” alone as did appellee here, but always as a 
grade indicator for the particular “Chocolate Mixture” on its labels which prom- 
inently displayed both the manufacturer’s name “Washburn” and its “Waleco” 
Seal. There could be no mistaking the intent of the use of the expression 
“Touraine Chocolate Mixture” on the label. In the present case opposer had 
used its mark “Admiration” standing alone and there was no such prolonged 
interval of accepted conjoint use of the mark and dealings between the parties 
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here that characterized the circumstances in the decided case, all of which the 
Court considered in its decision. While many of the facts in the present case 
are suggestive of those in the decided case, yet considering all the circumstances 
here involved, I am persuaded that the use established by the opposer here was 
a trade-mark use rather than a mere grade mark use. 


In regard to the applicant’s contentions that the opposer has failed to dis- 
charge the burden of establishing nonabandonment of its mark “Admiration” 
and did in fact abandon the mark, it appears from the record that opposer’s 
witness O. M. Mabey, who was in opposer’s employ since 1933, stamped combs 
with the mark “Admiration” continuously from the day of her employment to 
the beginning of World War II, and that “Admiration” combs were shipped 
in large quantities prior to the beginning of the War. During the period of the 
War, opposer was primarily occupied in the war effort, and no combs were 
manufactured until September, 1945. At the end of the War the business of 
manufacturing combs met with a number of adverse conditions. The use of 
natural rubber, which was used in making “Admiration” combs, was prohibited 
until Noevmber, 1946, at which time use of this commodity was permitted in 
small amounts. On September 9, 1947, this restriction was lifted. Further restric- 
tions were also placed on the use of tin in the manufacture of hard rubber 
combs, which restrictions were eased in March, 1946, but not lifted. Restrictions 
were also applied to lead, both tin and lead being used in the manufacture of 
opposer’s combs. In addition, there was a strike which lasted from early May, 
1946, to the latter part of July, 1946. It thus appears that at this time conditions 
were not conducive to the manufacture of a hard rubber comb of the type of the 
“Admiration” comb. Even in view of the circumstances just referred to, ap- 
plicant calls attention to the fact that after the close of the War, opposer did 
not resume the manufacture of its “Admiration” combs until April, 1947. Op- 
poser offers the explanation that it started with the combs most convenient and 
easy to manufacture in order to supply the demand, which was very great, and 
also that certain machine equipment on hand from prewar days was available 
which was put into immediate operation. 


It is evident from opposer’s notices to the trade (opposer’s Exhibits 21, 25, 
26, and 27) that it intended to resume manufacture of its combs as soon as 
conditions permitted, and no express intention appears to restrict its output as to 
any particular item. The Examiner of Interferences in his decision held in this 
regard that, 


“* * * it is clear from the record adduced in its behalf that the opposer never 
intended to abandon use of the notation ‘Admiration,’ and that its failure to resume 
production of combs bearing said notation immediately following the cessation of 
hostilities was occasioned by material shortages and labor troubles, which made it 
necessary for the opposer at that time to confine its production to those types of 
combs for which there was a more pressing demand. Accordingly, the involuntary 
nonuse of the mark by the opposer during the period in question did not involve an 
abandonment thereof; nor can such nonuse affect its prior rights as against the appli- 
cant. R. H. Macy & Co., Inc. v. Wilmington Hosiery Mills Inc., 613 O. G. 1098, 78 
U. S. P. Q. 130; Korona Spice Corp. v. Kuczor, 610 O. G. 779, 77 U. S. P. Q. 172; 
Stern Apparel Corporation v. Raingard, Inc., 83 U. S. P. Q. 293 [D.C. S.D. N. Y.]; 
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E. H. Scott Radio Laboratories, Inc. v. Philharmonic Radio Corporation, 591 O. G. 
664, 70 U. S. P. Q. 539.” 


I am unable to find an actual or implied intention on opposer’s part to per- 
manently give up the use of its mark “Admiration.” In the absence of such 
intent, mere temporary disuse under the conditions shown in the record of this 
case for the period of the War, and for a time immediately following did not 
amount to an abandonment in my opinion. Corkran, Hill & Co., Inc. v. A. H. 
Kuhlemann Co., 10 T. M. Rep. 458, 111 At. 471; Universal Candy Company v. 
A. G. Morse Company, 54 App. D. C. 388, 298 F. 847. 

Applicant also points to the fact that opposer allowed its registration, cer- 
tificate No. 186,390, to expire on July 8, 1944, and it was not renewed. In view 
of the fact that opposer actually used its mark at all times that it reasonably 
could after expiration of its trade-mark certificate, I reach the conclusion that 
there was no abandonment, intention or otherwise, at the time its notice of 
opposition was filed. Opposer’s business emerged from a long period of wartime 
manufacture, faced with reconversion to its peacetime activities and plagued 
with adverse difficulties not of its own making. Under such adverse conditions 
opposer was faced with problems other than that of immediately manufacturing 
its “Admiration” combs merely to overcome the legal presumption here raised 
that it had abandoned its trade-mark. The fact that opposer renewed other of 
its marks than “Admiration” is not considered conclusive that it intended to 
abondon the same. While it has been held that failure to renew a registra- 
tion would indicate suspension of the use or the abandonment of a registered 
mark in the absence of continuous use, I am unable to see that there is con- 
vincing evidence in the present record which establishes an inexcusable lack of 
continuous use of the mark on the part of opposer. No authority has been cited, 
and none has been found, which indicates that the renewal by opposer of other of 
its expiring trade-marks without at the same time renewing its “Admiration” 
mark under the circumstances here presented establishes either an intent to 
abandon or an actual abandonment of the latter. Even if such failure to renew 
could be said to raise a presumption of suspension of use or abandonment of its 
mark ‘“Admiration,” it is my view that such presumption has been effectively 
rebutted by the opposer’s testimony regarding the conditions prevailing prior 
to resuming manufacture and sale of its comb bearing the mark “Admiration” 
in the early part of 1947. 

For all the reasons stated above, it is my conclusion that the decision of 
the Examiner of Interferences was correct, and that it should be sustained. 

The decision of the Examiner of Trade-Mark Interferences is affirmed. 
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EDWIN L. WIEGAND COMPANY v. ASQUITH, ETC. 
Commissioner of Patents—December 8, 1950 


TRADE-MAarKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 


; Electric fans held goods of the same descriptive properties as electrical apparatus 
including blower heaters, under 1905 Act. 


TRADE-MarKs—Marxks Not ConFusINGLy SIMILAR—PARTICULAR INSTANCES 
“Chrom-Ever,” the term “Chrom” being disclaimed, held not confusingly similar to 
“Chromalox,” used on similar goods, under 1905 Act. 


TRADE-MARKS—MarKS CAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 


TRADE-MARKS—REGISTRABILITY—GENERAL 
“Chrom-Ever” held not deceptively misdescriptive as applied to electric fans first 
produced in chrome-plated steel but due to shortages of steel, now made of aluminum 
with brush finish to simulate the original chrome-plating. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Edwin L. Wiegand Company against Bennett 
Asquith (Asquith Associates, Inc., assignee, substituted). Opposer appeals from 
dismissal of notice of opposition. Affirmed. 

Hadley F. Freeman, of Pittsburgh, Pa., for opposer. 
Thomson & Thomson, of Boston, Mass., for applicant. 
KLINGE, Examiner in Chief: 

This is an appeal in an opposition under the Trade-Mark Act of 1905 in 

which both parties filed testimony and briefs. The allegations contained in the 


notice of opposition relate to the confusion in trade clause of section 5 of the 
Act of 1905. 


Applicant seeks registration of the notation “Chrom-Ever” for “electric 
fans,” “Chrom” having been disclaimed apart from the mark as a whole. 


Opposer relies upon a number of registrations of the trade-mark “Chrom- 
alox” for various electrical apparatus, parts and supplies, including such diver- 
gent products as heating units and equipment, apparatus for treating rubber 
and metals, branding devices, circuit closers, meter testing apparatus, melting 
pots, and blower heaters, the latter being small portable electrically operated 
heaters equipped with a fan and with a control switch for selectively turning on 
both the fan and heating circuit, or the fan alone, as illustrated and described 
in opposer’s Exhibit 12. This device is used as a blower heater in cold weather 
and as a cooling fan in the summer. 


Opposer’s mark “Chromalox” was used and registered for its various prod- 
ucts, including blower heaters, long prior to the first adoption and use of appli- 
cant’s mark “Chrom-Ever” for electric fans. 


The examiner properly concluded that although the respective goods here 
involved in general appear to relate to different fields of trade, blower heaters of 
the type described and the electric fans of the applicant clearly constitute mer- 
chandise of the same descriptive properties within the meaning of the statute, and 
the question, therefore, is whether applicant’s mark is confusingly similar to 
opposer’s mark. 
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E. H. Scott Radio Laboratories, Inc. v. Philharmonic Radio Corporation, 591 O. G. 
664, 70 U. S. P. Q. 539.” 


I am unable to find an actual or implied intention on opposer’s part to per- 
manently give up the use of its mark “Admiration.” In the absence of such 
intent, mere temporary disuse under the conditions shown in the record of this 
case for the period of the War, and for a time immediately following did not 
amount to an abandonment in my opinion. Corkran, Hill & Co., Inc. v. A. H. 
Kuhlemann Co., 10 T. M. Rep. 458, 111 At. 471; Universal Candy Company v. 
A. G. Morse Company, 54 App. D. C. 388, 298 F. 847. 

Applicant also points to the fact that opposer allowed its registration, cer- 
tificate No. 186,390, to expire on July 8, 1944, and it was not renewed. In view 
of the fact that opposer actually used its mark at all times that it reasonably 
could after expiration of its trade-mark certificate, I reach the conclusion that 
there was no abandonment, intention or otherwise, at the time its notice of 
opposition was filed. Opposer’s business emerged from a long period of wartime 
manufacture, faced with reconversion to its peacetime activities and plagued 
with adverse difficulties not of its own making. Under such adverse conditions 
opposer was faced with problems other than that of immediately manufacturing 
its ““Admiration” combs merely to overcome the legal presumption here raised 
that it had abandoned its trade-mark. The fact that opposer renewed other of 
its marks than “Admiration” is not considered conclusive that it intended to 
abondon the same. While it has been held that failure to renew a registra- 
tion would indicate suspension of the use or the abandonment of a registered 
mark in the absence of continuous use, I am unable to see that there is con- 
vincing evidence in the present record which establishes an inexcusable lack of 
continuous use of the mark on the part of opposer. No authority has been cited, 
and none has been found, which indicates that the renewal by opposer of other of 
its expiring trade-marks without at the same time renewing its “Admiration” 
mark under the circumstances here presented establishes either an intent to 
abandon or an actual abandonment of the latter. Even if such failure to renew 
could be said to raise a presumption of suspension of use or abandonment of its 
mark “Admiration,” it is my view that such presumption has been effectively 
rebutted by the opposer’s testimony regarding the conditions prevailing prior 
to resuming manufacture and sale of its comb bearing the mark “Admiration” 
in the early part of 1947. 

For all the reasons stated above, it is my conclusion that the decision of 
the Examiner of Interferences was correct, and that it should be sustained. 

The decision of the Examiner of Trade-Mark Interferences is affirmed. 
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EDWIN L. WIEGAND COMPANY vy. ASQUITH, ETC. 
Commissioner of Patents—December 8, 1950 


TRADE-MArKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 


_ _ Electric fans held goods of the same descriptive properties as electrical apparatus 
including blower heaters, under 1905 Act. 


TRADE-MAarKS—Marxks Not CoNnFuSINGLY SIMILAR—PARTICULAR INSTANCES 
“Chrom-Ever,” the term “Chrom” being disclaimed, held not confusingly similar to 
“Chromalox,” used on similar goods, under 1905 Act. 


TRADE-MARKS—MaArRKS CAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 


TRADE- MARKS—REGISTRABILITY—GENERAL 
“Chrom-Ever” held not deceptively misdescriptive as applied to electric fans first 
produced in chrome-plated steel but due to shortages of steel, now made of aluminum 
with brush finish to simulate the original chrome-plating. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Edwin L. Wiegand Company against Bennett 
Asquith (Asquith Associates, Inc., assignee, substituted). Opposer appeals from 
dismissal of notice of opposition. Affirmed. 

Hadley F. Freeman, of Pittsburgh, Pa., for opposer. 
Thomson & Thomson, of Boston, Mass., for applicant. 
KLINGE, Examiner in Chief: 


This is an appeal in an opposition under the Trade-Mark Act of 1905 in 
which both parties filed testimony and briefs. The allegations contained in the 
notice of opposition relate to the confusion in trade clause of section 5 of the 
Act of 1905. 


Applicant seeks registration of the notation “Chrom-Ever” for “electric 
fans,” “Chrom” having been disclaimed apart from the mark as a whole. 


Opposer relies upon a number of registrations of the trade-mark “Chrom- 
alox” for various electrical apparatus, parts and supplies, including such diver- 
gent products as heating units and equipment, apparatus for treating rubber 
and metals, branding devices, circuit closers, meter testing apparatus, melting 
pots, and blower heaters, the latter being small portable electrically operated 
heaters equipped with a fan and with a control switch for selectively turning on 
both the fan and heating circuit, or the fan alone, as illustrated and described 
in opposer’s Exhibit 12. This device is used as a blower heater in cold weather 
and as a cooling fan in the summer. 


Opposer’s mark “Chromalox” was used and registered for its various prod- 
ucts, including blower heaters, long prior to the first adoption and use of appli- 
cant’s mark “Chrom-Ever” for electric fans. 


The examiner properly concluded that although the respective goods here 
involved in general appear to relate to different fields of trade, blower heaters of 
the type described and the electric fans of the applicant clearly constitute mer- 
chandise of the same descriptive properties within the meaning of the statute, and 
the question, therefore, is whether applicant’s mark is confusingly similar to 
opposer’s mark. 
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Applicant’s mark “Chrom-Ever” was originally applied to costumers and 
hat racks of the type illustrated in its circular, Exhibit A, manufactured of 
chrome-plated steel. Thereafter, the mark was used by the applicant in con- 
nection with a number of other metal articles, including the electric fans for 
which registration of its mark is now sought. Applicant’s witness Asquith when 
asked of what materials the costumers and electric fans were made when they 
were first introduced on the market replied that the costumers were made of 
steel tubing with chrome-plating as a finish and that the fans were originally 
produced in chrome-plated steel, but shortages of steel required the applicant 
to change its commercial production to aluminum, with a chrome-like finish. 
When asked of what material the costumers and fans are now made, the wit- 
ness replied that the costumers are now made of chrome-plated steel tubing and 
the fans are now made of aluminum with a brush finish to simulate the original 
chrome-plating. Opposer’s witness Greer stated that the term “chrom” had no 
descriptive significance as applied to opposer’s goods. 


The examiner considered that the term ‘“Chrom” contained in applicant’s 
mark was accurately descriptive of the fans as that term was first applied thereto, 
and is now indicative of their chrome-like finish and that the term “Chrome” 
or its phonetic equivalent ‘“Chrom” is neither arbitrary nor distinctive. Since the 
term “Chrom” constitutes the only elements of similarity between “Chrom-Ever” 
and ‘“‘Chromalox,” giving due weight to the common initial syllable “Chrom”’ in 
comparing the marks of the parties, the marks were held to be otherwise so 


widely dissimilar in every particular that they may be concurrently used on the 
specified goods without reasonable likelihood of confusion or deception of pur- 
chasers, citing West Disinfecting Company v. Lan-O-Sheen Company, 35 
C. C. P. A. 796, 163 F. 2d 566 [37 TMR 657]; Miles Laboratories, Inc. v. Foley 
& Company, 32 C. C. P. A. 714, 144 F. 2d 888 [34 TMR 335]; The Firestone 
Tire & Rubber Co. v. Montgomery, Ward & Co., Inc., 32 C. C. P. A. 1074, 150 
F. 2d 439 [35 TMR 135]; and Goodall-Sanford, Inc. v. Rutger Fabrics Corp., 
605, O. G. 726, 75 U. S. P. Q. 277. 


Considering the marks as a whole, it is my opinion that they neither look 
alike nor sound alike, and I agree with the examiner that aside from the com- 
mon syllable “Chrom” the two marks are otherwise so totally dissimilar in every 
particular that they may be concurrently used on the specified goods without 
reasonable likelihood of confusion or deception of purchasers. 


Opposer argues that the examiner’s decision is directly inconsistent with 
prior decisions in opposition No. 10,277, Edwin L. Wiegand Company v. West- 
inghouse Electric & Manufacturing Company, opposer’s Exhibit 8; opposition No. 
10,276, Edwin L. Wiegand Company v. Westinghouse Electric & Manufac- 
turing Company [21 T. M. R. 530], opposer’s Exhibit 9; and opposition No. 
11,683, Edwin L. Wiegand Company v. Arthur S. Prybesk [23 T. M. R. 37], 
opposer’s Exhibit 10; and Civil Proceeding No. 7247, Edwin L. Wiegand Com- 
pany v. The Ambory Corporation, opposer’s Exhibit 11. These prior decisions 
have been considered, but I find no inconsistency in the conclusions reached in 
those cases and that reached by the Examiner of Interferences in this opposition. 
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One other matter to be considered here is the ex parte question raised by 
the examiner as to whether or not applicant’s mark is deceptively misdescriptive 
of its electric fans. The applicant, by leave at final hearing before the Examiner 
of Interferences, filed a supplemental brief in which arguments were presented 
and considered by the examiner who concluded that the question of whether or 
not applicant’s mark is deceptively misdescriptive of its goods should be 
answered in the negative. I reach a like conclusion here. Applicant’s fans were 
first produced in chrome-plated steel, but due to shortages of steel applicant 
resorted to aluminum which was given a brush finish to simulate the original 
chrome-plating. In applicant’s advertisement, Exhibit E, no reference is made 
to the use of chromium in its fans, it being clearly stated that they have a “satin 
aluminum finish.” I find nothing false or misleading about the mark “Chrom- 
Ever” as applied to applicant’s fans by reason of which the mark may be said 
to be deceptively misdescriptive. 

The decision of the Examiner of Interferences is affirmed. 


WHITEHALL PHARMACAL COMPANY v. PATRICK AND HUDSON 
DRUG CO. 


Commissioner of Patents—December 8, 1950 


OpposITIONS—PLEADING AND PracticE—Morions To DisMIss 
APPEALS—SCOPE OF REvIEW—GENERAL 
Applicant’s motion to dismiss notice of opposition, on ground opposer had failed 
to prove title to registrations relied upon, made for first time at hearing on opposer’s 
appeal, denied as not properly to be considered at this time. 


TRADE-MARKS—MArkKS Not CONFUSINGLY SIMILAR—PARTICULAR INSTANCES 
“Ascrin,” used on ointment applied to the skin, held not confusingly similar to 
“Anacin,” used on preparation for internal use for relief of pain, under 1946 Act. 


Opposer appeals from dismissal of notice of opposition. Affirmed. 
Dudley Browne and Louis H. Baer, of New York, N. Y., for opposer. 
James Atkins, of Washington, D. C., for applicant. 

KLINGE, Examiner in Chief: 

This is an appeal from the decision of the Examiner of Interferences dis- 
missing an opposition by Whitehall Pharmacal Company and adjudging that the 
applicant, Patrick and Hudson Drug Co. is entitled to register its mark “Ascrin” 
for a “medicinal ointment for the treatment of psoriasis, ringworm, eczema, acne, 
athlete’s foot, jungle rot, and similar skin irritations.” 

The opposer in its grounds for opposition claims ownership of the trade- 
mark “‘Anacin” as well as ownership of Trade-Mark Certificate No. 123,606, 
registered November 19, 1918, and duly renewed, and also Certificate No. 418,790, 
registered January 8, 1946, for said trade-mark. 

Applicant in its answer to the opposition alleged it was without knowledge 
or information as to the truth of the allegations that said trade-mark, together 
with the certificates of registration were the property of opposer and therefore 
denied the same and left the opposer to its proofs. 
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Neither party took testimony and the only question urged before the Exami- 
ner of Interferences by the applicant was the same question which was before 
the Examiner of Trade-Marks when applicant’s mark was before that Official for 
determination of its registrability, namely, whether applicant’s mark “Ascrin,” 
used on an ointment applied to the skin, is confusingly similar to opposer’s mark 
“Anacin,” used on a preparation for internal use for the relief of pain. 

At the hearing on opposer’s appeal from the decision of the Examiner of 
Interferences, applicant orally moved for dismissal of the opposition on the 
ground that opposer had failed to prove title to the two registrations on which 
it had relied. Each party has filed a memorandum on the motion. 

Applicant seeks by this motion, presented for the first time here, to have the 
opposition dismissed on the ground that opposer has failed to prove title to the 
two registrations on which it relied. It was freely admitted at the hearing that 
this question was overlooked when the opposition was heard before the Examiner 
of Interferences. The question is, therefore, whether or not such a motion is 
proper at this time. It does not appear that the applicant either argued this 
matter or sought consideration thereof before the Examiner of Interferences by a 
petition for reconsideration, rehearing, or otherwise, and I do not think that it 
should be considered for the first time here. A case in point is that of Edwin L. 
Grauel v. American Pullmatch Corporation, 497 O.G. 787, 39 USPQ 495, in- 
volving an interference wherein the appellee brought a motion to dissolve in 
which certain points were raised which were not referred to in the decision 
appealed from. In that case, as here, appellee made no attempt to have the 
decision amplified to include a ruling on those points. The Commissioner accord- 
ingly held that appellee may not insist that they be considered on the appeal 
before him in that case, and it appeared further that consideration of those 
points was unnecessary. I am of like opinion with regard to the question pre- 
sented on this appeal by applicant’s oral motion. The motion will therefore 
be denied. 

In his decision dismissing the opposition the examiner considered the appli- 
cant’s mark “‘Ascrin” not confusingly similar to opposer’s mark “Anacin” when 
applied to the goods of the respective parties. The examiner cited a number of 
cases considered in point which I think are pertinent to the facts here presented. 
While the respective marks have certain minor points of similarity, they are also 
characterized by more striking differences since they neither sound alike nor 
appear alike. Moreover, the mark “Ascrin” has only two syllables whereas 
“Anacin” has three, and it is not enough that both begin and end with like letters. 
I am in agreement with the opinion of the examiner that the combined effect of 
such differences as appear in the marks themselves, and in the respective goods 
to which they are applied, is sufficient to enable the concurrent use of both marks 
without reasonable likelihood of confusion or deception of purchasers. Vick 
Chemical Co. v. Central City Chemical Co., 22 C. C. P. A. 996, 75 F. 2d 517 
[23 T. M. R. 408]. 

The decision of the Examiner of Trade-Mark Interferences is affirmed and 
the motion to dismiss the opposition is denied. 
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VENUS FOUNDATION GARMENTS, INC. v. 
WM. GLUCKIN & CO., INC. 


Commissioner of Patents—December 15, 1950 


Trade-Marks—Marks Not Confusingly Similar—Particular Instances 

“Naturflex” held not confusingly similar to “Nature’s Rival,” used on sim- 
ilar goods, under 1946 act. 

Appeal from Examiner of Interferences. 

Trade-mark opposition by Venus Foundation Garments, Inc. against Wm. 
Gluckin & Co., Inc. Applicant appeals from decision sustaining notice of opposi- 
tion. Reversed. 

Davis, Lindsey, Hibben & Noyes, of Chicago, IIl., for opposer. 
Morris Kirschstein, of New York, N. Y., for applicant. 
Klinge, Examiner in Chief: 

This is an appeal from the decision of the Examiner of Trade Mark Inter- 
ferences sustaining the opposition involving application No. 531,109, filed by 
Wm. Gluckin & Co., Inc., on August 12, 1947, under the Act of 1946. Applicant 
seeks to register the notation “Naturflex” for “brassieres and girdles.” Neither 
party took testimony, but both parties filed briefs and were represented at the 
hearing. 

Opposer relies upon prior use and ownership of the following registrations: 

“Nature’s Rival,” registered by the Nature Rival Company on July 22, 1924, No. 
186,951, for brassieres under the Act of 1905, renewed by the Venus Foundation 
Garments, Inc., on September 12, 1944; 

“Nature’s Rival,” registration No. 345,814, issued under the Act of 1905 May 
11, 1937, for fitted garments for women and children, comprising corsets, corset com- 


binations, corset step-ins with and without openings, garter belts, and girdles, to 
Venus Foundation Garments, Inc., also doing business as Nature’s Rival Co. 


The goods of the respective parties are concededly identical and since the 
opposer’s registrations antedate the earliest use to which the applicant is entitled, 
the only question here for consideration is that of confusing similarity of the 
marks. The examiner is of the opinion that the two marks “Naturflex” and 
“Nature’s Rival,’ viewed in their entireties are confusingly similar in appear- 
ance, sound and meaning. It was his opinion that both marks suggests to the 
purchasing public some relationship between the goods, the wearer, and nature 
and that likelihood of confusion as to the meaning, in the mind of the public, 
would result from the use of,the two marks on the same goods. 

While it is true, as the examiner states, that a broad suggestive relationship 
in meaning exists between the two marks, I do not think that the connotation or 
meaning which the two marks might imply in the mind of the purchaser can be 
given any more important in this case than similarity in sound and appearance. 
Kroger Grocery & Baking Co. v. Blue Earth Canning Co., 24 C. C. P. A. 1098, 
88 F. 2d 725 [27 T. M. R 250] ; Stephen L. Bartlett Company v. Arbuckle Broth- 
ers, 52 App. D. C. 267, 285 F. 1001. 

In this case, similarity in sound, meaning and appearance begins and ends 
with the part “Nuature’s” or “Natur” in the respective marks. Even thought these 
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words might be said to constitute the dominant parts of the two marks, the remain- 
ing portions “Rival” and “flex” neither appear nor sound alike nor do they have 
similar connotations. Considering the marks as a whole, I am of the opinion that 
any apparent similarity between the two is far outweighed by actual differences in 
sound and appearance as well as in meaning and it is therefore my conclusion 
that likelihood of confusion as to origin of the goods would not be likely to arise. 
Goodall-Sanford, Inc. v. Rutger Fabrics Corp., 605 O. G. 726, 75 U.S. P. Q. 
277 ; Apex Electrical Manufacturing Co. v. Landers, Frary & Clark, 17 C. C. P. A. 
1184, 41 F. 2d 99 [20 T. M. R. 321]. 


The decision of the Examiner of Interferences is reversed. 


C. B. SHANE CORPORATION v. MERRITT-TAYLOR, INC. 
Commissioner of Patents—December 15, 1950 


OpposITIONS—PROOF OF OWNERSHIP AND USE—EFFECT OF REGISTRATION 
Certified copy of opposer’s 1905 Act registration filed by opposer, held prima facie 
evidence establishing opposer’s priority. 
TRADE-MARKS—Goops OF THE SAME CLASS—GENERAL 
OpposITIONS—PLEADING AND PRACTICE—GENERAL 
Specific differences in goods of the parties cannot be considered since no testimony 
has been submitted by either party. 
Where the goods specified in the application are so broadly stated as to cover op- 
poser’s goods, held that the specific goods sold by applicant is not a controlling factor. 
TRADE-MARKS—Goops OF THE SAME CLASS—PARTICULAR INSTANCES 
Ladies’ coats and suits held goods of the same class as men’s, boys’, women’s and 
girls’ overcoats and topcoats, under 1946 Act. 
TRADE-MARKS—DOoMINANT FEATURE—PARTICULAR INSTANCES 
Applicant’s goods sold under composite mark consisting of the words “Season” and 
“Aire” separated by a palm tree, would be ordered by the words “Season Aire.” 
TRADE- MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
Composite mark consisting of the words “Season” and “Aire separated by palm 
tree bending in the breeze, held confusingly similar to “Season Skipper,” used on similar 
goods, under 1946 Act. 


Appeal from Examiner of Interferences. 


Trade-mark opposition by C. B. Shane Corporation against Merritt-Taylor 
Inc. Applicant appeals from decision sustaining notice of opposition. Affirmed. 
Banning & Banning, of Chicago, Ill., for opposer. 

Milton Friedman, of New York, N. Y., for applicant. 
KLINGE, Examiner in Chief: 


This is an appeal from the decision of the Examiner of Interferences sus- 
taining the opposition of C. B. Shane Corporation to the application of Merritt- 
Taylor, Inc., for registration on the Principal Register under the Trade-Mark 
Act of 1946 of a composite mark consisting of the words “Season” and “Aire” 
separated by a palm tree bending in the breeze, as applied to ladies’ coats and 
suits. The opposer claims ownership of registration No. 375,283, of the mark 
“Season Skipper” applied to men’s, boys’, women’s, and girls’ overcoats and 
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topcoats which long antedates applicant’s record date of use. An official copy 
of the registration accompanied the notice of opposition. 

Both parties filed briefs and were represented at the hearing. Neither party 
took testimony. 

Applicant maintains that the opposer, having rested its case solely on the 
filing of the certified copy of the registration of its trade mark, has not sustained 
its burden of proof and has not made out a prima facie case, no proof having 
been offered to sustain the allegations of the opposition. 

The Examiner of Interferences held that opposer’s allegation of priority is 
established by its registration and, upon the record presented, the only question 
for determination was whether the marks of the parties are such as to be likely 
to cause confusion in trade, citing Charles of the Ritz, Inc. v. Elizabeth Arden 
Sales Corporation, 34 C. C. P. A. 1029, 161 F. 2d 234 [37 T. M. R. 457]; Vanity 
Fair Mills, Inc. v. Pedigree Fabrics, Inc., 34 C. C. P. A. 1043, 161 F. 2d 226 
[37 T. M. R. 461]. I agree with the view of the examiner in this regard and am 
of the opinion that it was unnecessary for opposer to take testimony in order 
to maintain its opposition. 

During the interlocutory stage of the proceeding before the Examiner of 
Interferences, the opposer filed a motion for summary judgment on the ground that 
the decision of the Court of Customs and Patent Appeals in C. B. Shane Corpora- 
tion v. Desmond’s, 31 C. C. P. A. 779, 139 F. 2d 502, wherein the notations 


“Seasonaire” and the present opposer’s “Season Skipper,” both applied in part 
to topcoats were held to be confusingly similar, is determinative of the similar 
issue here involved. The Examiner of Interferences denied the motion stating: 


“It is possible that it ultimately may be found, upon the available facts, that the 
decision of the Court in the case referred to is binding upon the examiner in the 
instant proceeding. Nevertheless, such decision is not binding upon the applicant, 
which was not a party to that case; and the applicant hence is entitled as a matter 
of right to an opportunity to introduce evidence which it may deem relevant and 
material to the issues.” 


No evidence having been filed pursuant to that ruling, the Examiner of Inter- 
ferences considered the pertinency of the C. B. Shane Corporation v. Desmond’s 
case, supra, as a precedent herein merely in the light of the nature of the marks 
and goods of the parties as revealed by the respective application and registration. 

Applicant points out that the 1946 Act requires that, in determining the 
registration of apparently similar marks, specific differences in the particular 
goods be examined into; and that likelihood of confusion should be determined 
in the light of the specific goods to which the marks are intended to be applied. 
In this connection, it is urged that if proofs had been taken in this case they 
would have disclosed a startling dissimilarity in the goods of the contesting 
parties, since it would have been shown that the goods of the opposer are zip- 
coats (an outer coat with removable lining attached by a zipper) while those of 
the applicant are ladies’ suits for summer wear and of light weight. 

No proofs have been submitted in this case. Specific differences in the 
goods cannot therefore be considered and, moreover, the specific goods sold 
by the applicant is not a controlling factor where the goods specified in the 
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application are so broadly stated as to cover the goods of the opposer. In the 
application the goods are described in part as “ladies’ coats” whereas, in the 
opposer’s registration the goods are described in part as “women’s and girls’ 
overcoats and topcoats.” I can discern no legal distinction between “ladies’ 
coats” on the one hand and “women’s and girls’ overcoats and topcoats” on the 
other, the only distinction, if any there be, residing in the fact that the term 
“ladies’ coats” in generic to “women’s and girls’ overcoats and topcoats.” I am 
therefore in agreement with the examiner that the item “ladies’ coats” included 
in the applicant’s goods and the “women’s and girls’ topcoats and overcoats” 
sold by the opposer pertain to the same class of merchandise as to which no 
distinction can be drawn as between the goods of the respective parties. 

With regard to the distinction between the marks themselves, I likewise 
agree with the examiner that the applicant’s goods would be ordered by the 
words “Season Aire,” regardless of how it is displayed, and that neither the 
manner of display thereof nor the association with subordinate pictorial matter 
can obviate any likelihood of confusion as might otherwise exist. I am therefore 
in accord with the examiner’s opinion that the facts of this case do not warrant 
any different conclusion on the question of likelihood of confusion than was 
reached by the court under substantially the same conditions on the same ques- 
tion in C. B. Shane Corporation v. Desmond’s, supra. 

The decision of the Examiner of Interferences is affirmed. 


THE PEP BOYS, MANNY, MOE & JACK v. THE EDWIN F. GUTH 
COMPANY 
Commissioner of Patents—December 22, 1950 


OpposITIONS—PLEADING AND PracticE—Proor oF USE 
Stipulated evidence as to use of opposer’s mark on goods other than those alleged 
in notice of opposition cannot be considered. 
TRADE-Marks—Goops oF DIFFERENT CLASSES—PARTICULAR INSTANCES 
Electric lighting fixtures of the type mounted on the ceiling held not likely to cause 
confusion of purchasers when sold under the same mark as storage batteries, automo- 


bile and household light bulbs, distilled water for storage batteries, household electrical 
fuses, plugs, sockets, extension cords, etc., under 1946 Act. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by The Pep Boys, Manny, Moe & Jack against The 
Edwin I. Guth Company. Opposer appeals from dismissal of notice of opposi- 
tion. Affirmed. 


CLaRENCE A. O’Brien and Harvey B. Jacosson, of Washington, D. C., for 
Opposer. 


Haynes & Koenic, of St. Louis, Mo., for Applicant. 
Murpnuy, Assistant Commissioner : 


This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences dismissing the opposition to the registration of the word “Cadet” as a 
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trade-mark on the Principal Register under the Act of 1946 for “Electric Light- 
ing Fixtures.”” The opposition is based on the ownership and use of the regis- 
tered mark “Cadet,” Registration No. 265,054 for storage batteries. 

The notice of opposition alleges that opposer is “in the business of selling 
batteries and other automotive supplies,” but does not claim registration or use 
of “Cadet” upon any product except electric storage batteries. 

The stipulated evidence indicates that the mark “Cadet” was used on “dry 
cell batteries, automobile electrical bulb kits and electric automobile bulbs and 
distilled water, for storage batteries” in addition to its use on storage batteries. 

The stipulated evidence also shows that opposer is engaged in manufacturing 
and selling a large variety of household electrical appliances such as light 
bulbs, electrical fuses, plugs, sockets, extension cords, etc. ; but it does not appear 
that lighting fixtures, such as are under consideration here, were sold by opposer, 
nor is it so contended. There is no contention that the mark “Cadet” was applied 
to these items. 

The examiner held that since the opposer has not alleged in the notice of 
opposition use of the mark “Cadet” for any products other than storage batteries, 
no other products can be considered in this proceeding, citing the following 
cases as authority for so holding: 

Norma-Hoffman Bearing Corp. v. Hufnagel 536 O.G. 5, 123 F. 2d 648 [36 T.M.R. 

115], CCPA; 

Goldsmith Bros. v. Atlas Supply Co., 577 O.G. 312, 148 F, 2d 1016 [35 T. M. R. 

130}, C. CP. A. 

McKesson & Robbins Inc. v. Benet, 69 U. S. P. Q. 57; 
Nostane Products Corp. v. Wyandotte Chemicals Corp. 66 U. S. P. Q. 422. 

The cases cited appear to be directly in point herein. As no authority to the 
contrary has been cited, no good reason appears to depart from the established 
practice in this case. 

The examiner found that applicant’s goods are of the type that are mounted 
on the ceiling, that they are sold at wholesale to electrical supply jobbers who 
ordinarily sell them to contractors for installation, and that they are not sold at 
retail over the counter. 

I agree with the examiner’s conclusion that opposer’s storage batteries which 
are sold at retail to the general public “differ so widely in character, and use, 
and in all other respects from the electric lighting fixtures of the applicant as to 
have nothing materially in common therewith, and that the use therefore of the 
same or similar marks would not be likely to cause confusion, or mistake or to 
deceive purchasers as to the source thereof.” The White Company v. Vita-Var 
Corporation, 86 U. S. P. Q. 84, 182 F. 2d 217, 37 C. C. P. A. 1039. 

Additionally, I am also of the opinion that even if it were proper to consider 
the additional automotive items to which it is asserted the mark in issue was 
applied, the conclusion would be the same. 

The decision of the Examiner of Trade-Mark Interferences is affirmed. 
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JOHN WANAMAKER NEW YORK v. SLEEPWEAR, INC. 
Commissioner of Patents—December 26, 1950 


TRADE-MARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 


Pajamas held goods of the same descriptive properties as underwaists for boys and 
girls and infants’ and children’s sleeping garments, under 1905 Act. 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 

“Restwell” held confusingly similar to “Rest Right,” used on similar goods, under 

1905 Act. 
OpposITloNS—DEFENSES—ESTOPPEL 

On facts of record opposer held not estopped from contending herein that the respec- 
tive marks of the parties are confusingly similar. 

Fact that at the time opposer applied to register there were of record third party 
registrations of the same marks as are here involved, held not to estop opposer since 
applicant claims no rights thereunder and the prior registrations are no longer of record. 

OppositIoNs—Proor oF DAMAGE—GENERAL 

While opposer has burden of proof in showing damage, held that opposer is not 
required to take testimony since likelihood of confusion is sufficient showing to support 
notice of opposition where opposer alleges priority, the marks are confusingly similar 
and the goods are of the same descriptive properties. 


Appeal from Examiner of Interferences. 


Trade-mark opposition by John Wanamaker New York against Sleepwear, 
Inc. Applicant appeals from decision sustaining notice of opposition. Affirmed. 
Howson & Howson, of Washington, D. C., for Opposer. 

Jacobi & Jacobi, of Washington, D. C., for Applicant. 
KLINGE, Examiner in Chief: 

This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the opposition filed under Section 5 of the Act of 1905 by 
John Wanamaker New York opposing an application for registration by Sleep- 
wear, Inc., for the trade-mark “Rest-Well.” The opposition is based upon alle- 
gations of prior use by the opposer of the mark “Rest Right” and ownership 
by opposer of two registrations of this mark, No. 116,183, registered April 10, 
1917, and renewed, for “underwaists for boys and girls”; and registration No. 
346,435, registered May 25, 1937, and republished under the Act of 1946, March 
15, 1949, used on “infants’ and children’s sleeping garments.” The latter regis- 
tration was considered the most pertinent by the examiner, and is the only one 
that need be considered. 

No testimony was taken by either party and both parties are therefore lim- 
ited to their record dates. Both parties have filed briefs. 

The examiner held that the opposer being the prior user and the goods of 
the parties being clearly of the same descriptive properties, the primary issue 
involved was the similarity of the marks. 

In the present proceeding, the applicant contends that while the goods are 
in the same general classification, they are not identical, since the goods of the 
applicant are specifically pajamas applicable to large and small figures, whereas 
the goods of the opposer are underwaists for boys and girls and infants’ and 
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children’s sleeping garments. It appears to be the applicant’s position that 
sleeping garments for infants are obviously not pajamas, but sleeping garments 
for children may well be, and quite ordinarily are, pajamas. However, that 
may be, the goods need not be identical; certainly they are goods of the same 
descriptive properties, as the examiner correctly held. 

In regard to the similarity of the marks, both marks commence with the 
word “Rest” and each has the same number of syllables and the same suggestive 
meaning. In addition to these similarities, it appears further that the second 
word or syllable of each of the marks would also tend to add to the likelihood 
of confusion. The words “right” and “well” impart the same meaning or sig- 
nificance to the marks as a whole, for one who rests right can be said to rest 
well. I am therefore inclined to agree with the examiner that confusion would 
be likely when the two marks are used upon the same class of goods. 

The applicant further contends that the opposer is now estopped to deny 
the registrable differences between the two marks, it being pointed out that 
when the opposer filed its application for registration of the mark “Rest Right” 
on December 21, 1915, there was of record in the Patent Office registration 
No. 39,752, dated February 10, 1903, and No. 48,891, dated February 20, 1906, 
both covering the trade mark “Rest Well” for use on pajamas. Again, when the 
opposer filed its application on January 16, 1937, for registration of the mark 
“Rest Right” for infants’ and children’s sleeping garments, which resulted in 
registration No. 436,435, there was of record in the Patent Office registration 
No. 162,549, dated December 19, 1922, covering the trade-mark “Rest Well’ for 
pajamas. All three of these prior registrations were issued to P. J. Maxwell & 
Co., a stranger to the present proceeding. However, as the examiner correctly 
stated, there is no showing in this case that applicant has any interest in these 
prior registrations or that it has relied to its detriment upon any act or repre- 
sentation of opposer, citing Plate v. Lenason Company, 620 O.G. 1271, 80 U. S. 
P. Q. 184. In the case of Goodall-Sanford, Inc. v. Miller Bros. Hat Co., Inc., 606 
O. G. 538, 76 U. S. P. Q. 64, 65, the Commissioner stated: 

“Nor can the fact that opposer’s present contention may be inconsistent with its 
conduct at the time of obtaining registration change this conclusion. The mark over 
which it obtained registration is no longer of record in the Patent Office, and opposer 
has used its registered mark for many years in large sales of its product. In Crime 
Confessions, Inc. v. Fawcett Publications, Inc., 31 C. C. P. A. 760, 139 F. 2nd 499, 

60 U. S. P. Q. 193, 195, the court said: 

‘As to appellant’s fourth contention—that appellee’s conduct here is incon- 
sistent with its conduct elsewhere—this is a matter with which we cannot be 
concerned.’ 

See also Miller Becker Co. v. King of Clubs, Inc., 19 C. C. P. A. 1024, 56 F. 2d 883, 

1932 C. D. 294 [22 T. M. R. 208].” 


Kaylon, Incorporated v. Rosenberg, 613 O. G. 1101, 78 U. S. P. Q. 208. 

I am in agreement with the examiner that there can be no estoppel against 
the opposer because of the registrations referred to by the applicant, since appli- 
cant has established no right under the prior registrations and opposer is therefore 
not estopped from contending in this opposition that the marks of the respective 
parties hereto are confusingly similar. 
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Finally it is urged in applicant’s behalf that the opposer has the burden of 
proof to show that it would be damaged by applicant’s registration. It is true 
that opposer has taken no testimony in this proceeding, but it is not incumbent 
upon opposer to prove damage since likelihood of confusion is a sufficient showing 
of likelihood of damage to support an opposition where, as in this case, the notice 
of opposition alleges prior use of opposer’s mark on the goods specified in its 
registrations, where such goods and those of the applicant are of the same descrip- 
tive properties and opposer believes that confusion would be likely to arise. Chi- 
cago Pneumatic Tool Company v. Electrolux Servel Corporation, 159 Ms. D. 216, 
21 U.S. P.O. 351. 


The decision of the Examiner of Interferences is affirmed. 


EX PARTE SCHATZ 
Commissioner of Patents—December 1, 1950 


TrADE-MARKS—Goops OF THE SAME CLASS—GENERAL 
Classification system adopted by Patent Office, pursuant to Section 30 of the 1946 


Act, for convenience of administration, must be such as to allocate to particular groups 
those goods most likely to be used as a reference from confusion standpoint. 


In construing statutory provision that applicant may register mark in one applica- 
tion for goods in one class, held that the ordinary dictionary meaning applies to the 
word “goods.” 


Where applicant seeks registration in a single class, division should not be required 
when it clearly appears from the description of goods that registration is sought on 
only a single item of merchandise, even though it is marketed bearing a statement of 
multiple use. 


Single item of commerce sold with several stated uses held not “a plurality of 
goods” though the stated uses may fall into different Patent Office classifications. 


On facts of record, held that the description of the goods in the application should 
be amended to make it clear that only a single product is involved. 
TRADE-MARKS—LIKELIHOOD OF CONFUSION—GENERAL 
Factors other than the inherent nature of product play important part in determining 


question of likelihood of confusion in cases where single product is capable of several 
uses. 


Petition from Examiner of Interferences. 

Application for registration of trade-mark by Louis W. Schatz. Applicant's 
petition from requirement for division denied with leave to amend. 
Reynolds & Beach, of Seattle, Wash., for applicant. 
Murpnuy, Assistant Commissioner: 

This is a petition on a matter of Trade-Mark Classification involving 
Section 30 of the Trade-Mark Act of 1946 and Trade-Mark Rules 16.2 and 16.3 
promulgated thereunder. 


The application, as filed, described the goods as “plastic base finish, thinner 
for plastic base finish, and wax and grease remover to prepare surfaces for 
painting.” As the application now stands, the goods are described as “liquid 
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plastic base finish, thinner for liquid plastic base finish, and chemical remover 
for removing plastic base finish, wax and grease.” 
The specimens submitted with the application as filed indicate that two 
products are involved: 
I. A liquid plastic base finish 
II. A liquid useful as 
(1) a thinner for the liquid plastic base finish 
(2) a chemical remover for removing the plastic base finish 


(3) a chemical remover for removing wax and grease. 


Division has been required between II (1) and (2) on the one hand and II 
(3) on the other, the position of the examiner being that the group II (1) and 
(2) is classifiable in Class 16, Paints and painters’ materials, whereas the wax 
and grease remover is classifiable in Class 52, Detergents and soaps. 

Applicant strenuously urges that his product II, herein issue, is but a single 
article of commerce. This appears to be borne out by the fact, as previously 
mentioned, that the specimen submitted for product II sets forth all three uses. 
However, as far as the description in the application is concerned, two products 
may be involved in II, i.e. a thinner and a chemical remover. This is not denied 
by the examiner. The broad basis of his position is set forth in his answer to 
the petition as follows: 


“Section 30 of the Trade-Mark Act of 1946 is the statutory basis for the estab- 
lishment of a classification system for trade-marks. It is specifically recited therein 
that the classification shall be ‘for convenience of Patent Office administration.’ The 
primary administrative purpose of a classification system is to provide a means 
whereby the mandates of the Act of 1946 may be adjudicated. More specifically, the 
classification system is an administrative tool by which the question of confusingly 
similar goods may be more easily determined. It is a tool whereby searchers— 
whether applicants, attorneys or examiners—may determine the propriety of regis- 
tration under the mandate of Section 2 which denies registration of ‘a mark which 
so resembles a mark registered in the Patent Office or a mark or trade name pre- 
viously used in the United States by another and not abandoned, as to be likely, 
when applied to the goods of the applicant, to cause confusion or mistake or to 
deceive purchasers.’ In order to serve this interest, the classification system adopted 
by the Patent Office must have its foundation based on the premise of confusingly 
similar goods. The classification system must be such as to allocate to particular 
groups those goods which are most likely to be used as a reference from a confu- 


sion standpoint.” 


This properly sets forth the objectives sought by the statute and by the 
Patent Office in compliance with the statute. However, the present requirement 
for division must be examined in the light of the statutory requirements and 
the rules promulgated to carry out those requirements. 

The examiner properly states that factors other than the inherent nature 
of a product play an important part in determining confusion in the case where a 
single product is capable of several uses; citing the case of Goldsmith Bros. v. 
Atlas Supply Co., 148 F. 2d 1016, 65 U. S. P. Q. 378. There, the Court of Cus- 
toms and Patent Appeals held that glycerine and alcohol used as pharmaceuticals 
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were not goods of the same descriptive properties as the same items used as anti- 
freeze. 

It does not appear from the decision that either the glycerine or the alcohol 
was marketed in a container which bore instructions for use both as a phar- 
maceutical and an anti-freeze. As distinct products, directed to different channels 
of trade separate classifications would be proper. Likewise, if applicant herein 
were packing his product in two separate and distinct containers, one directed 
to the cleaning trade and the other to the paint trade, division would be proper. 


The statute states “The applicant may register his mark in one application 
for any or all goods or services included in one class, upon or in connection 
with which he is actually using his mark.” “Goods” as such is not defined in 
the Act; however it seems that the ordinary dictionary meaning must be 
applied, which includes a single article of merchandise. 


Rule 16.2 states “A mark may be registered on a single application for 
a plurality of goods, or a plurality of services, comprised in a single class, pro- 
vided the particular description of each of the goods or services be stated and 
the mark has actually been used on or in connection with all of the goods,” 
(emphasis added) ; thus recognizing the distinction between a single article of 
commerce and diverse articles. 


It does not seem to me that it can properly be said that a single item of 
commerce, when it is sold with several stated uses, is “a plurality of goods” even 
though the stated uses may fall into different Office classifications. 


Division was properly required in Ex parte Vacuum Oil Co., 253 O. G. 953, 
because different grades of oil were involved for different uses falling in dif- 
ferent classes, and the different grades were put in different packages with no 
statement, as far as the record shows, that the oil of any particular grade was 
suitable for the same use as another grade. 


Ex parte Brondow Chemical Co., 61 USPQ 150, presents an interesting 
situation, but one which, I believe, is not controlling here. In that case an 
application was presented for “Liquid cleaners and Disinfectants” in Class 6, on 
a single liquid product having two uses; whereupon the examiner pointed out 
that it appeared that applicant’s product was primarily a cleanser and should be 
classified in Class 4. As a result, applicant amended the statement to include 
both Class 4 and Class 6. The First Assistant Commissioner properly held that 
the mark could not be registered in both classes. The present applicant is not 
seeking registration in two classes. 


In the Brondow case, the examiner, in his statement, stated: 


“It has long been the practice, however, to permit an applicant whose mark is 
claimed for a single article having uses which would make such article classifiable 
in either one of two classes, to describe such article by reference to its primary use 
and also by reference to its incidental uses. In such cases the primary use has been 
the controlling one for classification purposes and the title of but a single class has 
been stated.” 


The trade-mark was registered as “Cleanser-Disinfectants” in Class 6. 
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I am of the opinion that where an applicant is seeking registration in a 
single class, division should not be required when it clearly appears from the 
description of the goods that registration is sought on only a single item of 
merchandise, even though it is marketed bearing a statement of multiple use. 

In the present case it is not clear from the description of the goods in the 
application that only a single product is involved; therefore the application 
should be amended so as to be consistent with applicant’s arguments and with 


the specimens. 


The petition is denied with leave to amend. 


EX PARTE SEARS, ROEBUCK AND CO. 
Commissioner of Patents—December 12, 1950 


TRADE-MARK Act OF 1946—REGISTRABILITY—SURNAMES 

1946 Act contains no specific general prohibition against registration of names of 
individuals as there was in 1905 Act. 

Section 2(e) of 1946 Act denies registration to marks consisting merely of sur- 
names, but does not require refusal of registration of mark consisting of entire name 
of individual. 

Section 2(c) of 1946 Act merely provides in case of names of individuals that 
registration is to be refused unless the application is accompanied by written consent of 
the particular living individual identified. 

Addition of the initials “J C” to the surname “Higgins,” held not to change the 
surname to a mark which is not primarily merely a surname within the prohibition of 
Section 2(e) of 1946 Act. 

Assuming that the mark “J C Higgins” as a whole is not primarily merely a sur- 
name, held that it would be not registrable in the absence of disclaimer of “Higgins.” 

TRADE-MARKS—Marks CAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 

There is no question as to capability of mark “J C Higgins” to function to distin- 
guish applicant’s goods nor that it could be registered under Section 2(f) of 1946 Act, 
but applicant has not chosen to qualify under that subdivision. 


Appeal from Examiner of Trade-Marks. 

Application for registration of trade-mark by Sears, Roebuck and Co. 
Applicant appeals from refusal of registration under 1946 Act. Affirmed. 
S. J. Collons and Frank H. Marks, of Chicago, IIl., for applicant. 
FEpeRIco, Examiner in Chief: 

Applicant appeals from the refusal of the examiner to register the mark 
“J C Higgins” for “shotguns, rifles, gun sights, gun cases, ammunition belts,” 
on an application filed February 5, 1948, for registration on the Principal Regis- 
ter under the Trade-Mark Act of 1946. The mark is written in a conventional 
script without periods and is asserted to be the name of a particular individual. 

The examiner’s position is that the mark can not be registered in view of 
section 2 (e) of the Trade-Mark Act of 1946 which provides that 

“No trade-mark * * * shall be refused registration on the Principal Register 

on account of its nature unless it * * * (e) consists of a mark which * * * (3) is 

primarily merely a surname.” 
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The applicant does not question that “Higgins” alone would be unregistrable 
in view of this clause of the Act, but maintains that this clause does not prohibit 
the registration of the full name of an individual, and that a surname with initials 
may constitute the full name. The examiner’s position is that adding the initials 
to a surname does not change it from a surname to an arbitrary mark; the mark 
is still primarily a surname and remains a surname until at least another name 
is added to it. The examiner maintains that the addition of initials is similar to 
the addition of the word “The” which was held to have no effect in Ex parte 
Wilson Brothers, 620 O. G. 1270, 79 U.S. P. Q. 429. 

The examiner acknowledges that the mark presented could be registered 
under Section 2 (f) of the Trade-Mark Act, which provides that marks which 
are excluded by subsection 2(e) may nevertheless be registered if they have 
“become distinctive of the applicant’s goods in commerce,” which section also 
provides for a mode of proof of distinctiveness of the mark. While applicant 
stated at the hearing that the facts were such that it could qualify for registra- 
tion under section 2(f), nevertheless, applicant does not choose to do so, and 
consequently it can not be taken that unregistrable matter has become distinctive 
of applicant’s goods nor are any arguments bearing on distinctiveness of any 
moment. 

The status of the registrability of names of individuals under the Trade- 
Mark Act of 1946 was reviewed by the Assistant Commissioner in Ex parte 
Dallioux, 629 O. G. 879, 83 U. S. P. Q. 262. The Commissioner concluded that, 
while under section 5 of the Act of 1905, the registration of marks consisting of 
names of individuals was prohibited generally (with certain exceptions), no such 
general prohibition appears in the Act of 1946 which, in section 2(e) denies 
registration to marks consisting merely of surnames, but does not require 
refusal of registration to a mark consisting of the entire name of an individual. 
Section 2(c) of the Act of 1946 merely provides, in the case of names of individ- 
uals, that registration is to be refused if the mark “consists of or comprises a 
name * * * identifying a particular living individual except by his written con- 
sent * * *” In this case the name is stated to be that of a particular living 
individual, and his written consent to its registration has been filed. The decision 
of the Commissioner indicated that the comments made therein would not, of 
course, apply in the event the surname was unduly emphasized or otherwise 
constituted the only significant part of the mark, thereby amounting to “a mere 
device or contrivance to evade the law or secure the registration of nonregistrable 
words * * *,” citing Beckwith v. Commissioner of Patents, 252 U. S. 538, 1920 
C. D. 471. 

It thus appears, as has been decided by the Commissioner, that there is no 
specific general prohibition in the Act of 1946 of the registration of names of 
individuals as trade-marks, as there was in the prior Trade-Mark Act of 1905. 
It does not follow from this, however, that names of individuals have any 
special status or are entitled to any special consideration over that given to any 
other trade-mark. As was said by the Court of Customs and Patent Appeals in 
The J. B. Williams Co. v. Ernest W. Williams, 18 C. C. P. A. 1133, 48 F. 2d 
398 [21 T. M. R. 188]. 
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“where one elects to make a technical trade-mark use of his own name, that name, 
for that purpose, becomes dissevered, as it were, from its owner’s personality, and 
when he seeks to register it under a statutory enactment, it must be tested by pre- 
cisely the same rules and principles which apply to all other technical trade-marks.” 


There is no question as to the capability of the mark in this case to function 
to distinguish applicant’s goods, and the specimens accompanying the applica- 
tion and the manner in which the mark is used unquestionably show proper 
trade-mark use. The only substantial question presented for decision is whether 
the surname in the combination “J C Higgins” is unduly emphasized or other- 
wise constitutes the only significant part of the mark so that the mark as a 
whole can still be characterized as primarily merely a surname. 

With respect to this question, I am of the opinion that adding the initials 
to the surname does not change the mark as a whole from being primarily merely 
a surname. It is true that initials may be distinctive and may be subject to 
trade-mark use and registration in and of themselves, but when associated with 
a surname they become a subordinate and relatively unimportant part of the 
mark as a whole. While the question here involved was not before the court, 
the decision of the Court of Customs and Patent Appeals in the decision men- 
tioned above may offer some analogy. In that case the court, reversing the 
Commissioner of Patents, refused to register the trade-mark “E. W. Williams” 
(which was represented as a signature, which constituted an exception to the 
general prohibition in the Act of 1905) of an applicant over the prior registered 
mark (under the ten-year proviso of the Act of 1905) “Williams” of an opposer, 
treating the initials as of practically no significance. Attention is also called 
to Thaddeus Davids Company v. Davids and Davids, trading as Davids Manu- 
facturing Company, 233 U. S. 461, 1914 C. D. 367, in which the Supreme Court 
held the trade-mark “Davids”, registered under the ten-year proviso of the Act 
of 1905, to be infringed by the use of “C. I. Davids,” holding the latter to be a 
mere simulation or colorable imitation of the former. While it is appreciated 
that these cases were not concerned with the same problem involved here, never- 
theless they may both serve as examples indicating the little attention paid to 
the presence of initials and showing that they are not of any great significance 
in the trade-mark use of a name. It is accordingly held that the addition of the 
initials does not change the surname to a mark which is not primarily merely a 
surname and prohibited registration under section 2(e) of the Trade-Mark Act 
of 1946. 

If it be assumed that the mark as a whole is not primarily merely a surname, 
it would nevertheless still be unregistrable in the absence of a disclaimer of 
“Higgins.” The word “Higgins” by itself is undeniably primarily merely a 
surname, and as such cannot be registered under section 2(e). Section 6 of the 
Trade-Mark Act provides that “the Commissioner shall require unregistrable 
matter to be disclaimed, * * *”’ While there presumably must be some degree 
of discretion in requiring disclaimers under section 6, the situation presented 
here is that of a word which is categorically barred by the statute from regis- 
tration (unless under the provisions of section 2(f)), and it is believed that the 
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mark could not be registered as presented unless applicant disclaimed the sur- 
name “Higgins” apart from the mark as shown. 
The decision of the examiner is accordingly affirmed. 


EX PARTE GOODALL-SANFORD, INC. (2 CASES) 
Commissioner of Patents—December 21, 1950 


TRADE-MARKS—DoMINANT FEATURE—PARTICULAR INSTANCES 
(Case 1)—Pictorial design representing ocean waves held dominant feature of appli- 
cant’s mark; and the word “Wave” held dominant part of both marks. 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
(Case 1)—“Palm Wave,” associated with representation of an ocean scene, held 
likely to cause confusion with “Ocean Wave,” used on similar goods, under 1946 Act. 
(Case 2)—“Cellini” held confusingly similar to “Cellene,” used on similar goods, 
under 1946 Act. 


TRADE-MaARK Act OF 1946—REGISTRABILITY—SECTION 2(e) 
(Case 2)—Registration of “Cellini” on Principal Register under 1946 Act, held 
properly refused as primarily merely a surname. 


Appeal from Examiner of Trade-Marks. 
Applications for registration of trade-marks by Goodall-Sanford, Inc. 
Applicant appeals from refusals of registration, under 1946 Act. Affirmed. 


Borowsky & Burrows, of New York, N. Y., for applicant. 
KLINGE, Examiner in Chief: 

(Case 1) This is an appeal from the decision of the Examiner of Trade- 
Marks refusing registration of applicant’s trade-mark consisting of the words 
“Palm Wave” associated with the representation of an ocean scene, used on 
“piece goods entirely of cotton, mohair, wool and synthetic fibres combined in 
one fabric or combinations of any of such component parts made in one fabric.” 

The examiner refused to register applicant’s mark in view of registration 
No. 385,680, registered March 11, 1941, to Cohn-Hall Marx Co., for the mark 
“Ocean Wave” applied to cotton, rayon, acetate and/or silk piece goods. 

The goods to which the respective marks are applied are in part identical 
and otherwise closely related and the only question is whether concurrent use 
of the two marks on the respective goods would be likely to cause confusion 
or mistake or deceive purchasers. 

The examiner considered the design depicting ocean waves in applicant’s 
mark and the words “Ocean Wave” of the registered mark to be one and the 
same. The phrase “Palm Wave” appears above a predominantly large pictoral 
design representing ocean waves, the pictorial portion of the mark being both 
prominently displayed and clearly suggestive of the expression “Ocean Wave” 
which characterizes the prior registration relied upon by the examiner. The 
word “Wave” is common to and the dominant part of both marks; its signifi- 
cance as the dominant part of applicant’s mark is enhanced by the illustration of 
the ocean waves appearing therebelow. I am inclined to agree with the examiner 
that the single descriptive word “Palm” is not of sufficient significance to dis- 
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tinguish applicant’s mark from the prior registration when applied to the same 
type of goods. 

It appears clear that applicant’s mark, taken in its entirety, when used on 
its goods would be likely to cause confusion or mistake or to deceive purchasers 
when used concurrently with the prior registration “Ocean Wave.” 

The decision of the Examiner of Trade-Marks is affirmed. 

(Case 2) This is an appeal under the Act of 1946 from the decision of the 
Examiner of Trade-Marks refusing registration on the Principal Register of 
applicant’s mark consisting of the word “Cellini,” for use on “piece goods, a 
fabric with a warp of cotton, or of cotton and mohair mixed, or of cotton and 
silk mixed, or of cotton and artificial silk mixed, and a filling of wool, or 
mohair, or alpaca, or silk, or artificial silk, singly or combined.” 

Registration on the Principal Register was refused under the prohibition 
of Section 2(e)(3) of the Act of 1946 on the ground that the word “Cellini” 
is primarily merely a surname. The applicant states that the word suggests the 
characteristics of porous spaces or cells in fabrics of light weight material, such 
as linens. However, such a figmental suggestion or connotation cannot relieve 
the word of its status as a mere surname, for it seems clear that the word 
“Cellini” has no known connotation other than a surname. It is my view that 
the mark was properly refused registration on the Principal Register. 

A second ground for refusal is based upon prior registration No. 391,973, 
registered December 2, 1941, to Celanese Corporation of America, under the 
Trade-Mark Act of 1905, for the mark “‘Cellene” applied to water-proofed fabrics, 
and on registration No. 393,899, registered March 10, 1942, under the Act of 
1905, to Celanese Corporation of America also for the mark “Cellene,” for piece 
goods made wholly or partially of cellulose derivatives and curtains and drapes 
made therefrom. 

I agree with the examiner that applicant’s mark and the prior registrations 
are much alike in sound and appearance and that the concurrent use of the marks 
would be likely to lead to confusion or mistake when applied to the closely 
related goods of the respective parties. 

The decision of the Examiner of Trade-Marks is affirmed. 
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EX PARTE THE AMERICAN FORK & HOE COMPANY 
Commissioner of Patents—December 22, 1950 


TRADE-MarkK Act oF 1946—REGISTRABILITY—SECTION 2(f) 


TRADE-MARKS—SECONDARY MEANING—PARTICULAR INSTANCES 


“Fire Hardened” held capable of indicating origin of wooden tool handles and there- 
fore registrable under Section 2(f) of 1946 Act. 


Appeal from Examiner of Trade-Marks. 

Application for registration of trade-mark by The American Fork & Hoe 
Company. Applicant appeals from refusal of registration under 1946 Act. 

Reserved. 

Frank M. Slough, of Cleveland, Ohio, for applicant. 
Murpny, Assistant Commissioner: 

This is an appeal from the decision of the Examiner of Trade-Marks refusing 
to register the words “Fire Hardened” for use on wooden handles for hand tools, 
such as axes, adzes, etc., under the provisions of Section 2f of the Trade-Mark 
Act of 1946. The refusal is based on the premise that the mark “possesses such 
inherent natural meaning and is so generally made use of in this art that it may 
not acquire secondary significance to the point of distinctiveness.” 

It is the position of the examiner that “fire-hardened” as applied to wooden 
tool handles has indicated from antiquity that the wood has been dried and 
consequently hardened by the application of heat. 

Hardening by the application of heat immediately suggests metallic or 
ceramic materials, but not wood. While the mark does suggest treatment by 
the application of heat, the common terminology for heat treatment as applied 
to wood is “kiln-dried.” I am constrained to disagree with the conclusion of 
the examiner that the expression is incapable of indicating origin of the goods 
for which the mark is sought. 

The decision of the examiner is reversed. 
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EX PARTE HORN & HARDART BAKING CO. 
Commissioner of Patents—December 26, 1950 


TRADE-MaAkK Act OF 1946—REGISTRABILITY—SECTION 23 


TrapE-MArKS—MarkKs INCAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 

Marks capable of distinguishing applicant’s goods or services but not registrable on 
the Principal Register are registrable on the Supplemental Register, under 1946 Act. 

Slogan consisting of the words “The Public Appreciates Quality” held a laudatory 
statement, designed to suggest quality of applicant’s goods, which is equally available 
to any dealer desiring to use it for similar purposes, and as such is inherently incapable 
of distinguishing applicant’s goods or of indicating origin thereof, and therefore is not 
registrable on Supplemental Register under 1946 Act. 

Widespread advertising or long continued use of slogan cannot confer registrability 
under Section 23 of 1946 Act unless applicant’s mark is capable of distinguishing. 


TRADE-MARKS—SECONDARY MEANING—GENERAL 


While long continued use may indicate that a mark has acquired secondary meaning 
in a proper case, on facts of record, affidavits filed by applicant to show secondary 
meaning held unconvincing and of little value in establishing trade-mark significance 
of applicant’s notation. 


Appeal from Examiner of Trade-Marks. 

Application for registration of trade-mark by Horn & Hardart Baking Co. 
Applicant appeals from refusal of registration on Supplemental Register, under 
1946 Act. Affirmed. 

Alfred L. Wolf, of Philadelphia, Pa., and Alexander & Dowell, of Washington, 

D. C., for applicant. 

KLINGE, Examiner in Chief: 

Applicant appeals from the final decision of the Examiner of Trade-Marks 
refusing registration of the slogan “The Public Appreciates Quality” for 
“cooked meats, namely, cooked ham, beef, bacon, tongue, pork and chicken; 
smoked meats, namely, ham, bacon, and tongue; desserts, namely, pies, cakes, 
pastries, puddings, and ice cream; bread, rolls, muffins, cooked fish; uncanned 
salads, namely, chicken salad, potato salad, and salads formed of various com- 
binations of fresh and canned fruits and vegetables ; cooked vegetables ; mayon- 
naise, Russian and French dressings; and sweet sauces used on desserts; and 
sandwiches,” on the Supplemental Register under section 23, of the Trade-Mark 
Act of 1946. 

Section 23 of the Act of 1946 provides for the registration on the Supple- 
mental Register of marks capable of distinguishing the applicant’s goods or 
services not registrable on the Principal Register. For the purposes of regis- 
tration on the Supplemental Register a mark may consist of any slogan, but 
such mark must be capable of distinguishing the applicant’s goods or services. 

Registration was refused on the ground that applicant’s slogan is a state- 
ment of fact incapable of functioning as a trade-mark to distinguish applicant’s 
goods in commerce, its only function appearing to be one of conveying to pur- 
chasers the idea that applicant is conscious of the fact that the public appreciates 
and wants quality and that the products offered by it possess such quality. 





TRADE-MARK REPORTER 41 T. M.R. 


The present application was originally filed for registration on the Principal 
Register and was there refused by the examiner because the slogan was con- 
sidered merely a collection of descriptive words incapable of distinguishing 
applicant’s goods in commerce. Thereupon, the statement was amended to place 
the application on the Supplemental Register. The question here presented is, 
therefore, whether the slogan is registrable on the Supplemental Register. 


A number of specimens have been filed in the form of containers in which 
the goods are packed, certain of which are in the form of bags on the face of 
which appears the following advertising: 


A woman’s 
“Less Work : face appearing : For Mother” 
here 


HORN & HARDART BAKING CO. 
Philadelphia 
“The Public Appreciates Quality” 


Other containers submitted are in the form of round cups, on the side of 
which appear the words: 
HORN & HARDART 
Restaurant 
“The Public Appreciates Quality” 


Still other containers, in the form of elongated boxes, bear the following 
notations on the tops or lids: 


HORN & HARDART 


A woman’s 
“Less Work : face appearing : For Mother” 
here 
Retail Shops 
on the back face the notations: 
Automat 
H&H 
and the slogan: 
“The Public Appreciates Quality” 
on a short, front flap which folds into the box and is entirely concealed therein 
when the box is closed. 


In view of the manner in which the slogan is displayed on the specimens 
indicated above, I am unable to see how that notation can be said to be capable 
of distinguishing applicant’s goods as required by section 23 of the Act, Ex parte 
Stauffer Chemical Company, 86 U. S. P. Q. 169. The notation is less prominently 
displayed on all the containers than any of the other printed material with which 
it is associated and is of such a nature that it might be applied with equal force 
to any goods of acceptable quality. Ex parte Chicago Roller Skate Company, 86 
U.S. P. Q. 176, 171 Ms. D. 879. 
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Aside from the manner in which it is displayed, applicant’s slogan is, to my 
mind, a laudatory statement designed to suggest or imply the quality of appli- 
cant’s goods, which is equally available to any dealer who desires to use it for 
a similar purpose, and as such is inherently incapable of distinguishing appli- 
cant’s goods or of indicating the source or origin thereof. 

Applicant submitted an affidavit by its vice president L. W. Lowther, which 
states that “in view of the widespread advertising throughout the years, the 
term ‘The Public Appreciates Quality’ has developed such a secondary meaning 
with respect to the above mentioned products as to denote only the products 
sold by applicant.” Other affidavits were filed in which the affiants aver that to 
them applicant’s slogan is distinctive of its goods. The examiner found these 
affidavits unconvincing and of little value in establishing trade-mark value of 
the notation. 

Long continued use may indicate that a mark has acquired a secondary 
meaning in a proper case. However, widespread advertising or long continued 
use of a slogan can not confer registrability under Section 23 of the Act of 1946 
unless the mark is one capable if distinguishing the applicant’s goods in com- 
merce. As stated by the Assistant Commissioner in Bayuk Cigars, Inc., 630 O. G. 
1109, 83 U. S. P. Q. 537, 538: 


“Nor can the fact that the words may have been used by applicant for many years 
change the nature thereof.” 


The several decisions cited in applicant’s brief as well as the prior registra- 
tions appended thereto have been carefully considered, but it is my conclusion 
that the slogan “The Public Appreciates Quality” is not registrable on the Supple- 
mental Register as a mark which is capable of distinguishing applicant’s goods. 
The mere fact that the notation may be called a slogan is not sufficient to justify 
registration under section 23 of the Act; it must also be capable of distinguishing 
applicant’s goods or services, and I think the present slogan falls short of that 
requirement. 

The decision of the Examiner of Trade-Marks is affirmed. 
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